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About the Editors

GREG H. GARDELLA is a partner in the firm’s Post Grant Patent
practice group. Mr. Gardella is known for handling many of the highest
stakes post-grant matters ever adjudicated by the United States Patent
and Trademark Office. He regularly serves as lead counsel for both
challengers and patent owners in matters having stakes running into
the billions of dollars. As of June 2013, he was lead counsel on more
AIA post-grant proceedings pending before the Patent Trial and Appeal
Board than any other practitioner in the United States.

Mr. Gardella has been honored as one of the Best Lawyers in
America for multiple consecutive years. He also has been named
repeatedly by Intellectual Asset Management (IAM) as one of the
nation’s top post-grant practitioners. In its latest rankings, IAM
reported that “the ‘phenomenal’ Greg H. Gardella is ‘extremely
experienced in the post-grant space and a dynamic all-round patent
consultant.” The previous version of the rankings noted that his
“former big-ticket patent litigation experience has served him well in
contested reexamination proceedings, of which he is regarded a mas-
ter.” He likewise has received various awards and recognition from
The Legal 500, Managing IP Magazine, and Super Lawyers.

ScoTT A. MCKEOWN is a member of the firm’s Management
Committee, and co-chairs the Post Grant Patent practice group
focusing on post-grant counseling, litigation, and related prosecution
issues. He leads the Post Grant Patent team responsible for electronics,
wireless communications, software, and computer-related inventions
and business methods.

Mr. McKeown handles all aspects of post-issuance proceedings at
the United States Patent and Trademark Office (USPTO), including
patent reissue and reexamination proceedings, post-grant patent
trials, and appeals to the Court of Appeals for the Federal Circuit.
He offers his clients comprehensive post-grant patent counseling,
including advice on USPTO post-grant proceedings concurrent with
complex International Trade Commission (ITC) and district court
litigation.

Having successfully navigated USPTO post-grant patent proceed-
ings in which more than half a billion dollars was at stake,
Mr. McKeown is one of the preeminent post-grant practitioners in
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the United States. He is lead post-grant counsel to some of the largest
corporations in the world.

Mr. McKeown has been identified by Intellectual Asset Manage-
ment as a “thought leader” and one of the world’s leading patent
practitioners for adversarial post-grant USPTO patent proceedings.
In addition, The Legal 500 has identified Mr. McKeown as a recom-
mended patent attorney.

ROBERT C. MATTSON, a partner in the firm’s Post Grant Patent and
Litigation practice groups, specializes in contested proceedings before
the United States Patent and Trademark Office (USPTO) and district
courts of the United States. The majority of his work is for high-tech
and telecommunications companies, particularly companies that rely
heavily on standards-based or standardized technologies.

Mr. Mattson practices extensively in post-grant proceedings at the
USPTO, including the new inter partes review trials. Most of his
clients are involved in concurrent, high-stakes litigation and seek to
challenge patents at the USPTO to supplement their overall litigation
strategy.

MICHAEL L. KIKLIS is a partner in the firm’s Post Grant Patent practice
group focusing on post-grant counseling, patent litigation and patent
prosecution. With an extensive background in computer science,
Mr. Kiklis focuses his practice on software patent matters. He
frequently handles high-stakes matters, having been involved in
several cases in which over $1 billion was at stake.

Mr. Kiklis is a frequent lecturer and author on cutting-edge intel-
lectual property issues and is also active in pro bono matters. In
July 2008, in coordination with the International Senior Lawyers
Project, Mr. Kiklis taught the first-ever intellectual property class in
the LL.M. Program of the National University of Rwanda and served
as the thesis advisor to several LL.M. students.

STEPHEN (STEVE) G. KUNIN is a member of the firm’s Management
Committee and General Counsel and chairs the firm’s Post Grant
Patent Proceedings practice group, representing clients in post-
grant patent proceedings at the United States Patent and Trademark
Office (USPTO). He also serves as an expert witness and consultant
on patent policy, practice, and procedure.

With more than three decades of experience within the USPTO,
Mr. Kunin was responsible for promulgating many of the rules with
which his clients must now comply, making him a highly sought-
after patent consultant and authority on the office’s inner workings.
Companies and law firms seek out his expertise when faced with
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complex patent policy matters, such as when requesting Congress to
change patent laws or the USPTO to change patent rules. He has
testified as an expert witness by report, deposition or at trial on patent
examination policy, practice, and procedure in more than fifty cases.
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About the Contributors

W. TODD BAKER is chair of the firm’s Patent Interferences practice
group and a leader in the Post Grant Patent practice group. With
significant experience in both patent examination and interference
cases, Mr. Baker is uniquely positioned to advise clients on post-grant
USPTO proceedings such as inter partes review (IPR) and covered
business method (CBM) review proceedings, providing alternatives
to traditional litigation-based patent validity challenges.

Mr. Baker is a recognized leader in the IP community, currently
serving on the Board of Directors of the American Intellectual Prop-
erty Law Association (AIPLA). Indeed, he was selected as one of the
top attorneys in the country for adversarial post-grant proceedings:

Patent interference chair W, Todd Baker is . . . extolled. “He
develops an intimate understanding of and appreciation for the
client’s business position”, enabling him to provide commercially
driven advice.

LEE E. BARRETT, a retired Administrative Patent Judge (APJ), serves as
Of Counsel in the firm’s Electrical and Mechanical Patent Prosecution
and Patent Reexamination/Reissue groups. Mr. Barrett joined the firm
following a distinguished thirty-two-year career with the United States
Patent and Trademark Office (USPTO), most recently as an Admin-
istrative Law Judge (ALJ) with the Board of Patent Appeals and Inter-
ferences (BPAI). For sixteen years, he was responsible for hearing and
deciding appeals from decisions of Patent Examiners in applications
for patents, for reissue of patents, and in ex parte and inter partes
reexamination proceedings.

ANDREW K. BEVERINA, an intellectual property litigation lawyer
practicing in the firm’s Litigation and ITC Litigation practice groups,
has extensive experience representing plaintiffs and defendants before
the International Trade Commission (ITC), in district court and at
the Federal Circuit. Mr. Beverina’s clients include several Fortune
500 companies.

In addition to litigating on behalf of his clients, Mr. Beverina
advises foreign and domestic companies on all aspects of intellectual
property protection, providing infringement and validity opinions,
conducting due diligence and resolving matters through alternative
dispute resolution.
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SARAH BRASHEARS is a partner at Convergent Law Group LLP in
Mountain View, CA. Ms. Brashears has practiced law as a registered
patent attorney for twenty years both in private practice and as in-
house counsel with several startup companies in Silicon Valley,
primarily in the fields of biotechnology, biomedical, and genomics.
Ms. Brashears has extensive experience drafting and prosecuting
patent applications, conducting due diligence reviews, and drafting
patent validity and infringement opinions. Ms. Brashears also has
wide-ranging experience drafting and negotiating license agreements,
research collaboration agreements, joint development agreements,
and general corporate documents and has established legal depart-
ments and implemented IP management procedures in several life
science companies. In addition to patent preparation, prosecution
and portfolio management, Ms. Brashears advises clients on litiga-
tion avoidance, litigation strategies, and post-grant procedures.

DIANNA DEVORE, PH.D., is a partner at Convergent Law Group and
Vice President, Intellectual Property and Legal Affairs at Ariosa
Diagnostics, Inc. Dr. DeVore has represented life sciences and
technology companies in intellectual property counseling, with par-
ticular expertise in patent portfolio development, freedom to operate
analysis, and product protection strategies. She has practiced in a
variety of technology areas, including genomics, neurobiology,
oncology, and prenatal testing, and has been responsible for sup-
port of both preclinical and marketed drug product programs.
More recently, she has been involved in coordinating complex legal
actions involving inter partes reviews and concurrent district court
litigations.

TIA D. FENTON, a skilled patent litigation lawyer, is a partner in the
firm’s Litigation and ITC Litigation practice groups. With a back-
ground in chemistry, biochemistry, and genetics, she has a deep
understanding of the sciences and technologies involved in her
clients’ chemical, biochemical, biomedical, and pharmaceutical
inventions.

In addition to litigating cases in district court and before the Federal
Circuit, Ms. Fenton advises her clients on litigation procedure and
strategies, litigation avoidance, and the overall protection of patent
portfolios. Ms. Fenton also has experience in patent interference
proceedings and prosecution-related matters in the chemical arts,
including the revival of abandoned patent applications.

THOMAS J. FISHER is a partner in the firm’s Litigation practice group,
a member of the firm’s Litigation Management Team and chair of the
ITC Litigation practice group. His focus is on litigating complex
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electrical, mechanical, and computer software patents in federal
district courts, in section 337 proceedings before the International
Trade Commission (ITC), and in appeals to the U.S. Court of Appeals
for the Federal Circuit. Mr. Fisher has worked extensively in the
electrical and mechanical arts, including software, encryption, GPS
systems, micro-electro-mechanical systems (MEMS) technology, and
medical devices.

Mr. Fisher has been recognized by Intellectual Asset Management
(IAM) Patent 1000 as one of the world’s leading patent practitioners,
who has “both legal know-how and pure litigation skills in abun-
dance.” Mr. Fisher was recognized at the national level for ITC
litigation and in the D.C. metro area for litigation.

ALEXANDER (ALEX) E. GASSER is an attorney in the firm’s Litigation,
ITC Litigation and Patent Interferences practice groups. His litigation
experience spans several industries, including pharmaceuticals,
various mechanical arts, and electrical devices. Mr. Gasser has
litigated in several district courts and the U.S. Court of Appeals for
the Federal Circuit. As a patent interference attorney, he also has
assisted in complex patent interference proceedings at the United
States Patent and Trademark Office (USPTO).

NATALIE J. GRACE is a patent agent and post-grant proceedings
specialist in the firm’s Electrical Patent Prosecution and Post Grant
Patent Proceedings practice groups. Ms. Grace has extensive
experience in patent application drafting and prosecution, portfolio
development, and prosecution of reexamination proceedings. She has
represented clients in a wide spectrum of fields, including software
and hardware development platforms, consumer devices, electronic
payment services, network communications, online gaming, social
media, wireless technologies, financial tools, three-dimensional
printing, semiconductor manufacturing, genomic sequencing anal-
ysis, bioinformatics, and medical imaging, diagnosis and treatment.
Before entering the legal field, Ms. Grace spent eight years as a
software design engineer in the telecommunications field, including
network protocol development positions with Cisco Systems and
Lucent Technologies.

KIRSTEN A. GRUNEBERG, PH.D., is a partner in the firm’s Opinions
and Counseling, Post Grant Patent Proceedings, Chemical Patent
Prosecution, and Pharmaceutical/Medical Devices practice groups.
As a former senior research scientist and chemist, Dr. Griineberg is
especially experienced at representing European and Japanese
chemical, biotechnical and pharmaceutical companies. She is a
native German speaker and regularly visits clients in Europe to
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update them about the latest developments in U.S. patent law and to
work closely with them on selected high-profile projects.

Dr. Griineberg focuses her practice on all aspects of client counsel-
ing, due diligence, non-infringement and invalidity opinions, intellec-
tual property portfolio management and development, as well as ex
parte and inter partes reexamination. Dr. Griineberg has extensive
experience in writing and prosecuting patent applications and arguing
appeals before the Board of Patent Appeals and Interferences (BPAI)
of the United States Patent and Trademark Office (USPTO).

JESSICA J. HARRISON is a technical advisor and post-grant proceedings
specialist in the firm’s Electrical Patent Prosecution and Post Grant
Patent Proceedings practice groups.

Prior to joining the firm, Ms. Harrison served over twenty-four
years at the United States Patent and Trademark Office (USPTO).
She joined the USPTO in 1987 as an examiner working in elec-
tronic games and amusement devices, electronic education devices,
computer-based training systems, and electrical exercising devices.
She also worked examining electrical medical instrumentation,
including cardiac pacing devices and endoscopic devices. Ms. Harrison
served on reclassification projects, including the establishment of class
463, and she served on details to the Office of the Deputy Assistant
Commissioner and to the Manual of Patent Examining Procedure in
1995. In 1996, Ms. Harrison was appointed Supervisory Patent Exam-
iner (SPE) in the electronic games art. Ms. Harrison later served as
TC 3700 Trainer and was selected as a Special Programs Examiner
(SPRE) for TC 3700 in 2005 where she gained expertise in reissue and
reexamination review, drafted petition decisions, and served as an
interference practice specialist. Ms. Harrison served on detail to the
Office of the Commissioner for Patents in 2007-2008.

Ms. Harrison joined the Central Reexamination Unit (CRU] as a
Supervisory Patent Examiner in the electrical arts in 2008. In the
CRU, Ms. Harrison’s management oversight focused on software and
business method patent reexamination proceedings. Upon entry into
law school, Ms. Harrison was transferred into TC 2400, where she
examined applications in the network security area.

ANDREW (ANDY) T. HARRY is a wireless communications patent
attorney in the firm’s Electrical Patent Prosecution group. A former
Patent Examiner at the United States Patent and Trademark Office
(USPTO) in the wireless communications arts, and a former sat-
ellite communications systems engineer at Booz Allen Hamilton, he
brings a deep understanding of sciences and technologies underlying
his clients’ innovations as well as extensive hands-on industry
experience.
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Mr. Harry prosecutes patent applications in a wide range of com-
munications technologies. He is especially skilled in wireless com-
munications systems, telecommunications, and related protocols.
Mr. Harry also has extensive experience prosecuting patent applica-
tions in the fields of consumer electronics, digital signal processing,
network architectures, audio and video processing and display tech-
nologies, signal compression and encoding schemes, recording med-
ium formatting and construction, e-commerce, and business
methods.

LINDSAY J. KILE is a registered intellectual property litigation attorney
in the firm’s Litigation practice group. She represents large multi-
national and domestic corporations involved in a multitude of
technologies spanning the electrical, computer, and mechanical arts.
Ms. Kile has also served as local counsel in patent cases in the
Eastern District of Virginia, providing clients with a detailed under-
standing of local rules and procedures.

Prior to attending law school, Ms. Kile worked as an electrical
engineer at the Naval Surface Warfare Center’s Crane Division in
support of the EA-6B Prowler aircraft’s electronic jamming systems.
During her time at NSWC Crane, she was involved in upgrading,
maintaining, and expanding the capabilities of aircraft systems to
enable the U.S. Navy to stay ahead of adversaries’ technologies.

KEVIN B. LAURENCE is a partner in the firm’s Chemical Patent
Prosecution and Post Grant Patent practice groups. Mr. Laurence has
a broad range of experience with patent matters and focuses on review
proceedings and reexaminations. He is experienced with challenging
and defending patents as review counsel and reexamination counsel
in conjunction with concurrent litigation. Intellectual Asset Maga-
zine named Mr. Laurence one of the top practitioners in the country
for post-grant proceedings and noted that “[b]oth academically and in
practice, Kevin Laurence is among a small handful of leading
reexamination experts in the United States.” Mr. Laurence has also
routinely received recognition from other prominent rankings such as
Best Lawyers in America and Chambers USA.

LisA M. MANDRUSIAK is an associate in the firm’s Litigation practice
group. With a background in molecular biology and genetics, she has
a deep understanding of the sciences and technologies involved in
her clients’ chemical, biochemical, biomedical and pharmaceutical
inventions.

In addition to litigating cases in federal courts, Ms. Mandrusiak
advises her clients on litigation procedure and strategies, litigation
avoidance, and the overall protection, exploitation, and enforcement of
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global patent portfolios. Ms. Mandrusiak’s experience with interna-
tional patent laws and prosecution enables her to better understand
and communicate with foreign clients when strategizing and explain-
ing U.S. patent laws.

RUBY J. NATNITHITHADHA is an attorney in the firm’s Mechanical
Patent Prosecution, Post Grant Patent Proceedings and Industrial
Designs practice groups. Ms. Natnithithadha’s technical expertise
encompasses a variety of technology areas in the electro-mechanical
and mechanical fields, with a focus on medical device technologies,
including blood glucose meters, implantable electrical stimulators,
and biopsy devices. She also has extensive experience with tire treads
and medical imaging devices.

Prior to joining the firm, Ms. Natnithithadha worked for another
intellectual property firm where she gained extensive experience in
handling procurement matters before the U.S. Patent and Trademark
Office (USPTO), including patent application drafting and prosecution,
conducting examiner interviews, filing appeals to the Board of Patent
Appeals and Interferences, and preparing and prosecuting foreign
patent applications according to the Patent Cooperation Treaty. She
developed comprehensive and sophisticated patent strategies for
start-up and established companies. She also developed and managed
patent portfolios and advised clients on various products and potential
design-arounds. She prepared validity, infringement, patentability, and
clearance opinions and focused on due diligence investigations.

Ms. Natnithithadha also served as a Patent Examiner with the
USPTO where she prosecuted patents in the field of ultrasonic medical
imaging diagnosis and devices. Her responsibilities included research
and the application of law to science and technology and responding
to applicants’ arguments, and creating a complete record for the
public and anticipated litigation.

SOUMYA (SOUM) PANDA is an attorney in the firm’s Electrical Patent
Prosecution practice group, with a focus on wireless technology.
Mr. Panda drafts and prosecutes patent applications for both domestic
and foreign clients in a variety of technology areas, including
wireless communications and networking, digital signal and image
processing, medical devices, semiconductors, fiber optics and com-
puter architecture.

In addition to his patent prosecution work, Mr. Panda prepares
invalidity and non-infringement opinions involving wireless com-
munications and digital signal processing technologies. He also has
experience with USPTO post-grant procedures such as ex parte and
inter partes reexamination proceedings and reissue applications.
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CHRISTOPHER RICCIUTI is a patent litigation attorney in the firm’s
Litigation group. He litigates matters in federal courts involving a
multitude of technical areas, including global positioning systems
(GPS), telecommunication systems and computer network systems.

While in law school, Mr. Ricciuti served as a judicial extern for
Judge Sue L. Robinson of the U.S. District Court for the District of
Delaware. His responsibilities included drafting claim constructions
and drafting opinions touching on a variety of issues, including false
advertising in violation of the Lanham Act.

VINCENT (VINCE) K. SHIER, PH.D., a partner in the firm’s Chemical
Patent Prosecution and Post Grant Patent practice groups, leads the
team responsible for reexaminations and reissues in the fields of
chemistry, biochemistry, biotechnology, biomedicine, genetics, molec-
ular biology and pharmaceuticals.

Consistent with his role as a team leader in the Post Grant Patent
practice group, Dr. Shier actively contributes to the firm’s Patents
Post Grant Law Blog, sharing insights and commentary on a com-
plex array of existing and proposed post-grant options, observed
trends, practice tips and news relating to patent reexamination,
reissue and the new post-grant procedures introduced by the Leahy-
Smith America Invents Act. He also speaks throughout the world to
clients, attorneys and the chemical industry on reexaminations
conducted concurrently with litigation, obviousness, and general
patent prosecution in the United States.
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Foreword

by Hon. Gerald J. Mossinghoff
& Stephen G. Kunin

In our global knowledge-based economy, technological innovation
is key to the United States’ economic growth and development.
Across all fields of technology, the United States is currently without
peer with respect to rate of innovation. That results in substan-
tial part from the fact that the United States has the most effective
patent system in the world, measured in terms of the breadth of both
its geographic and economic scope and the variety of the technologies
protected. The attention that the U.S. patent system currently
enjoys—in industry and academia and politically within the executive
branch and in Congress—is a direct result of the importance of the
U.S. patent system to this country’s technological, economic, and
political leadership.

President Lincoln said that the U.S. patent system “added the fuel
of interest to the fire of genius.” As the only U.S. president who
received a patent, Lincoln understood how U.S. patents served well
their constitutional purpose of promoting the “Progress of . . . useful
Arts” or, in today’s lexicon, fostering the creation and use of cutting-
edge technology. The importance of an efficient and effective U.S.
patent system to the high-technology industry worldwide is reflected
in many indicia, but perhaps none are more striking than the num-
bers themselves. In 1981, there were 114,710 patent applications
filed and 71,010 U.S. patents granted. Three decades later, in 2011,
there were 535,188 applications filed and 245,861 patents granted—
more than a four-fold increase. But there is real concern that with
the dramatic increase in the number of patent applications filed
and patents granted—and with the influx of new and unavoidably
inexperienced examiners hired to handle the workload—compromises
to patent quality may be inevitable.

It is our view that patent examiners are, as a general rule, dedi-
cated and effective professionals who—in the necessarily limited time
available to them—do an extraordinarily good job of searching and
applying relevant prior art to the claims of the applications being
examined. Their capability in this task has been strengthened
immeasurably by the addition of automated search tools and global
access to electronic databases of technical information. By the very
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nature of the breadth of prior art—including, for example, unpublished
commercial activity—examiners are nevertheless rarely aware of all of
the relevant prior art or public uses or on sale bars in any given case.

Over the years, two forms of patent reexamination have been
enacted to permit any person to raise new questions of patentability
of a claim of an issued patent. Major patent systems of the world—
notably, the European and Japanese patent systems, along with others,
including the British and German patent systems—all have forms of
administrative post-grant procedures during which the validity of a
patent may be challenged.

In the Leahy-Smith America Invents Act (AIA), signed by President
Obama on September 16, 2011,' Congress enacted a chapter on post-
grant review (PGR) of granted patents (including a special flavor of
PGR applicable to business method patents), and it replaced the
existing inter partes examination system with a new inter partes
review (IPR) of granted patents. The AIA itself represents the most
complete revision of the patent law since the Patent Act of 1952.

Concern that the U.S. patent system was not keeping up structu-
rally with the domestic technological and economic environment led
to three major studies on the patent system in the early years of this
century:

* 2 2003 study entitled “To Promote Innovations: The Proper
Balance of Competition and Patent Law and Policy” by the
Federal Trade Commission;

* a 2004 study by the National Research Council of the National
Academies on “A Patent System for the 21st Century”; and

* 22005 study of the National Academy of Public Administration
on “U.S. Patent and Trademark Office: Transforming to Meet
the Challenges of the 21st Century.”

Fach of these studies resulted in a recommendation that the
Congress establish a new procedure for third parties to administra-
tively challenge the validity of issued U.S. patents.

The National Research Council recommended:

Congress should seriously consider legislation creating a proce-
dure for third parties to challenge patents after their issuance in
a proceeding before administrative patent judges of the USPTO.
The grounds for a challenge could be any of the statu-
tory standards—novelty, utility, non-obviousness, disclosure, or

1.  Pub. L. No. 112-29 (2011} [hereinafter ATA].
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enablement—or even the case law proscription on patenting
abstract ideas and natural phenomena. The time, cost, and other
characteristics of this proceeding should make it an attractive
alternative to litigation to resolve patent validity questions both
for private disputants and for federal district courts. The courts
could more productively focus their attention on patent infringe-
ment issues if they were able to refer validity questions to an
Open Review proceeding.

The Federal Trade Commission made a similar recommendation:

Because existing means for challenging questionable patents are
inadequate, we recommend an administrative procedure for post-
grant review and opposition that allows for meaningful chal-
lenges to patent validity short of federal court litigation. To be
meaningful, the post-grant review should be allowed to address
important patentability issues. The review petitioner should be
required to make a suitable threshold showing. An administra-
tive patent judge should preside over the proceeding, which
should allow cross-examination and carefully circumscribed dis-
covery, and which should be subject to a time limit and the use of
appropriate sanctions authority. Limitations should be estab-
lished to protect against undue delay in requesting post-grant
review and against harassment through multiple petitions for
review.

The National Academy of Public Administration echoed some of
the same sentiments:

Because of the many inherent disincentives with the existing
reexamination process, few third parties have used inter partes
reexamination as a vehicle for challenging patentability decisions.
A post-grant review process that incorporates adversarial aspects
and addresses concerns about the existing estoppel standard could
provide a relatively low-cost option for third parties who want to
challenge patentability decisions. Through its use, it could provide
more information on issues related to patentability than is avail-
able through the current system, thereby helping improve patent
quality in the long term.

The Academy Panel believes that some method of post-grant
review will permit an administrative process to resolve many
issues that now go to litigation. Litigation can cost from
$100,000 to $3 million or significantly more (not including any
awards a court might make). The shorter timeframe and reduced
costs of a post-grant review system should benefit patent holders
and challengers.
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At the time of enactment of the AIA, there were two types of
reexaminations:

* ex parte reexamination, established in the USPTO in 1981,%
and

* inter partes reexamination, established in the USPTO in 1999.°

Common to both reexamination systems are that (1) they are
applicable to in-force granted patents,‘and (2) the grounds for reex-
amination are limited to prior patents and publications. Other
grounds for invalidating a patent—e.g., prior public use, prior sales,
or lack of enablement—are excluded. As of June 30, 2012, 10,755 ex
parte reexaminations and 1,433 inter partes reexaminations have been
docketed.

Not long after ex parte reexamination was established, it was
challenged as amounting to an unconstitutional taking of vested
property without due process under the Fifth Amendment and as a
violation of the Seventh Amendment. In Patlex v. Mossinghoff,’ the
Federal Circuit upheld the constitutionality of the reexamination
process in these terms:

In serving the public purpose of the improved administration of
law by the government, the reexamination statute was considered
to be a significant improvement in the patent system. We view the
reexamination statute as of the class of “curative” statutes,
designed to cure defects in an administrative system. Curative
statutes have received relatively favored treatment from the
courts even when applied retroactively.

* Kk ok

We conclude, as did the district court, that the overriding public
purposes Congress articulated in enacting the reexamination law
with retroactive effect are entitled to great weight, and that
Congress did not act in an arbitrary and irrational way to achieve
its desired purposes. We affirm the district court in upholding the
validity of the retroactive statute against Gould’s challenge under
the Fifth Amendment.

Pub. L. No. 96-517 (1981).

Pub. L. No. 106-113 (1999).

Inter partes reexamination is limited to patents based on applications
filed on or after November 29, 1999.

5. Patlex v. Mossinghoff, 758 F.2d 594 (Fed. Cir. 1985).

Rl
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The extensive jurisprudence interpreting and applying the
Seventh Amendment and Article III supports our conclusion,
affirming that of the district court, that Gould has not suffered a
constitutional deprivation of any rights under the Amendment
or Article by virtue of either the postponement of the exercise of
these rights, or by interposition of reexamination.

Any similar challenges to inter partes review or post-grant review, in
our view, will be decided along the same lines as that formulated in
Patlex v. Mossinghoff.

Two major issues facing Congress, and resolved by the AIA, were:

(1) if post-grant review was to be established, what grounds would
be applicable; and

(2) what U.S. patents would be subject to post-grant review.

Regarding the second issue, the debate centered around how many
opportunities, or “windows,” a challenger would have to initiate a
post-grant review. With the “one-window” approach, a granted patent
would be subject to post-grant review only during a limited window
or period of time—e.g., one year or less—after it is granted. Under a
“two-window” approach, a patent would be subject to post-grant
review during the first window and later if the validity of the patent
were to be challenged, for example, during litigation.

The one-window approach—with a nine-month duration—was
adopted by Congress in the AIA and limited to patents that are
filed under the new first-inventor-to-file system. This one-window
approach has the advantage of avoiding a possible avalanche of
requests for post-grant review, since the provision would only apply
to patents as they are granted, and not immediately to all in-force
patents. At the same time, Congress replaced inter partes reexamina-
tion with a new inter partes review, or IPR. This approach has the
advantage of establishing a post-grant opposition procedure during
the first window and making IPR look somewhat more like the
former inter partes reexamination procedure, albeit as improved by
the ATA, during the life of U.S. patents. At the time, this was referred
to as the “great compromise” on post-issuance patent procedures.

In summary, after the effective date of the AIA post-grant provi-
sions, there exist four post-issuance patent procedures:

6. Id. at 603-05.
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(1) Ex parte reexamination, implemented by the USPTO’s Central
Reexamination Unit (CRU), applicable to all in-force patents
without change from current practice.

(2) Inter partes review, implemented by the newly established
Patent Trial and Appeal Board (PTAB) and applicable to all
patents in force on or after September 16, 2012..

(3

Post-grant review, also implemented by the PTAB and capable of
being triggered only during the first nine months after grant of
patents filed under the first-inventor-to-file procedures estab-
lished by the ATA.

Transitional Program for Covered Business Methods patents,
likewise implemented by the PTAB and applicable to patents
directed to “data processing or other operations used in the
practice, administration, or management of a financial product
or service, except that the term does not include patents for
technological inventions.”

(4

Procedures (1) and (2) will be limited to art that constitutes
prior patents and publications. Post-grant review will include all
grounds (except for best mode) on which a U.S. patent may be
held to be invalid, going beyond prior patents and publications. The
Transitional Program for Covered Business Methods has certain
limitations on the types of prior art applicable to first-to-invent
patents that can be raised during the proceedings and sunsets in
the year 2020.

In urging enactment of the AIA in the U.S. Senate, Senator Patrick
J. Leahy, the principal sponsor of the bill and Chairman of the Senate
Judiciary Committee, stated:

The America Invents Act will keep America in its longstanding
position at the pinnacle of innovation. This bill will establish a
more efficient and streamlined patent system that will improve
patent quality and limit unnecessary and counterproductive litiga-
tion costs, while making sure no party’s access to court is denied.

Similarly, the House of Representatives Committee Report noted
that:

The voices heard during the debate over changes to the patent law
have . . . focused the Committee’s attention on the value of
harmonizing our system for granting patents with the best parts
of other major patent systems throughout the industrialized
world for the benefit of U.S. patent holders; improving patent
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quality and providing a more efficient system for challenging
patents that should not have issued; and reducing unwarranted
litigation costs and inconsistent damage awards.”

This treatise discusses in detail the three new post-issuance patent
procedures adopted by the AIA, with a major emphasis on the inter
partes review. The post-grant review procedures will be not be avail-
able for patents issued prior to about 2014, and the Transitional
Program for Covered Business Methods will be applicable only to
patents directed to specific subject matter other than a technological
invention used in a financial product or service. Accordingly, we
believe that petitions for inter partes review will greatly outnumber
petitions for the other types of review at least for the first several
years of practice under the AIA.

The inter partes review proceedings will have been available to
third-party requesters since September 16, 2012, to challenge the
validity of any patents in force on the basis of patents and printed
publications. IPR proceedings are contested proceedings that are
adjudicated by the PTAB within twelve to eighteen months once
the proceedings have been ordered. The threshold requirement for
instituting the proceedings is whether the petitioner is likely to suc-
ceed in proving unpatentability of at least one patent claim. The
proceedings will lead to a final written decision after an oral hearing
that has an estoppel effect in litigation against the third-party chal-
lenger who is unsuccessful in establishing the unpatentability of chal-
lenged patent claims. The actions taken in the review will become
effectuated through the issuance of a review certificate. The PTAB
decision is only appealable to the Federal Circuit. It is unclear whether
the statutory estoppel will be vacated if the third-party requester is
successful in the appeal. The rapidity of the process will encourage
district court judges in concurrent litigation proceedings to grant stays
of the litigation pending the outcome of the inter partes review.

The new inter partes review proceedings under the America Invents
Act addresses many of the concerns presented by the inter partes
reexamination proceedings. The inter partes review must be filed
before any declaratory judgment action filed by the petitioner or real
party in interest; or within one year of the petitioner or real party in
interest being sued for infringement on the patent; and in any event
no earlier than nine months after the issuance or reissuance of the
patent and no earlier than the termination of a post-grant review
proceeding for the patent. The inter partes review proceedings will

7. H.R. REP NoO. 112-98, at 39-40.
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begin at the PTAB and avoid the delays associated with reexamina-
tions before the Central Reexamination Unit that occur prior to an
appeal. Because the multiple years of delay associated with inter
partes reexamination will be eliminated in inter partes review, courts
may be more inclined to grant stays of the litigation. In inter partes
reexamination the estoppel effect had no practical effect on con-
current litigation, because it did not attach until issuance of the
reexamination certificate. In IPR, however, the estoppel attaches upon
issuance of the final written decision of the PTAB and that estoppel
will be effective for both civil actions and International Trade
Commission proceedings. The estoppel will apply not only to the
requester, but to the real party in interest. Also, because the threshold
to initiate inter partes review has been raised to a “reasonable like-
lihood of prevailing” standard and patent owners will be permitted to
file preliminary responses setting forth reasons why no inter partes
review should be instituted based upon the failure of the petition to
meet any of the IPR requirements, it is expected that grant rate will be
lower. There will no longer be a prohibition against challenging
patents granted on applications filed prior to November 29, 1999.
IPR proceedings may be terminated by settlement, although the
PTAB may in its discretion proceed to final written decision.

A patent owner response once the proceedings are instituted may
include factual evidence and expert opinions. The patent owner will
be permitted to amend, cancel, and propose a reasonable number of
substitute claims. However, if such new or amended claims raise non-
prior art issues such as enlarging the scope of the original claims,
adding new matter, indefiniteness, etc., it remains to be seen whether
such amendments will be entered and, if so, whether non-prior art
unpatentability findings will be made by the PTAB.

This treatise guides readers through the process of successfully
prosecuting or defending a post-grant proceeding before the PTAB.
The talented members of the Oblon Spivak patents post-grant team
provide this treatise as a service to the firm’s clients and those who
are avid readers of the firm’s patentspostgrant.com blog.

Chapters 16 and 17 address post-grant review and the transitional
program for covered business method patents, respectively, in some-
what less detail than the earlier chapters treat inter partes review. As
noted above, post-grant review procedures will not be initiated until
2014 or perhaps later, and experience gained in implementing IPR
will likely play a role in refining those for PGR. The transitional
program for covered business method patents is governed by many of
the same rules as IPR and will apply to a relatively small subset of
issued patents.
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The very real incentives of the U.S. patent system for the creation,
disclosure, and use of cutting-edge technology have never been
more apparent. The major challenge to the leading patent offices of
the world is to keep pace with exponentially increasing workloads.
The quality of granted patents should not be permitted to suffer as a
result of (1) increasing workloads or (2) the inevitable move to patent
inventions in new pioneering areas. Major patent offices of the world
have established some form of post-grant review of granted patents,
and these procedures have worked well. The new inter partes review
and post-grant review procedures established by AIA will permit
industrial and academic experts to participate in the ultimate deci-
sion to confirm or not to confirm a granted patent. This will provide
the recognized experts at the PTO with an entirely new and effective
capability to ensure that only truly deserving inventions received their
constitutional due. In turn, that will provide important assurances
to the public on the quality of U.S. patents granted in a system in
which anything under the sun created by humans—and inventive—
can be patented.

HON. GERALD MOSSINGHOFF
former Commissioner of Patents and Trademarks

STEPHEN KUNIN
former Deputy Commissioner for Patent Examination Policy
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