
INTELLECTUAL  
PROPERTY LAW

ANSWER BOOK 
2019 Edition



PLI's Complete Treatise Library (6x9 page size).fm  Page i  Wednesday, September 5, 2018  3:55 PM
PLI’S COMPLETE LIBRARY OF TREATISE TITLES

ART LAW
Art Law: The Guide for Collectors, Investors, Dealers & Artists

BANKING & COMMERCIAL LAW
Asset-Based Lending: A Practical Guide to Secured Financing
Consumer Financial Services Answer Book
Equipment Leasing–Leveraged Leasing
Financial Institutions Answer Book: Law, Governance, Compliance
Hillman on Commercial Loan Documentation
Hillman on Documenting Secured Transactions: Effective Drafting and Litigation
Maritime Law Answer Book

BANKRUPTCY LAW
Bankruptcy Deskbook
Personal Bankruptcy Answer Book

BUSINESS, CORPORATE & SECURITIES LAW
Accountants’ Liability
Anti-Money Laundering: A Practical Guide to Law and Compliance
Antitrust Law Answer Book
Broker-Dealer Regulation
Conducting Due Diligence in a Securities Offering
Corporate Compliance Answer Book
Corporate Legal Departments: Practicing Law in a Corporation
Corporate Political Activities Deskbook
Corporate Whistleblowing in the Sarbanes-Oxley/Dodd-Frank Era
Covered Bonds Handbook
Cybersecurity: A Practical Guide to the Law of Cyber Risk
Derivatives Deskbook: Close-Out Netting, Risk Mitigation, Litigation
Deskbook on Internal Investigations, Corporate Compliance, and White Collar Issues
Directors’ and Officers’ Liability: Current Law, Recent Developments, Emerging Issues
Doing Business Under the Foreign Corrupt Practices Act
EPA Compliance and Enforcement Answer Book
Exempt and Hybrid Securities Offerings
Fashion Law and Business: Brands & Retailers
Financial Product Fundamentals: Law, Business, Compliance
Financial Services Mediation Answer Book
Financial Services Regulation Deskbook
Financially Distressed Companies Answer Book
Global Business Fraud and the Law: Preventing and Remedying Fraud and Corruption
Hedge Fund Regulation
Initial Public Offerings: A Practical Guide to Going Public
Insider Trading Law and Compliance Answer Book
Insurance and Investment Management M&A Deskbook
International Corporate Practice: A Practitioner’s Guide to Global Success
Investment Adviser Regulation: A Step-by-Step Guide to Compliance and the Law
Legal Guide to the Business of Marijuana
Life at the Center: Reflections on Fifty Years of Securities Regulation
Mergers, Acquisitions and Tender Offers: Law and Strategies
Mutual Funds and Exchange Traded Funds Regulation
Outsourcing: A Practical Guide to Law and Business
Privacy Law Answer Book
Private Equity Funds: Formation and Operation
Proskauer on Privacy: A Guide to Privacy and Data Security Law in the Information Age
Public Company Deskbook: Complying with Federal Governance & Disclosure Requirements
SEC Compliance and Enforcement Answer Book
Securities Investigations: Internal, Civil and Criminal



PLI's Complete Treatise Library (6x9 page size).fm  Page ii  Wednesday, September 5, 2018  3:55 PM
Securities Law and Practice Deskbook
The Securities Law of Public Finance
Securities Litigation: A Practitioner’s Guide
Social Media and the Law
Soderquist on Corporate Law and Practice
Sovereign Wealth Funds: A Legal, Tax and Economic Perspective
A Starter Guide to Doing Business in the United States
Technology Transactions: A Practical Guide to Drafting and Negotiating Commercial 

Agreements
Variable Annuities and Variable Life Insurance Regulation

COMMUNICATIONS LAW
Advertising and Commercial Speech: A First Amendment Guide
Sack on Defamation: Libel, Slander, and Related Problems
Telecommunications Law Answer Book

EMPLOYMENT LAW
Employment Law Yearbook
ERISA Benefits Litigation Answer Book
Labor Management Law Answer Book

ESTATE PLANNING AND ELDER LAW
Blattmachr on Income Taxation of Estates and Trusts
Estate Planning & Chapter 14: Understanding the Special Valuation Rules
International Tax & Estate Planning: A Practical Guide for Multinational Investors
Manning on Estate Planning
New York Elder Law
Stocker on Drawing Wills and Trusts

HEALTH LAW
FDA Deskbook: A Compliance and Enforcement Guide
Health Care Litigation and Risk Management Answer Book
Health Care Mergers and Acquisitions Answer Book
Medical Devices Law and Regulation Answer Book
Pharmaceutical Compliance and Enforcement Answer Book

IMMIGRATION LAW
Fragomen on Immigration Fundamentals: A Guide to Law and Practice

INSURANCE LAW
Business Liability Insurance Answer Book
Insurance Regulation Answer Book
Reinsurance Law

INTELLECTUAL PROPERTY LAW
Copyright Law: A Practitioner’s Guide
Faber on Mechanics of Patent Claim Drafting
Federal Circuit Yearbook: Patent Law Developments in the Federal Circuit
How to Write a Patent Application
Intellectual Property Law Answer Book
Kane on Trademark Law: A Practitioner’s Guide
Likelihood of Confusion in Trademark Law
Patent Claim Construction and Markman Hearings
Patent Law: A Practitioner’s Guide
Patent Licensing and Selling: Strategy, Negotiation, Forms
Patent Litigation
Pharmaceutical and Biotech Patent Law
Post-Grant Proceedings Before the Patent Trial and Appeal Board
Substantial Similarity in Copyright Law
Trade Secrets: A Practitioner’s Guide



PLI's Complete Treatise Library (6x9 page size).fm  Page iii  Wednesday, September 5, 2018  3:55 PM
LITIGATION
Arbitrating Commercial Disputes in the United States
Class Actions and Mass Torts Answer Book
Depositions Answer Book
Electronic Discovery Deskbook
Essential Trial Evidence: Brought to Life by Famous Trials, Films, and Fiction
Expert Witness Answer Book
Evidence in Negligence Cases
Federal Bail and Detention Handbook
How to Handle an Appeal
Medical Malpractice: Discovery and Trial
Product Liability Litigation: Current Law, Strategies and Best Practices
Sinclair on Federal Civil Practice
Trial Handbook

REAL ESTATE LAW
Commercial Ground Leases
Friedman on Contracts and Conveyances of Real Property
Friedman on Leases
Holtzschue on Real Estate Contracts and Closings: A Step-by-Step Guide to Buying and 

Selling Real Estate
Net Leases and Sale-Leasebacks

TAX LAW
The Circular 230 Deskbook: Related Penalties, Reportable Transactions, Working Forms
The Corporate Tax Practice Series: Strategies for Acquisitions, Dispositions, Spin-Offs, 

Joint Ventures, Financings, Reorganizations & Restructurings
Foreign Account Tax Compliance Act Answer Book
Internal Revenue Service Practice and Procedure Deskbook
International Tax & Estate Planning: A Practical Guide for Multinational Investors
International Tax Controversies: A Practical Guide
International Trade Law Answer Book: U.S. Customs Laws and Regulations
Langer on Practical International Tax Planning
The Partnership Tax Practice Series: Planning for Domestic and Foreign Partnerships, 

LLCs, Joint Ventures & Other Strategic Alliances 
Private Clients Legal & Tax Planning Answer Book
Transfer Pricing Answer Book

GENERAL PRACTICE PAPERBACKS
Anatomy of a Mediation: A Dealmaker’s Distinctive Approach to Resolving Dollar 

Disputes and Other Commercial Conflicts
Attorney-Client Privilege Answer Book
Drafting for Corporate Finance: Concepts, Deals, and Documents
Pro Bono Service by In-House Counsel: Strategies and Perspectives
Smart Negotiating: How to Make Good Deals in the Real World
Thinking Like a Writer: A Lawyer’s Guide to Effective Writing & Editing
Working with Contracts: What Law School Doesn’t Teach You

Order now at www.pli.edu
Or call (800) 260-4754 Mon.–Fri., 9 a.m.–6 p.m.

Practising Law Institute
1177 Avenue of the Americas

New York, NY 10036

When ordering, please use Priority Code NWS9-X.



INTELLECTUAL  
PROPERTY LAW

ANSWER BOOK 
2019 Edition

Cravath, Swaine & Moore LLP

Practising Law Institute 
New York City 

 
#239456



This work is designed to provide practical and useful 
information on the subject matter covered. However, it is sold 
with the understanding that neither the publisher nor the 
author is engaged in rendering legal, accounting, or other 
professional services. If legal advice or other expert assistance 
is required, the services of a competent professional should be 
sought.

QUESTIONS ABOUT THIS BOOK?

If you have questions about billing or shipments, or would 
like information on our other products, please contact our 
customer service department at info@pli.edu or at 
(800) 260-4PLI.

For any other questions or suggestions about this book, 
contact PLI’s editorial department at plipress@pli.edu.

For general information about Practising Law Institute, 
please visit www.pli.edu.

Legal Editor: Keith Voelker

Copyright © 2011, 2012, 2013, 2014, 2015, 2016, 2017, 2018 by Practising  
Law Institute. All rights reserved. Printed in the United States of 
America. No part of this publication may be reproduced, stored in 
a retrieval system, or transmitted in any form by any means, elec-
tronic, mechanical, photocopying, recording, or otherwise, without 
the prior written permission of Practising Law Institute.

LCCN: 2011923382 
ISBN: 978-1-4024-3132-6 



vii

About the Authors

Keith R. hummel is a partner in Cravath’s Litigation Department. He has 
extensive experience litigating complex intellectual property matters, 
with a particular emphasis on patent and trade secret matters.  Mr. Hummel  
handles matters for both plaintiffs and defendants in diverse fields, 
including telecommunications, medical devices, computer hardware and  
software, luxury flooring products, pharmaceuticals, and biotechnology.

Mr. Hummel represented Medinol Ltd. in a case alleging that 
Guidant Corporation was infringing Medinol’s stent design patents. 
Mr. Hummel obtained summary judgment that Guidant’s popular 
coronary stents infringed ten claims. Mr. Hummel was lead counsel in 
the subsequent jury trial on validity. Just before the jury’s verdict was 
to be read, Guidant settled on monetary terms that are confidential.

Mr. Hummel tried a breach of contract case for Medinol against 
Boston Scientific Corporation. BSC settled after seven weeks of trial, 
paying Medinol $750 million and surrendering its 20% stake in Medi-
nol. The settlement preserved Medinol’s right to arbitrate patent 
infringement claims against future BSC stents. Mr. Hummel acts as 
lead counsel in those private arbitrations.

Mr. Hummel represented IBM in an action brought by Compres-
sion Labs asserting that the JPEG still image compression standard 
infringed one of its patents. The case settled on favorable terms after 
the court ruled that the patent was limited to video compression.

Currently, Mr. Hummel is representing Qualcomm in several pat-
ent matters relating to telecommunications technology, including 
defending patent infringement claims brought by ITT Manufacturing 
relating to GPS technology, brought by Parkervision relating to the con-
version of RF signals to baseband signals in wireless communications, 
and brought by PJL Logistics relating to fleet management systems, 
and also represents Qualcomm in a trade secrets matter. Mr. Hummel 
is representing INEOS Bio in a trade secrets case relating to processes 
for creating biofuels. Mr. Hummel coordinates and manages Medinol’s 
worldwide patent litigation, including four cases currently active in  
Europe. Mr. Hummel also represents International Flavors & Fragrances 
in a patent case involving food additives. Mr. Hummel is representing 



 Intellectual ProPerty law answer Book 2019

viii

IBM in cases in which South African nationals are attempting to hold 
IBM accountable for apartheid under the Alien Tort Statute.

Mr. Hummel has handled numerous other significant intellectual 
property and commercial matters, including:

• Successfully represented IBM against claims that IBM’s meth-
ods of manufacturing integrated circuits infringed patents 
held by Plasma Physics Corporation. 

• Successfully represented Metroflor Corp. in a suit alleging in-
fringement of patents on a novel floor plank system. 

• Successfully represented Qualcomm in patent infringement 
matters against Broadcom. 

• Successfully represented GlaxoSmithKline in its infringement 
case against Barr’s generic form of Avodart®. 

• Obtained a summary judgment dismissing claims brought by 
Commercial Data Servers alleging that IBM had monopolized 
alleged markets for computer hardware and granting IBM’s 
counterclaim for copyright infringement. 

• Played a principal role in obtaining, on the eve of trial, sum-
mary judgment in a billion-dollar class action securities case 
against IBM. 

• Successfully represented Morgan Guaranty against fraud 
claims brought by Korean institutions in connection with the 
structuring of total return swap transactions involving foreign 
currencies. 

• Acted as a principal member of the team that successfully 
represented Salomon Brothers in connection with several 
class action cases related to the treasury bond market.

Mr. Hummel also has extensive experience in handling matters un-
der the Foreign Corrupt Practices Act. He successfully represented 
IBM in connection with a joint DOJ/SEC probe into alleged bribery of 
Argentine government officials.

Mr. Hummel was cited as being one of the country’s leading practi-
tioners in the intellectual property arena by Chambers USA: America’s 
Leading Lawyers for Business from 2008 through 2011. Mr. Hummel’s 



 About the Authors  

ix

general commercial and intellectual property work was highlighted by 
Benchmark Litigation in 2010. The publication also ranked him as a “Local 
Litigation Star” for the New York area. In 2011, Mr. Hummel was recog-
nized by Benchmark Litigation as a “National Star” for his general com-
mercial litigation work. Mr. Hummel was also recently recognized by The 
Legal 500, The International Who’s Who of Patent Lawyers and IAM Patent 
Litigation 250: The World’s Leading Patent Litigators for his patent work.

Mr. Hummel was born in Brooklyn, New York. He received a 
B.A. in Economics and English from the University of Notre Dame 
in 1987. Mr. Hummel graduated magna cum laude from Georgetown 
University Law Center in 1990, where he was the Senior Notes and 
Comments Editor of the Georgetown Law Journal and elected to the 
Order of the Coif. He currently serves on the Board of Visitors of 
Georgetown University Law Center. Mr. Hummel joined Cravath in 
1990 and became a partner in 1998.

DaRin P. mcatee is a partner in Cravath’s Litigation Department. He 
has handled a wide variety of litigation cases, including intellectual 
property, real estate, antitrust, insurance, employment, ERISA, secu-
rities, and contract matters.

Most recently, Mr. McAtee has represented Johnson & Johnson 
and Novartis in a licensing dispute that was tried to an arbitration 
panel in May 2010; Royal KPN in takeover litigation that was tried in 
September 2009 in Delaware; Novartis in various employment mat-
ters and in an appeal to the Second Circuit on a contract matter; 
Credit Suisse in subprime and Enron-related securities litigation; Par 
Pharmaceutical in a licensing dispute that was tried in December 
2008; Dooney & Bourke in three trademark infringement matters; 
Qualcomm in various patent, contract, and antitrust matters; and 
Guess?, Inc. in a real estate contract dispute. Mr. McAtee is also the 
Engagement Partner for the firm’s participation in DuPont’s primary 
law firm network, and has represented DuPont in three securities 
matters, and also as a plaintiff in several insurance coverage dis-
putes, ultimately collecting in excess of $50 million for DuPont.

Earlier in his career, Mr. McAtee was part of a trial team which rep-
resented Bristol-Myers in an insurance coverage dispute against more 
than a dozen insurers, in which Bristol-Myers ultimately recovered in 



 Intellectual ProPerty law answer Book 2019

x

excess of $100 million; and Mr. McAtee was part of a trial team in an 
antitrust matter alleging price fixing, which resulted in a defense ver-
dict for Mr. McAtee’s client.

Mr. McAtee also works extensively with inMotion, a group that 
helps disadvantaged women find pro bono legal representation for 
a variety of family law matters, including child support and domes-
tic violence cases. In 2000, Mr. McAtee won this organization’s Com-
mitment to Justice Award, and in 2009 he was elected to inMotion’s 
Board of Directors. In 2007, Mr. McAtee handled a pro bono criminal 
matter where he conducted an eight-day evidentiary hearing with 
twenty-three witnesses; the court vacated the homicide conviction 
and awarded the client a new trial. In 2008, Mr. McAtee represented 
two Sudanese boys in their successful efforts to obtain asylum in the 
United States. Mr. McAtee was also recently appointed to the Board of 
Trustees of Lutheran Healthcare in Brooklyn, New York.

Mr. McAtee was born in Hays, Kansas. He received a B.A. with High-
est Distinction from the University of Kansas in 1988 and a J.D. magna 
cum laude from Harvard Law School in 1991, where he was an Articles 
Editor of the Harvard Law Review. Following graduation, Mr. McAtee 
served as law clerk to the Hon. Stanley F. Birch, Jr. of the U.S. Court of 
Appeals for the Eleventh Circuit. Mr. McAtee joined Cravath in 1992 
and became a partner in 2004.

michael t. ReynolDs is a partner in Cravath’s Litigation Department. 
Mr. Reynolds represents a broad range of public and private companies 
as well as nonprofit organizations in complex civil litigation and inter-
nal investigations relating to copyright, securities, mergers and acquisi-
tions, antitrust, contract, the Federal False Claims Act, and the Foreign 
Corrupt Practices Act. In addition to representing clients in connection 
with copyright infringement disputes and internal investigations relating 
to trade secrets, Mr. Reynolds was part of the trial team that success-
fully defended the Martha Graham Dance Center’s ownership of all but 
two of Martha Graham’s dances and all of the related sets and costumes. 
He is currently defending Credit Suisse in actions relating to residential 
mortgage-backed securities, and representing International Flavors & 
Fragrances in a case involving patent and unfair competition claims.



 About the Authors  

xi

Mr. Reynolds is a member of the Association of the Bar of the City 
of New York (Committee on Non-Profit Organizations, 1997–2000), 
Executive Vice Chair of the Board of Trustees of the Tenement Museum 
in Manhattan (Chair, Nominating and Governance Committee), and a 
Trustee of the Woodlawn Cemetery in the Bronx (Chair, Pension and 
Benefits Committee). From 1999–2008, he served on the Board of 
Proprietors of The Dartmouth, Inc. (Chair, Alumni Board).

Mr. Reynolds was born in New York City. He received an A.B. magna 
cum laude from Dartmouth College in 1990, where he was elected to 
Phi Beta Kappa and served as Editor-in-Chief of The Dartmouth. As a 
Keasbey Scholar at Trinity College, Cambridge University (1990–92), 
he received an M.Phil. in medieval history. Mr. Reynolds received his 
J.D. from Yale Law School in 1995, where he was Executive Editor of 
The Yale Law Journal. Following graduation, he served as law clerk to 
the Hon. Diarmuid F. O’Scannlain of the U.S. Court of Appeals for the 
Ninth Circuit. From 2001–05, Mr. Reynolds guest-lectured on legal his-
tory at Columbia University.

Mr. Reynolds joined Cravath in 1996 and became a partner in 2003. 





xix

Table of Chapters

Patents

Chapter 1 Patent Basics
Chapter 2  The Parts of a Patent
Chapter 3 Relations Among Patents
Chapter 4 Patent Applications
Chapter 5 The PTO’s Review of the Application
Chapter 6 Maintaining and Modifying Patents; Ownership; 

Marking
Chapter 7 Inventorship
Chapter 8 Requirements for Patentability
Chapter 9 Territorial Reach of U.S. Patent Law
Chapter 10 Patent Infringement
Chapter 11 Defenses and Counterclaims in a Patent 

Infringement Action
Chapter 12 Remedies for Patent Infringement
Chapter 13 Patent Licensing
Chapter 14 Patents in Foreign Countries
Chapter 15 Alternatives to Patenting

Trademarks

Chapter 16 Trademark Basics
Chapter 17 Trademark Registration
Chapter 18 Trademark Infringement
Chapter 19 Defenses in a Trademark Infringement Action



xx

 Intellectual ProPerty law answer Book 2019

Chapter 20 Remedies for Trademark Infringement
Chapter 21 Trademark Dilution
Chapter 22 State Trademark Laws
Chapter 23 Practical Aspects of Trademark Litigation

Copyrights

Chapter 24 Copyright Basics
Chapter 25 Exclusive Rights and Fair Use
Chapter 26 Special Applications of Copyright Law
Chapter 27 Copyright Ownership, Transfer, and Duration
Chapter 28 Copyright Notice and Registration
Chapter 29 Copyright Infringement Actions
Chapter 30 The Digital Millennium Copyright Act
Chapter 31 Digital Audio Recording Devices and Media
Chapter 32 Practical Aspects of Copyright Litigation



xxi

Table of Contents

About the Authors ......................................................................................... vii
Table of Chapters ...........................................................................................xix
Table of Contents ...........................................................................................xxi

PATENTS

Chapter 1 Patent Basics
Keith R. Hummel

Constitutional, Statutory, and Administrative Foundation ...............................1-2

Q 1.1 What is a patent? .................................................................................1-2
Figure 1-1  Patent Grant .....................................................................................1-3
Q 1.2 Where can I find U.S. patent law? ......................................................1-4

Q 1.2.1 What is the review process within the PTO? ........................1-5
Q 1.2.2 How are PTO decisions appealed? .........................................1-5
Q 1.2.3 What is the standard of review for PTO decisions? .............1-6

Purpose of Patents .................................................................................................1-6

Q 1.3 What is the purpose of granting patents? ........................................1-6
Q 1.4 What are the advantages of obtaining a patent? .............................1-7

Types of Patents ......................................................................................................1-7

Q 1.5 What are the types of patents? ..........................................................1-7
Q 1.5.1 What is a utility patent? ...........................................................1-7
Q 1.5.2 What is a design patent? .........................................................1-8
Q 1.5.3 What is a plant patent? ............................................................1-8

Duration of Patent Rights ......................................................................................1-8

Q 1.6 How long does a patent last? .............................................................1-8
Q 1.7 Can the term of a patent be extended or adjusted? ........................1-8

Q 1.7.1 What is a Hatch-Waxman extension? ...................................1-10
Q 1.8 Can the term of a patent be reduced? ............................................1-10



xxii

 Intellectual ProPerty law answer Book 2019

Patentable Subject Matter ...................................................................................1-11

Q 1.9 What kinds of inventions are considered patentable? .................1-11
Q 1.9.1 What is a process? .................................................................1-11
Q 1.9.2 What is a machine? ................................................................1-12
Q 1.9.3 What is a manufacture? .........................................................1-12
Q 1.9.4 What is a composition of matter? ........................................1-12

Q 1.10 What are the limits of the kinds of inventions that can  
be patented? .......................................................................................1-12

Q 1.10.1 Can products of nature be patented? ..................................1-12
Q 1.10.2 Can natural processes or ideas be patented?.....................1-17
Q 1.10.3 Can business methods be patented? ...................................1-21
Q 1.10.4 Can software be patented? ....................................................1-23
Q 1.10.5 Can tax strategies be patented? ...........................................1-26
Q 1.10.6 Are the requirements for plant patents different  

from those of utility patents?................................................1-27
Q 1.10.7 Are the requirements for design patents different  

from those of utility patents?................................................1-27

Chapter 2 The Parts of a Patent
Keith R. Hummel

Cover Page, Abstract, and Specification ............................................................2-2

Q 2.1 What information is contained on the cover page? ........................2-2
Figure 2-1  Cover Page of a Patent ....................................................................2-3
Q 2.2 What is an abstract? ............................................................................2-4
Q 2.3 What is a specification? ......................................................................2-4

Claims ......................................................................................................................2-5

Q 2.4 What is a claim? ...................................................................................2-5
Q 2.4.1 What are “apparatus” and “method” claims? .......................2-5
Q 2.4.2 What is a means-plus-function claim? ...................................2-6
Q 2.4.3 What is a Beauregard claim? ...................................................2-6
Q 2.4.4 What is a Jepson claim? ...........................................................2-6
Q 2.4.5 What is a Markush claim? ........................................................2-7
Q 2.4.6 What is a product-by-process claim? .....................................2-7
Q 2.4.7 What are the elements of a claim? .........................................2-7
Q 2.4.8 What is a claim limitation? ......................................................2-8
Q 2.4.9 What are “independent” and “dependent” claims? .............2-9



 Table of Contents  

xxiii

Drawings, Models, and Computer Programs...................................................2-11

Q 2.5 What drawings and other demonstratives are included in a 
patent? ................................................................................................2-11

Q 2.5.1 Must drawings be done professionally? ..............................2-11
Q 2.6 Can computer programs be included? ...........................................2-11

Incorporation by Reference ................................................................................2-12

Q 2.7 What does “incorporate by reference” mean? ...............................2-12

Chapter 3 Relations Among Patents
Keith R. Hummel

Patent Families  ......................................................................................................3-2

Q 3.1 What is a “patent family”? ..................................................................3-2
Q 3.2 How are patent families formed? .......................................................3-2
Figure 3-1  Example of a Patent Family ....................................................... 3-3

Priority Date and Claiming Priority .....................................................................3-4

Q 3.3 What is the significance of the “priority date”? ...............................3-4
Q 3.3.1 What is an “effective filing date”? ...........................................3-4

Q 3.4 How is the priority date determined? ...............................................3-4
Q 3.4.1 How can an applicant establish a priority date  

earlier than the filing date? .....................................................3-5
Q 3.4.2 What is the benefit of establishing a priority date  

earlier than the filing date? .....................................................3-6
Q 3.5 In what situations can an applicant claim priority to another 

patent application or patent? ............................................................3-7

Continuation and Continuation-in-Part Applications ........................................3-8

Q 3.6 What is a continuation patent application? .....................................3-8
Q 3.6.1 Why file a continuation patent application? .........................3-8
Q 3.6.2 What are the requirements for a continuation patent 

application? ...............................................................................3-9
Q 3.7 What is a continuation-in-part patent application? ......................3-10

Divisional Applications ........................................................................................3-10

Q 3.8 What is a divisional patent application? ........................................3-10
Q 3.8.1 What are the requirements for a divisional patent 

application? .............................................................................3-11



xxiv

 Intellectual ProPerty law answer Book 2019

Effect on Term of Patent ......................................................................................3-11

Q 3.9 Do patent relations affect the term of the patent? ........................3-11

Chapter 4 Patent Applications
Keith R. Hummel

Preliminary Considerations ..................................................................................4-2

Q 4.1 What is required, with respect to the invention, prior to  
filing a patent application? .................................................................4-2

Q 4.1.1 Do I have to build or create my invention prior to  
filing a patent application? ......................................................4-2

Q 4.2 What is patent prosecution? ..............................................................4-2
Q 4.2.1 Who may prosecute a patent application? ...........................4-3

Q 4.3 How long does it typically take to obtain a patent? ........................4-3

Inventors and Other Applicants ...........................................................................4-3

Q 4.4 Who may apply for a patent? .............................................................4-3
Q 4.5 Who is considered an inventor? ........................................................4-4

Types of Applications .............................................................................................4-6

Q 4.6 What types of patent applications can be filed? .............................4-6
Q 4.6.1 What is a nonprovisional application? ..................................4-6
Q 4.6.2 What is a provisional application? .........................................4-8

Prior Art Searches ..................................................................................................4-9

Q 4.7 What is “prior art”? .............................................................................4-9
Q 4.8 What is a prior art search? .................................................................4-9

Q 4.8.1 Do I have to perform a prior art search before  
filing a patent application? ....................................................4-10

Q 4.8.2 Why would a person search for prior art? ..........................4-10
Q 4.8.3 How do I search for patents? ................................................4-10
Q 4.8.4 How do I search for documents other than patents? ..........4-11
Q 4.8.5 How does a patent examiner find relevant prior art? .......... 4-11

Time Limits.............................................................................................................4-12

Q 4.9 What are the time limits for filing a patent application? ..............4-12
Q 4.9.1 If an invention is put into use, offered for sale,  

or sold prior to filing a patent application,  
can I still attempt to obtain a patent? ..................................4-13



 Table of Contents  

xxv

Submitting the Application .................................................................................4-13

Q 4.10 Can one file a patent application electronically? ..........................4-13
Q 4.11 What information must be submitted when filing a patent 

application? ........................................................................................4-14
Q 4.12 How is the filing date set by the PTO? ............................................4-14

Chapter 5 The PTO’s Review of the Application
Keith R. Hummel

Overview of the Process .......................................................................................5-2

Q 5.1 What happens when a patent application is filed? .........................5-2
Q 5.2 What are the duties of the patent examiner? ...................................5-2
Q 5.3 How do the applicant and the examiner interact? ..........................5-3
Q 5.4 How can third parties participate in the examination? ..................5-3

Q 5.4.1 What are the requirements for a pre-issuance  
submission? ..............................................................................5-4

Q 5.5 What recourse does the applicant have if the examiner  
issues a “final” rejection? ...................................................................5-4

Office Actions and Responses ..............................................................................5-5

Q 5.6 What is an office action? .....................................................................5-5
Q 5.6.1 What is a nonfinal office action? .............................................5-5
Q 5.6.2 What is a “file history”? ...........................................................5-5

Q 5.7 How may the applicant respond to the examiner’s  
office actions? ......................................................................................5-6

Q 5.8 Can the applicant make changes to the content of a  
patent application after filing? ...........................................................5-6

Q 5.9 What are “restriction requirements” and an “election”  
of an invention? ...................................................................................5-7

Q 5.10 What is an “examiner interview” and when is it applicable? ........... 5-7

Rejections ................................................................................................................5-8

Q 5.11 What is an examiner “rejection” or “objection”? ............................5-8
Q 5.12 What are the possible bases for rejection? ......................................5-8

Q 5.12.1 What is a double patenting rejection? ...................................5-8
Q 5.12.2 What is a terminal disclaimer? ...............................................5-9



xxvi

 Intellectual ProPerty law answer Book 2019

Responding to Final Office Actions ......................................................................5-9

Q 5.13 What is a final office action? ..............................................................5-9
Q 5.14 How may the applicant respond to a final office action? .............5-10

Q 5.14.1 What is a reconsideration request? .....................................5-10
Q 5.14.2 What is a request for continued examination? ...................5-10
Q 5.14.3 Can the applicant appeal a final office action? ...................5-10

Publication ............................................................................................................5-11

Q 5.15 When is a patent application published? .......................................5-11

Invention Secrecy .................................................................................................5-11

Q 5.16 What is the Invention Secrecy Act? .................................................5-11

Information Disclosure Obligations ...................................................................5-12

Q 5.17 What is the duty to disclose information during  
prosecution of a patent application? ..............................................5-12

Q 5.17.1 What is the scope of the duty of candor and  
good faith? ...............................................................................5-13

Q 5.17.2 To whom does the duty to disclose apply? ........................5-13
Q 5.17.3 How long does the duty to disclose last? ............................5-16
Q 5.17.4 What is an Information Disclosure Statement (IDS)?.........5-16
Q 5.17.5 When is an IDS required? ......................................................5-16

Notice from the PTO ............................................................................................5-17

Q 5.18 What happens when a patent application is allowed? .................5-17

Chapter 6 Maintaining and Modifying Patents; Ownership; 
Marking
Keith R. Hummel

Maintenance Fees ..................................................................................................6-2

Q 6.1 What are maintenance fees? ..............................................................6-2
Q 6.1.1 Can late payment affect patent rights? ..................................6-3

Certificates of Correction.......................................................................................6-3

Q 6.2 What is a certificate of correction? ...................................................6-3



 Table of Contents  

xxvii

Reexaminations ......................................................................................................6-3

Q 6.3 What is a reexamination? ...................................................................6-3
Q 6.3.1 Who can request a reexamination? ........................................6-4
Q 6.3.2 What is an ex parte reexamination? .......................................6-4
Q 6.3.3 What is an inter partes reexamination? ................................6-5
Q 6.3.4 When can a reexamination be requested? ............................6-5
Q 6.3.5 What are the requirements for initiating a  

reexamination? .........................................................................6-5

Supplemental Examinations .................................................................................6-6

Q 6.4 What is a supplemental examination? ..............................................6-6
Q 6.4.1 When can a supplemental examination be requested? ..........6-7
Q 6.4.2 What are the requirements for initiating a  

supplemental examination? ....................................................6-7

Inter Partes Reviews ..............................................................................................6-7

Q 6.5 What is an inter partes review? .........................................................6-7
Q 6.5.1 When can an inter partes review be requested? ..................6-8
Q 6.5.2 What are the requirements for initiating an inter  

partes review? ...........................................................................6-9
Q 6.5.3 When can the patentee amend or substitute  

challenged claims? ...................................................................6-9
Q 6.5.4 Which claims must be addressed by the PTAB in  

its written decision after an inter partes review has  
been instituted? ......................................................................6-10

Q 6.5.5 What is the interplay between a district court  
action and an inter partes review? .......................................6-10

Q 6.5.6 May the decision to initiate an inter partes  
review be appealed? ..............................................................6-11

Q 6.5.7 Are there any limitations on appealing a final decision 
of the PTAB on the merits to the Federal Circuit? .............6-11

Q 6.5.8 What is the scope of estoppel that attaches in an  
inter partes review proceeding? ...........................................6-11

Q 6.5.9 How does sovereign immunity affect the institution  
of IPRs? ....................................................................................6-12

Covered Business Method Patent Reviews .......................................................6-12

Q 6.6 What is the transitional program for covered business  
method (CBM) patents? ...................................................................6-12

Q 6.6.1 When can a covered business method review  
be requested? .........................................................................6-13



xxviii

 Intellectual ProPerty law answer Book 2019

Q 6.6.2 What are the requirements for initiating a covered  
business method review? ......................................................6-13

Q 6.6.3 What is the potential effect of initiation of a covered 
business method review? ......................................................6-14

Post-Grant Reviews ..............................................................................................6-14

Q 6.7 What is a post-grant review? ............................................................6-14
Q 6.7.1 When can a post-grant review be requested? .....................6-15
Q 6.7.2 What are the requirements for initiating a  

post-grant review? ..................................................................6-15

Reissues .................................................................................................................6-15

Q 6.8 What is a reissue? ..............................................................................6-15
Q 6.8.1 When can a reissue be requested? .......................................6-16
Q 6.8.2 What are the requirements for initiating a reissue? ..........6-16

Intervening Rights ................................................................................................6-16

Q 6.9 What are intervening rights? ...........................................................6-16
Q 6.9.1 What are absolute intervening rights? ................................6-17
Q 6.9.2 What are equitable intervening rights? ...............................6-18

Abandonment .......................................................................................................6-18

Q 6.10 Can an application or a patent be abandoned? .............................6-18

Ownership ............................................................................................................6-19

Q 6.11 Who is the owner of a patent? .........................................................6-19
Q 6.12 Can patents be assigned? .................................................................6-19
Q 6.13 If an invention is created during employment, who owns  

the patent application and subsequent patent? ............................6-20
Q 6.14 What are the rights of joint owners? ...............................................6-20

Notice and Patent Marking ................................................................................6-21

Q 6.15 How can the patent owner give notice of its rights? ....................6-21
Q 6.16 What is patent “marking”? ................................................................6-21

Q 6.16.1 What does “patent pending” mean?.....................................6-21
Q 6.17 What constitutes “false marking” and what penalty may  

be imposed? .......................................................................................6-22



 Table of Contents  

xxix

Chapter 7 Inventorship
Keith R. Hummel

Priority of Inventorship ..........................................................................................7-2

Q 7.1 What is priority of inventorship? ......................................................7-2
Q 7.2 How is priority of inventorship established? ..................................7-2

Q 7.2.1 Is the first-to-invent system used in other countries? ...........7-3

Conception, Reduction to Practice, and Diligence .............................................7-3

Q 7.3 What is conception? ............................................................................7-3
Q 7.4 What is reduction to practice? ..........................................................7-4
Q 7.5 What is diligence between conception and reduction to  

practice? ...............................................................................................7-4

Completion ..............................................................................................................7-5

Q 7.6 What is “swearing behind” or “swearing back before”  
a reference? ..........................................................................................7-5

Q 7.7 How does location of invention affect patentability? .....................7-6

Interference .............................................................................................................7-6

Q 7.8 What is an interference? .....................................................................7-6
Q 7.8.1 Who can initiate an interference? ..........................................7-6
Q 7.8.2 Who are the “senior party” and the “junior party”  

in an interference? ....................................................................7-7

The First-to-File System ..........................................................................................7-7

Q 7.9 What is a first-to-file system? .............................................................7-7
Q 7.9.1 When did this system take effect? .........................................7-7
Q 7.9.2 What is the effect on interference proceedings? ..................7-8

Q 7.10 What is a derivation proceeding? ......................................................7-8
Q 7.10.1 When may a petition for a derivation proceeding  

be filed?......................................................................................7-9
Q 7.10.2 Who determines whether there will be a derivation 

proceeding? ...............................................................................7-9
Q 7.10.3 How can a derivation proceeding end? .................................7-9
Q 7.10.4 Can derivation claims be made in court rather  

than in the PTO? .....................................................................7-10



xxx

 Intellectual ProPerty law answer Book 2019

Chapter 8 Requirements for Patentability
Keith R. Hummel

Novelty ....................................................................................................................8-2

Q 8.1 What is “novelty”? ...............................................................................8-2
Q 8.1.1 What makes an invention “novel” for patent  

applications subject to the first-to-invent system? ..............8-2
Q 8.1.2 What makes an invention “novel” for patent  

applications subject to the first-to-file system? ...................8-3

Utility........................................................................................................................8-4

Q 8.2 What is “utility” or “usefulness”? ......................................................8-4

Nonobviousness .....................................................................................................8-4

Q 8.3 What is “nonobviousness”? ...............................................................8-4
Q 8.3.1 What makes an invention “obvious”? ....................................8-5
Q 8.3.2 How does the PTO determine if an invention is  

obvious? ....................................................................................8-5
Q 8.3.3 What is “motivation to combine”? .........................................8-6
Q 8.3.4 What is the concept of “teaching away” and how  

does it relate to obviousness? ................................................8-7
Q 8.4 What is patentable subject matter? ..................................................8-7

Adequate Description ............................................................................................8-7

Q 8.5 What constitutes an “adequate description”? .................................8-7

Statutory Bars .......................................................................................................8-10

Q 8.6 What are the statutory bars? ...........................................................8-10
Q 8.6.1 What statutory bars are in effect for patent  

applications subject to the first-to-invent system? ............8-11
Q 8.6.2 What statutory bars are in effect for patent  

applications subject to the first-to-file system? .................8-11

Disclosure-Dedication Rule .................................................................................8-12

Q 8.7 What is the “disclosure-dedication” rule? ......................................8-12



 Table of Contents  

xxxi

Chapter 9 Territorial Reach of U.S. Patent Law
Keith R. Hummel

Protection Under the Patent Act ...........................................................................9-2

Q 9.1 What is the territorial scope of U.S. patent protection? ................9-2
Q 9.1.1 Does the Patent Act reach import and export  

transactions?.............................................................................9-3
Q 9.1.2 Does the Patent Act allow for recovery of lost  

foreign profits? ..........................................................................9-3
Q 9.2 What infringers are beyond the reach of the Patent Act? ..............9-4

Protection Under the Tariff Act .............................................................................9-4

Q 9.3 Does the Tariff Act protect patent holders? ....................................9-4
Q 9.3.1 Does the Tariff Act offer patentees any advantages  

over the Patent Act?.................................................................9-4

Enforcing Patent Rights in the U.S. International Trade Commission ..............9-5

Q 9.4 How can patentees enforce their rights where there is  
importation of infringing goods? .......................................................9-5

Q 9.5 What is the United States International Trade Commission? ............ 9-5
Q 9.5.1 How does a patentee seek relief from the ITC? ....................9-6
Q 9.5.2 What happens in an ITC proceeding? ....................................9-6
Q 9.5.3 What happens when the ITC has made a final 

determination?..........................................................................9-7
Q 9.5.4 What remedies are available in an ITC action? ....................9-8

Chapter 10 Patent Infringement
Keith R. Hummel

Types of Infringement ..........................................................................................10-2

Q 10.1 What is patent infringement? ...........................................................10-2
Q 10.2 What are the types of patent infringement? ..................................10-2

Q 10.2.1 What is direct infringement? .................................................10-2
Q 10.2.2 What is indirect infringement? .............................................10-3

Q 10.3 What is inducement of patent infringement? .................................10-3
Q 10.4 What is contributory patent infringement? ...................................10-4
Q 10.5 What is the “single infringer” rule? .................................................10-5
Q 10.6 What is “willful” infringement? ......................................................10-10



xxxii

 Intellectual ProPerty law answer Book 2019

Litigating the Infringement Claim .....................................................................10-10

Q 10.7 If infringement occurs, how may a patent owner proceed  
to enforce his rights? ......................................................................10-10

Q 10.8 Where is the proper venue for a patent case?  ............................10-11
Q 10.9 Who has standing to enforce a patent? ........................................10-12
Q 10.10 What are the rights of a co-owner of a patent? ...........................10-13
Q 10.11 What is a “nonpracticing entity,” “patent assertion  

entity,” or “patent troll”? ................................................................10-13
Q 10.11.1 What legislation is being considered with respect to 

litigation by NPEs? ...............................................................10-14
Q 10.12 Who has the burden of proof to show patent infringement? ........ 10-17
Q 10.13 What is the standard under which an assessment of  

infringement is performed? ............................................................10-17
Q 10.14 What are the basic elements of a patent case? ...........................10-17

Claim Construction .............................................................................................10-17

Q 10.15 What is “claim construction”? .......................................................10-17
Q 10.15.1 How does a judge construe claim language? ....................10-20
Q 10.15.2 What is a “Markman hearing”? ...........................................10-20
Q 10.15.3 What is the standard of review of a claim  

construction? ........................................................................10-21

Doctrine of Equivalents ......................................................................................10-24

Q 10.16 What is the doctrine of equivalents? ............................................10-24
Q 10.16.1 What tests are used to determine whether something  

is an “equivalent” for infringement purposes? .................10-26
Q 10.16.2 What is the “insubstantial differences” test? ....................10-26
Q 10.16.3 What is the “function-way-result” test? .............................10-26

Q 10.17 What is prosecution history estoppel? ........................................10-27

Chapter 11 Defenses and Counterclaims in a Patent  
Infringement Action
Keith R. Hummel

Noninfringement ..................................................................................................11-2

Q 11.1 What is the noninfringement defense? ...........................................11-2



 Table of Contents  

xxxiii

Invalidity................................................................................................................11-3

Q 11.2 What is the invalidity defense? ........................................................11-3
Q 11.2.1 Who has the burden of proof to show that a  

patent is invalid? ....................................................................11-3
Q 11.2.2 What is the burden of proof of invalidity? ..........................11-4
Q 11.2.3 What are the bases for invalidity?........................................11-4

Q 11.3 What is the “anticipation” defense? ................................................11-5
Q 11.4 What is the “obviousness” defense? ...............................................11-5

Q 11.4.1 How can the patent owner rebut a defense of  
obviousness? ..........................................................................11-9

Q 11.5 What is the “indefiniteness” defense? ............................................11-9

Unenforceability .................................................................................................11-11

Q 11.6 What is the unenforceability defense? .........................................11-11
Q 11.6.1 Who has the burden of proof to show that a patent is 

unenforceable? .....................................................................11-12
Q 11.6.2 What is the standard by which an unenforceability 

argument is assessed? .........................................................11-12
Q 11.7 What is inequitable conduct? ........................................................11-12

Q 11.7.1 Who determines if inequitable conduct has been 
committed? ...........................................................................11-12

Q 11.7.2 What is required to prove inequitable conduct? .............11-13
Q 11.7.3 What is “infectious unenforceability”? ..............................11-16
Q 11.7.4 How did the America Invents Act affect a defense of 

inequitable conduct? ...........................................................11-16
Q 11.8 What is patent misuse? ...................................................................11-17
Q 11.9 What is “prosecution history laches”? .........................................11-17
Q 11.10 What is a “laches” defense? ...........................................................11-17

Effects of Proving Defenses ...............................................................................11-18

Q 11.11 What is the effect of a successful defense to a patent  
assertion? .........................................................................................11-18

Counterclaims .....................................................................................................11-19

Q 11.12 May counterclaims be raised in patent infringement suits? .........11-19
Q 11.12.1 What is a “Walker Process” claim? .....................................11-19



xxxiv

 Intellectual ProPerty law answer Book 2019

Chapter 12 Remedies for Patent Infringement
Keith R. Hummel

Injunctions .............................................................................................................12-2

Q 12.1 What are the requirements to obtain permanent  
injunctive relief? ................................................................................12-2

Q 12.2 Are preliminary injunctions available in patent cases? ...............12-4

Damages ...............................................................................................................12-4

Q 12.3 What are the primary theories for money damages? ...................12-4
Q 12.4 What are lost profits? ........................................................................12-4
Q 12.5 What is a reasonable royalty? ..........................................................12-5

Q 12.5.1 How are reasonable royalties proved? ................................12-7
Q 12.5.2 What are RAND or FRAND royalty obligations? .................12-8

Q 12.6 What provisional rights are available upon publication of  
a patent application? ........................................................................12-9

Q 12.7 What is the “entire market value” rule? ..........................................12-9
Q 12.8 What is the “smallest salable unit”? ..............................................12-10
Q 12.9 When can a patent owner recover enhanced damages? ............12-10

Attorney Fees and Fee Shifting ........................................................................12-12

Q 12.10 When can a patent owner recover attorney fees? ......................12-12

Limits on Recovery .............................................................................................12-15

Q 12.11 Are there time limitations to recovery in a patent suit? ............12-15

Chapter 13 Patent Licensing
Keith R. Hummel

Types of Licenses ..................................................................................................13-2

Q 13.1 What is a patent license? ..................................................................13-2
Q 13.2 What is an express license? .............................................................13-2

Q 13.2.1 What is an exclusive license? ...............................................13-2
Q 13.2.2 What is a nonexclusive license? ...........................................13-3

Q 13.3 What is an implied license? ..............................................................13-3
Q 13.3.1 What is “patent exhaustion”? ...............................................13-4



 Table of Contents  

xxxv

Grant of Rights .....................................................................................................13-4

Q 13.4 Who may grant a license to a patent? .............................................13-4
Q 13.5 What are the rights that can be conveyed in a  

patent license? ...................................................................................13-5
Q 13.5.1 Can the right to sublicense be granted?..............................13-5

Q 13.6 What is the duration of rights conveyed in a  
patent license? ...................................................................................13-5

Impact of Infringement ........................................................................................13-6

Q 13.7 What duties, if any, does the licensor have to the licensee  
if the licensed patents are infringed? ..............................................13-6

Q 13.8 What duties, if any, does the licensee have to the licensor  
if the licensed patents are infringed? ..............................................13-6

Q 13.9 Does a licensee have standing to prosecute an  
infringement case? ............................................................................13-6

Q 13.10 Does a licensee have standing to sue a licensor for 
noninfringement and/or invalidity of a licensed patent? .............13-7

Royalties ................................................................................................................13-7

Q 13.11 What is a “royalty”? ...........................................................................13-7
Q 13.11.1 Can a minimum royalty be set? ............................................13-7
Q 13.11.2 Are provisions specifying post-expiration  

royalties enforceable?  ...........................................................13-7

Covenants Not to Sue ..........................................................................................13-8

Q 13.12 What is a covenant not to sue? ........................................................13-8
Q 13.12.1 Is a covenant not to sue always distinct from  

a license? .................................................................................13-8

Chapter 14 Patents in Foreign Countries
Keith R. Hummel

Foreign Filing Licenses .........................................................................................14-2

Q 14.1 What is a foreign filing license? .......................................................14-2
Q 14.1.1 How is a foreign filing license obtained? .............................14-2

World Trade Organization ..................................................................................14-3

Q 14.2 What is the WTO’s Agreement on Trade-Related Aspects  
of Intellectual Property Rights? .......................................................14-3



xxxvi

 Intellectual ProPerty law answer Book 2019

Paris Convention and European Patent Convention .......................................14-4

Q 14.3 What is the Paris Convention? .........................................................14-4
Q 14.4 What is the European Patent Convention? ....................................14-4

Q 14.4.1 How are European patents issued? ......................................14-4
Q 14.4.2 What rights does a European patent confer? .....................14-5

Patent Cooperation Treaty ..................................................................................14-6

Q 14.5 What is the Patent Cooperation Treaty? ........................................14-6
Q 14.5.1 What is an international patent application  

(PCT patent application)? .....................................................14-6
Q 14.5.2 What procedure must be followed to file a  

PCT application? ....................................................................14-6
Q 14.5.3 What happens in the international phase of  

prosecution? ...........................................................................14-7
Q 14.5.4 What happens in the national phase of prosecution? ..........14-7
Q 14.5.5 What is an international search report? ..............................14-7
Q 14.5.6 What is an international preliminary examination  

report? .....................................................................................14-8

Patent Law Treaties Implementation Act ...........................................................14-8

Q 14.6 What is the Patent Law Treaties Implementation Act?.................14-8

Hague Agreement Concerning the International Registration of  
Industrial Designs .................................................................................................14-9

Q 14.7 What is the Hague Agreement? ........................................................14-9

Convention on Contracts for the International Sale of Goods .......................14-9

Q 14.8 What is the United Nations Convention on Contracts  
for the International Sale of Goods? ................................................14-9

Q 14.8.1 Can a remedy be sought under the CISG for goods 
purchased overseas that violate the patent rights  
of third parties? ......................................................................14-9

The IP5 Organization ........................................................................................14-10

Q 14.9 What is the IP5 organization? ........................................................14-10

Investor-State Dispute Settlement (ISDS) Provisions  .....................................14-10

Q 14.10 What is an ISDS provision and where is it found? .......................14-10
Q 14.10.1 How is ISDS being applied in the patent context? ............14-10



 Table of Contents  

xxxvii

Chapter 15 Alternatives to Patenting
Keith R. Hummel

Patents Compared to Trade Secrets ...................................................................15-2

Q 15.1 What is trade secret protection? .....................................................15-2
Q 15.2 How does a trade secret differ from a patent? ..............................15-3

Patents Compared to Trademarks and Copyrights .........................................15-3

Q 15.3 How does a trademark or servicemark differ from a patent? ......... 15-3
Q 15.4 How does a copyright differ from a patent? ..................................15-4

Dedicating Inventions to the Public ....................................................................15-4

Q 15.5 What is a statutory invention registration (SIR)?..........................15-4
Q 15.6 What is a research disclosure? ........................................................15-4
Q 15.7 Can I simply publish my invention? ................................................15-5

TRADEMARKS

Chapter 16 Trademark Basics
Darin P. McAtee

Constitutional, Statutory, and Public Policy Foundations ...............................16-2

Q 16.1 What is a trademark? ........................................................................16-2
Q 16.1.1 What different types of marks are protected  

by trademark law? ..................................................................16-3
Q 16.2 What is the constitutional basis for trademark law? ....................16-3
Q 16.3 What statutes govern trademarks? .................................................16-3
Q 16.4 What is the public policy behind protecting trademark  

rights? .................................................................................................16-4
Q 16.5 How does trademark protection differ from patent and  

copyright protection? .......................................................................16-5
Q 16.6 Does a mark need to be registered to be protected? ....................16-5
Q 16.7 What does it mean for a mark to be used to distinguish  

goods? .................................................................................................16-7
Q 16.8 Does a trademark need to be unique? ............................................16-7
Q 16.9 Does a trademark need to identify the name of the  

source of the product? ......................................................................16-9



xxxviii

 Intellectual ProPerty law answer Book 2019

Marks Categorized by Distinctiveness ..............................................................16-9

Q 16.10 How are marks categorized by their distinctiveness? ..................16-9
Figure 16-1  The Five Categories of Marks ..................................................16-10

Q 16.10.1 What is a “fanciful” mark? ...................................................16-10
Q 16.10.2 What is an “arbitrary” mark? ..............................................16-10
Q 16.10.3 What is a “suggestive” mark? ..............................................16-11
Q 16.10.4 What is “inherently distinctive”? ........................................16-11
Q 16.10.5 What is a “descriptive” mark? ............................................16-11
Q 16.10.6 What is “secondary meaning”? ...........................................16-12
Q 16.10.7 What is a “generic” mark? ...................................................16-13

Some Limitations on Potential Trademarks .....................................................16-14

Q 16.11 What does it mean for a trademark to “disparage”? ...................16-14
Q 16.12 What does it mean for a trademark to comprise “immoral”  

or “scandalous” material? ..............................................................16-16
Q 16.13 What does it mean for a trademark to be “geographically 

misdescriptive”? ..............................................................................16-17
Q 16.14 Can a surname be protected as a trademark? ................................16-19

Colors As Trademarks .......................................................................................16-20

Q 16.15 Can a color or a combination of colors be protected? ...............16-20
Q 16.15.1 Can a color be inherently distinctive? ...............................16-20
Q 16.15.2 What is the scope of trademark protection  

for school colors? .................................................................16-21
Q 16.15.3 What is the scope of trademark protection for  

consumer goods? .................................................................16-22
Q 16.15.4 Is a color functional? ............................................................16-23

Smells As Trademarks .......................................................................................16-25

Q 16.16 Can a smell be protected? ..............................................................16-25
Q 16.17 Is a smell functional? .......................................................................16-25

Service Marks .....................................................................................................16-26

Q 16.18 What is entitled to protection as a service mark? ......................16-26
Q 16.18.1 Can a sound be protected as a service mark? ..................16-26

Collective and Certification Marks ...................................................................16-27

Q 16.19 What are collective and certification marks? ..............................16-27
Q 16.19.1 How are certification marks used to signify  

environmentally relevant characteristics of goods? ..........16-28



 Table of Contents  

xxxix

Trade Dress .........................................................................................................16-28

Q 16.20 What is trade dress? .......................................................................16-28
Q 16.20.1 What does it mean for trade dress to be “distinctive”? .....16-29
Q 16.20.2 What does it mean for trade dress to be  

“nonfunctional”? ...................................................................16-30

Trademarks in Domain Names ........................................................................16-31

Q 16.21 When can an entity’s trademark be used in someone  
else’s domain name? .......................................................................16-31

Q 16.21.1 What is the Uniform Domain Name Dispute  
Resolution Policy? ................................................................16-31

Q 16.21.2 What is the Anticybersquatting Consumer  
Protection Act? .....................................................................16-32

Q 16.21.3 What is a generic top-level domain? ..................................16-34

Ownership, Sale, Licensing ..............................................................................16-36

Q 16.22 Who owns a trademark? .................................................................16-36
Q 16.23 What are the limits on selling a trademark? ................................16-36
Q 16.24 What are the limits on licensing a trademark? ............................16-37

Q 16.24.1 What happens if quality control is not maintained?..........16-37
Q 16.24.2 How much control is enough? ............................................16-37

Chapter 17 Trademark Registration
Darin P. McAtee

Prerequisites for Registration .............................................................................17-2

Q 17.1 What is the Principal Register? ........................................................17-2
Q 17.2 How does an applicant know if it can register its trademark? ....... 17-2
Q 17.3 What is the Supplemental Register? ...............................................17-3
Q 17.4 Does the applicant need to use the mark before it can be 

registered? ..........................................................................................17-4
Q 17.4.1 How does the applicant establish its “bona fide  

intention” to use its mark? ....................................................17-4

Trademark Searches ............................................................................................17-5

Q 17.5 Why conduct a trademark search? .................................................17-5
Q 17.6 What are the PTO’s online resources for a search? ......................17-5
Q 17.7 Does the PTO permit in-person searching? ...................................17-6



xl

 Intellectual ProPerty law answer Book 2019

Q 17.8 How should the applicant search for unregistered  
trademarks? .......................................................................................17-6

Q 17.9 Are trademark searches important for anyone other than 
an applicant? ......................................................................................17-7

Registration Process .............................................................................................17-7

Q 17.10 How long does it take to register a trademark? .............................17-7
Table 17-1  Stages of the Registration Process .............................................17-7

Q 17.10.1 What happens in the filing stage? ........................................17-8
Q 17.10.2 What happens in the examination stage? ...........................17-8
Q 17.10.3 What happens in the publication stage? .............................17-9
Q 17.10.4 What happens in the notice of allowance stage? .............17-10

Q 17.11 Where can the application form be found? ..................................17-10
Q 17.12 What are the minimum filing requirements for an  

application? ......................................................................................17-11
Q 17.12.1 What satisfies the clear drawing requirement? ................17-11
Q 17.12.2 What satisfies the requirement for a listing  

of recognizable goods or services? ....................................17-11
Q 17.12.3 What are the filing fees? ......................................................17-12

Q 17.13 What are the filing requirements for a complete application? .....17-12
Q 17.13.1 What satisfies the requirement of a “basis for filing”? ........17-13
Q 17.13.2 What satisfies the verified statement requirement? ........17-13

Table 17-2  Verified Statement Requirement ...............................................17-13

Benefits ................................................................................................................17-14

Q 17.14 What are the effects of registering a trademark? ........................17-14

Duration and Renewal ......................................................................................17-16

Q 17.15 How long does a trademark registration last? .............................17-16
Q 17.15.1 Does the owner have to do anything during the  

ten-year period?....................................................................17-16
Q 17.16 Can a trademark registration be renewed? ..................................17-16
Q 17.17 What else must be done to protect a trademark after  

it is registered? ................................................................................17-17

Cancellation ........................................................................................................17-19

Q 17.18 Can a trademark be canceled? .......................................................17-19
Q 17.19 What are the grounds for cancellation? .......................................17-19

Q 17.19.1 What does it mean for a trademark to become  
generic? .................................................................................17-20



 Table of Contents  

xli

Q 17.19.2 What is abandonment for nonuse? ....................................17-21
Q 17.19.3 What does it mean for a trademark to be  

fraudulently obtained? ........................................................17-22

Tacking ................................................................................................................17-23

Q 17.20 What is tacking? ...............................................................................17-23
Q 17.21 Who determines whether two marks may be tacked? ...............17-23

International Registration .................................................................................17-24

Q 17.22 Can a trademark be registered internationally? ..........................17-24

Chapter 18 Trademark Infringement
Darin P. McAtee

Elements of the Plaintiff’s Case ..........................................................................18-2

Q 18.1 What are the statutory bases for an action for trademark 
infringement? .....................................................................................18-2

Q 18.2 What are the elements of an action for trademark  
infringement? .....................................................................................18-3

Q 18.3 Which party bears the burden of proof? ........................................18-3

Types of Consumer Confusion ............................................................................18-4

Q 18.4 What type of confusion is actionable? ............................................18-4
Q 18.4.1 What is passing off? ...............................................................18-4
Q 18.4.2 What is reverse confusion? ...................................................18-5
Q 18.4.3 What is initial interest confusion? ........................................18-5
Q 18.4.4 What is post-sale confusion? ................................................18-6

Proof of Use in Commerce ..................................................................................18-7

Q 18.5 How is “use in commerce” proven? ................................................18-7

Proof of Likelihood of Confusion .......................................................................18-9

Q 18.6 How is likelihood of confusion proven? .........................................18-9
Q 18.6.1 How do the federal circuits interpret the multifactor  

test for likelihood of confusion? ...........................................18-9

Figure 18-1  Likelihood of Confusion Factors in the Federal Circuits ......18-11

Q 18.6.2 How does a court analyze similarity of the marks? .........18-12
Q 18.6.3 How does a court analyze proximity or relatedness  

of the goods? .........................................................................18-14



xlii

 Intellectual ProPerty law answer Book 2019

Q 18.6.4 How does a court analyze the possibility of bridging  
the gap? .................................................................................18-15

Q 18.6.5 How does a court analyze strength of the trademarks? ......18-16
Q 18.6.6 How does a court analyze evidence of actual  

confusion? .............................................................................18-17
Q 18.6.7 How does a court analyze the defendant’s good faith? ......18-18
Q 18.6.8 How does a court analyze the quality of the  

defendant’s product? ...........................................................18-19
Q 18.6.9 How does a court analyze the sophistication  

of the buyers? .......................................................................18-19
Q 18.6.10 How does a court weigh the various factors within  

the likelihood of confusion test? ........................................18-20

Parties ..................................................................................................................18-21

Q 18.7 Who can bring an infringement action? .......................................18-21
Q 18.7.1 What is the effect of a plaintiff’s having an  

unregistered mark? ..............................................................18-22
Q 18.8 Against whom can an infringement action be brought? .............18-22

Q 18.8.1 Can a claim be brought against an entity who aids  
in a third party’s infringement? ..........................................18-22

Q 18.8.2 Can a claim be brought against a foreign defendant? ....... 18-25

Forums .................................................................................................................18-26

Q 18.9 What are the possible forums for trademark infringement  
actions? .............................................................................................18-26

Counterfeiting .....................................................................................................18-26

Q 18.10 What is counterfeiting? ...................................................................18-26
Q 18.10.1 What are the elements of civil counterfeiting? .................18-27
Q 18.10.2 What are the elements of criminal counterfeiting? ..........18-28

Chapter 19 Defenses in a Trademark Infringement Action
Darin P. McAtee

Invalidity of Plaintiff’s Mark; Permissible Uses Under the Statute .................19-2

Q 19.1 How may a defendant challenge the validity of the  
plaintiff’s trademark? ........................................................................19-2

Q 19.2 What other defenses for infringement actions involving 
incontestable trademarks are listed in the Lanham Act? ............19-2



 Table of Contents  

xliii

Equitable Defenses ...............................................................................................19-3

Q 19.3 What equitable defenses are available to a defendant  
charged with trademark infringement? ..........................................19-3

Q 19.4 What is the defense of laches? ........................................................19-4
Q 19.4.1 What is an “unreasonable delay”? ........................................19-4
Q 19.4.2 How does a defendant show prejudice? ..............................19-5
Q 19.4.3 Is the laches defense the same as a statute  

of limitations defense? ...........................................................19-7
Q 19.5 What is the defense of acquiescence? ............................................19-7
Q 19.6 What is the defense of unclean hands? ..........................................19-9

Q 19.6.1 Does plaintiff’s violation of antitrust laws create  
unclean hands? .......................................................................19-9

Fair Use ...............................................................................................................19-10

Q 19.7 What is the defense of fair use? .....................................................19-10
Q 19.7.1 What is statutory fair use? ..................................................19-10
Q 19.7.2 What is nominative fair use? ...............................................19-11

Q 19.8 Is comparative advertising fair use? .............................................19-12
Q 19.9 Is compatibility advertising fair use? ............................................19-12
Q 19.10 Is parody fair use? ...........................................................................19-14

Chapter 20 Remedies for Trademark Infringement
Darin P. McAtee

Injunctive Relief ....................................................................................................20-2

Q 20.1 When is injunctive relief available? .................................................20-2
Q 20.2 What is the scope of injunctive relief a court may award? ..........20-3
Q 20.3 When is a preliminary injunction available? ..................................20-5
Q 20.4 What happens if a defendant violates the terms of an  

injunction? ..........................................................................................20-7

Monetary Relief ....................................................................................................20-8

Q 20.5 What is the availability of monetary relief generally? ..................20-8
Q 20.6 When may the plaintiff recover the infringer’s profits? ................20-9

Q 20.6.1 Is proof of scienter required for an award of profits? ..........20-9
Q 20.6.2 Does reliance on the advice of counsel negate  

a finding of willful infringement? ..........................................20-9



xliv

 Intellectual ProPerty law answer Book 2019

Q 20.6.3 Who bears the burden of proof in showing the  
amount of the infringer’s profits? .......................................20-10

Q 20.6.4 Who determines the amount of profits to  
be disgorged? ........................................................................20-11

Q 20.7 When are actual damages available? ............................................20-11
Q 20.7.1 Who bears the burden of proof in showing the  

amount of the plaintiff’s actual damages? ........................20-12
Q 20.7.2 What is corrective advertising? ..........................................20-12

Q 20.8 Can the plaintiff recover both the infringer’s profits and  
its actual damages? .........................................................................20-13

Q 20.9 Are treble damages available? .......................................................20-13
Q 20.10 Are punitive damages available? ...................................................20-13

Attorney Fees and Costs ...................................................................................20-14

Q 20.11 May attorney fees be recovered? ..................................................20-14
Q 20.12 May court costs be awarded? ........................................................20-15

Remedies in Counterfeiting Cases ...................................................................20-15

Q 20.13 What are the penalties for criminal counterfeiting? ...................20-15
Q 20.14 What special remedies are available for civil counterfeiting? ......20-16

Chapter 21 Trademark Dilution
Darin P. McAtee

Definitions and Statutory Basis ..........................................................................21-2

Q 21.1 What is trademark dilution generally? ...........................................21-2
Q 21.1.1 What is dilution by blurring? ................................................21-3
Q 21.1.2 What is dilution by tarnishment? .........................................21-3

Q 21.2 Are trademark infringement and trademark dilution  
mutually exclusive? ...........................................................................21-3

Q 21.3 What is the statutory basis for an action for trademark  
dilution? ..............................................................................................21-4

Proving Dilution Generally .................................................................................21-5

Q 21.4 What are the elements of an action for trademark dilution? .........21-5
Q 21.5 Which party bears the burden of proof? ........................................21-6
Q 21.6 How does a plaintiff prove that its mark is famous? .....................21-6

Q 21.6.1 How does the court analyze “advertising and  
publicity”? ...............................................................................21-8



 Table of Contents  

xlv

Q 21.6.2 How does the court analyze “sales and revenue”? ............21-9
Q 21.6.3 How does the court analyze “actual recognition”? ............21-9
Q 21.6.4 How does the court analyze “federal registration”? ..........21-10

Q 21.7 How does a plaintiff prove “use in commerce”? ..........................21-11

Proving Dilution by Blurring .............................................................................21-11

Q 21.8 How does a plaintiff prove dilution by blurring? ........................21-11
Q 21.8.1 How does the court analyze “similarity”? .........................21-12
Q 21.8.2 How does the court analyze “distinctiveness”? ...............21-12
Q 21.8.3 How does the court analyze “substantially  

exclusive use”? .....................................................................21-13
Q 21.8.4 How does the court analyze “recognition”? .....................21-13
Q 21.8.5 How does the court analyze “intent”? ...............................21-14
Q 21.8.6 How does the court analyze “actual association”? ..........21-14
Q 21.8.7 How does a court weigh the various factors? ..................21-15

Proving Dilution by Tarnishment ......................................................................21-15

Q 21.9 How does a plaintiff prove dilution by tarnishment? .................21-15

Parties ..................................................................................................................21-17

Q 21.10 Who can bring a dilution action? ..................................................21-17
Q 21.10.1 What if the potential plaintiff has an  

unregistered mark? ..............................................................21-17
Q 21.11 Against whom can a dilution action be brought? ........................21-18

Q 21.11.1 Can a claim for dilution by blurring be brought  
against a defendant selling a competing product? ..........21-18

Q 21.11.2 Can a dilution claim be brought against an entity  
that aids in a third party’s dilution? ..................................21-19

Defenses ..............................................................................................................21-19

Q 21.12 What defenses may be raised in a dilution action? ....................21-19
Q 21.12.1 What statutory defenses are available in a  

dilution action? .....................................................................21-19
Q 21.12.2 How does the registration of a mark protect a  

defendant from claims of dilution? ....................................21-20
Q 21.12.3 What will the court protect as “fair use”? .........................21-20
Q 21.12.4 What will the court protect as “comparative  

advertising”? .........................................................................21-21
Q 21.12.5 What will the court protect as “parody”? .........................21-22
Q 21.12.6 How does a defendant prove “noncommercial”  

use as a defense? ..................................................................21-22



xlvi

 Intellectual ProPerty law answer Book 2019

Q 21.13 What equitable defenses are available to a defendant  
charged with trademark dilution? .................................................21-23

Remedies .............................................................................................................21-24

Q 21.14 What remedies can a court award for dilution? ..........................21-24
Q 21.15 What is the availability of injunctive relief? .................................21-24

Q 21.15.1 When will the court grant a permanent injunction? ......... 21-24
Q 21.15.2 When will the court grant a preliminary injunction? .........21-24
Q 21.15.3 What will the scope of the injunction be? .........................21-25

Q 21.16 What is the availability of monetary relief? .................................21-26
Q 21.16.1 How will a court treat actions for damages  

brought before October 6, 2006? ........................................21-26
Q 21.16.2 How will a court analyze willfulness? ................................21-26

Chapter 22 State Trademark Laws
Darin P. McAtee

Relation of State and Federal Trademark Laws ...............................................22-2

Q 22.1 What is the relation between state trademark laws and  
the Lanham Act? ................................................................................22-2

Registration ...........................................................................................................22-2

Q 22.2 Can a mark be registered in a state? ...............................................22-2
Q 22.2.1 What marks can be registered on a state’s register? .........22-3
Q 22.2.2 What is the effect of a state registration? ...........................22-3

Enforcing Rights ...................................................................................................22-4

Q 22.3 How does a plaintiff prove infringement under state law? ..........22-4
Q 22.4 How does a plaintiff prove dilution under state law? ...................22-5
Q 22.5 What remedies are available in a trademark action  

under state law? ................................................................................22-7
Q 22.5.1 Can a state court award punitive damages for  

trademark infringement? .......................................................22-7



 Table of Contents  

xlvii

Chapter 23 Practical Aspects of Trademark Litigation
Darin P. McAtee

Cease-and-Desist Letters .....................................................................................23-2

Q 23.1 When should a cease-and-desist letter be sent? ...........................23-2
Q 23.2 What is the value of a cease-and-desist letter? ..............................23-2
Q 23.3 What should a cease-and-desist letter say? ...................................23-3
Q 23.4 What risk factors should be considered before sending a  

cease-and-desist letter? ....................................................................23-4
Q 23.4.1 Should a cease-and-desist letter be sent to a “fan site”? .....23-4
Q 23.4.2 Is there a risk of bad publicity for the sender  

of a cease-and-desist letter? ..................................................23-5
Q 23.4.3 Is there a risk that the recipient of a cease-and-desist  

letter will sue the sender? .....................................................23-6

Planning Trademark Litigation ...........................................................................23-6

Q 23.5 Before bringing suit, what should a trademark owner  
consider with respect to the nature of its mark? ..........................23-6

Q 23.6 What should the trademark owner consider with respect  
to the infringing use? ........................................................................23-7

Q 23.7 Is it important to have a strong case before filing suit? ...............23-8
Q 23.8 What should a trademark owner consider with respect  

to the type of relief it is seeking? .....................................................23-9
Q 23.9 Should the trademark owner try to assert claims beyond  

its Lanham Act claims? ...................................................................23-10
Q 23.10 Should the trademark owner sue in state court or in  

federal court? ...................................................................................23-10
Q 23.10.1 How should venue be chosen? ...........................................23-10

Q 23.11 What administrative relief is available? .......................................23-11
Q 23.12 What are some practical considerations for pre-litigation  

and settlement negotiations? .........................................................23-11
Q 23.12.1 How can a covenant not to sue impact ongoing  

trademark litigation?  ...........................................................23-12
Q 23.13 What are some practical considerations for a defendant 

responding to a complaint? ...........................................................23-12

Discovery ............................................................................................................23-13

Q 23.14 What types of discovery are useful in a trademark case? ........... 23-13
Q 23.14.1 How should plaintiff target its discovery? ........................23-13



xlviii

 Intellectual ProPerty law answer Book 2019

Q 23.14.2 How should defendant target its discovery? ....................23-13
Q 23.15 What are some practical pointers regarding depositions?..........23-14

Q 23.15.1 Whom should the plaintiff depose? ...................................23-14
Q 23.15.2 Whom should the defendant depose? ...............................23-15

Q 23.16 What are some practical pointers regarding document  
requests? ..........................................................................................23-15

Q 23.17 What are some practical pointers regarding interrogatories? .......23-16
Q 23.18 What are some practical pointers regarding requests for 

admission? ........................................................................................23-16
Q 23.19 How can a litigant use the Internet as a discovery tool? ...........23-17

Expert Witnesses, Surveys, and Public Perception Evidence .......................23-17

Q 23.20 What role can experts play in a trademark case? .......................23-17
Q 23.20.1 What are the standards applied to trademark  

experts? .................................................................................23-17
Q 23.21 What is the role of survey evidence in a trademark case? ........23-18

Q 23.21.1 Can surveys establish genericness? ..................................23-20
Q 23.21.2 Can surveys establish secondary meaning? .....................23-20

Q 23.22 What is the role of third-party and public perception  
evidence? ..........................................................................................23-20

Q 23.22.1 Is public perception evidence inadmissible  
as hearsay? ............................................................................23-21

Motion Practice ...................................................................................................23-22

Q 23.23 When is a motion for a temporary restraining order and a 
preliminary injunction useful? .......................................................23-22

Q 23.24 What discovery motions should be considered? ........................23-24
Q 23.25 When is a motion in limine useful? ...............................................23-24
Q 23.26 Should a party seek bifurcation of the trial? ................................23-25
Q 23.27 Can a trademark case be resolved on a motion to dismiss  

for failure to state a claim? .............................................................23-25
Q 23.28 Can a trademark case be resolved on a motion for  

summary judgment? .......................................................................23-25
Q 23.28.1 Can the court’s summary judgment ruling be  

appealed? ..............................................................................23-27

Trial ......................................................................................................................23-27

Q 23.29  When should a jury be requested? ..............................................23-27
Q 23.29.1 How does a party request a jury? ......................................23-28
Q 23.29.2 If the defendant requests a jury, does the plaintiff  

have any choice? ..................................................................23-28



 Table of Contents  

xlix

Q 23.30 How is the burden of proof divided with respect to  
damages? ..........................................................................................23-28

Q 23.31 How can a party make its case more persuasive? ......................23-29

COPYRIGHTS

Chapter 24 Copyright Basics
Michael T. Reynolds

Statutory Foundations .........................................................................................24-2

Q 24.1 What is a copyright? .........................................................................24-2
Q 24.2 How long do copyrights last? ..........................................................24-3
Q 24.3 What is the purpose of copyright? ..................................................24-3
Q 24.4 What is the constitutional and statutory basis for the  

copyright laws of the United States? ..............................................24-4
Q 24.5 Who is an “author”? ..........................................................................24-4

Works for Hire ......................................................................................................24-4

Q 24.6 What is the significance of categorizing a work as a  
work for hire? .....................................................................................24-4

Q 24.7 How is a work for hire defined? .......................................................24-5
Q 24.7.1 What distinguishes employees from independent 

contractors? ............................................................................24-5
Q 24.7.2 What is a “commissioned work”? .........................................24-6

Q 24.8 Can photographs be works for hire? ..............................................24-6
Q 24.9 Can choreography be a work for hire? ...........................................24-6
Q 24.10 Can the works of a creative or artistic genius be  

works for hire? ...................................................................................24-7

Protected Subject Matter .....................................................................................24-7

Q 24.11 What subject matter is within the scope of a copyright? ............24-7
Q 24.12 What constitutes an “original work of authorship”? ....................24-8

Q 24.12.1 What kinds of things are typically not original  
enough to be protected? .......................................................24-8

Q 24.13 What constitutes a “tangible medium of expression”? .................24-9
Q 24.13.1 What is the significance of the phrase “now  

known or later developed”? ................................................24-10
Q 24.14 What does it mean to be capable of being “perceived,  

reproduced, or otherwise communicated”? ................................24-10



l

 Intellectual ProPerty law answer Book 2019

Idea Versus Expression .....................................................................................24-11

Q 24.15 What is the difference between a copyrightable expression  
and an uncopyrightable idea, concept, process, or system? .......24-11

Derivative Works, Compilations, and Other Key Categories.......................24-12

Q 24.16 What is a derivative work? .............................................................24-12
Q 24.17 What is a compilation? ...................................................................24-12
Q 24.18 Does the Copyright Statute protect both published and 

unpublished works? ........................................................................24-13
Q 24.18.1 What is the definition of a “published work”? ..................24-13
Q 24.18.2 What is the definition of an “unpublished work”? ...........24-14

Q 24.19 What is a “restored work”?.............................................................24-14
Q 24.20 Are works of the U.S. government protected  

by copyright? ...................................................................................24-15
Q 24.21 Can the U.S. government hold copyrights? ..................................24-15
Q 24.22 Are works of state governments protected by copyright? ........24-16

Chapter 25 Exclusive Rights and Fair Use
Michael T. Reynolds

Rights Under the Copyright Statute ...................................................................25-2

Q 25.1 What are “exclusive rights” in copyrighted works? ......................25-2
Q 25.1.1 Are the exclusive rights divisible? .......................................25-2
Q 25.1.2 Do the exclusive rights protect against  

noncommercial uses? ............................................................25-3
Q 25.2 What does it mean “to reproduce” a copyrighted work? .............25-3

Q 25.2.1 Does a copy have to be perfect to constitute a 
reproduction? .........................................................................25-4

Q 25.2.2 What is “thin” copyright? ......................................................25-4
Q 25.2.3 What if an idea can only be expressed in one way?...........25-5
Q 25.2.4 Are there exceptions to the reproduction right? ...............25-6
Q 25.2.5 Does a human being need to be involved in the  

copying for there to be a reproduction? .............................25-6
Q 25.3 What constitutes a derivative work? ..............................................25-7

Q 25.3.1 Can a derivative work be copyrighted? ...............................25-8
Q 25.4 What constitutes a “distribution”? ..................................................25-9
Q 25.5 What constitutes a “public performance”? ....................................25-9
Q 25.6 What is the “display” right? ...........................................................25-10



 Table of Contents  

li

Q 25.7 When does an “in-line” or embedded link to third-party 
copyrighted material on a website violate the display right? ...... 25-11

Q 25.8 What is a public performance by digital audio transmission? .....25-12
Q 25.8.1 Are there exceptions to the digital audio  

transmission right? ..............................................................25-12

Other Rights ........................................................................................................25-13

Q 25.9 What right does an author have to attribution? ..........................25-13
Q 25.9.1 Can an author sue for plagiarism? .....................................25-13

Q 25.10 What right does an author have to the integrity of a work? ........25-13

Fair Use ...............................................................................................................25-14

Q 25.11 What is “fair use”? ...........................................................................25-14
Q 25.12 What are the statutory factors considered in asserting  

fair use? .............................................................................................25-14
Q 25.13 What factors are relevant in defining “the purpose and  

character of a use”? ........................................................................25-15
Q 25.13.1 What is a parody? .................................................................25-16
Q 25.13.2 Can thumbnail images be transformative? .......................25-16

Q 25.14 How is the “nature of the work” defined? .....................................25-17
Q 25.15 How is “amount and substantiality” measured? .........................25-17

Q 25.15.1 Can music “samples” be fair use? ......................................25-18
Q 25.16 How is the effect of the use upon the potential market  

for, or value of, a use measured? ...................................................25-19

Chapter 26 Special Applications of Copyright Law
Michael T. Reynolds

Libraries and Archives (Section 108) .................................................................26-2

Q 26.1 Are libraries and archives exempt from copyright law? ..............26-2
Q 26.2 How do libraries and/or archives qualify for an exemption  

under section 108? ............................................................................26-3
Q 26.3 What types of works are excluded from section 108? ..................26-4
Q 26.4 What are the limitations on copies made by libraries and 

archives? .............................................................................................26-5
Q 26.4.1 How many reproductions can a library make? ...................26-5
Q 26.4.2 Can a library make copies or phonorecords of  

unpublished works for archival purposes? ........................26-6



lii

 Intellectual ProPerty law answer Book 2019

Q 26.4.3 Can a library make copies or phonorecords of published 
works in order to replace damaged or lost works? ...........26-6

Q 26.4.4 Can a library make a reproduction or distribution in 
response to a user’s request or another library’s  
request pursuant to an interlibrary loan? ...........................26-7

Q 26.5 May a library or archive exchange copies with other  
libraries? .............................................................................................26-8

Q 26.6 Is a library liable for copyright infringement for the  
unsupervised use of copying machines located on  
its premises? ......................................................................................26-8

Q 26.7 What special rights do libraries have during the last  
twenty years of any term of copyright of a published work? ......26-9

Rights in a Physical Copy Versus Copyrights ...................................................26-9

Q 26.8 Is there a difference between rights in a physical copy  
and the copyright in the underlying work? ....................................26-9

Q 26.8.1 What is the “first sale” doctrine?........................................26-10
Q 26.8.2 Can an acquirer of a copyrighted work display  

the acquired copy for others? ............................................26-12

Educational Performances (Section 110) ........................................................26-12

Q 26.9 Are educational or instructional performances exempt  
from infringement actions? ............................................................26-12

Secondary Transmissions of Broadcast Programming (Section 111)..........26-13

Q 26.10 What is a secondary transmission? ..............................................26-13
Q 26.10.1 What is a primary transmission? .......................................26-13

Q 26.11 What types of secondary transmissions are exempt from 
infringement actions? .....................................................................26-13

Q 26.12 How are secondary transmissions by cable systems treated? ......26-16
Q 26.12.1 What cable systems are eligible for the exemption? .......26-17
Q 26.12.2 What factors may preclude the exemption? .....................26-17
Q 26.12.3 What is a statutory (or compulsory) license for  

cable systems? ......................................................................26-18
Q 26.12.4 What formality is required for a compulsory license? ....... 26-18
Q 26.12.5 How are royalties calculated for a compulsory license? ....26-19

Ephemeral Recordings (Section 112) ...............................................................26-19

Q 26.13 What is an “ephemeral recording”? ..............................................26-19
Q 26.14 Are ephemeral recordings exempt from infringement  

actions? .............................................................................................26-20
Q 26.15 How are digital transmissions of sound recordings treated? ....... 26-22



 Table of Contents  

liii

Sound Recordings ..............................................................................................26-23

Q 26.16 What is the scope of exclusive rights in sound recordings? ........26-23
Q 26.17 Does the author of a sound recording have an exclusive  

right in the public performance of that recording? ....................26-26
Q 26.18 What is statutory licensing for sound recordings? .....................26-29
Q 26.19 How are rates for statutory licenses computed? ........................26-33

Compulsory Music Licenses (Section 115) ......................................................26-36

Q 26.20 What is a compulsory music license? ...........................................26-36
Q 26.21 How are rates for the compulsory license determined? ............26-40

Computer Programs (Section 117) ..................................................................26-41

Q 26.22 Are there limitations on exclusive rights relating to  
computer programs? .......................................................................26-41

Noncommercial Broadcasting (Section 118) ..................................................26-46

Q 26.23 Are there limitations relating to the use of certain works  
in connection with noncommercial broadcasting? .....................26-46

Q 26.24 How are rates set for compulsory licenses of works for  
use in noncommercial broadcasting? ...........................................26-47

Industrial Design ................................................................................................26-48

Q 26.25 Is industrial design copyrightable? ...............................................26-48

Architectural Works ...........................................................................................26-49

Q 26.26 Are there particular rules with respect to architectural  
works? ...............................................................................................26-49

Copies for Persons with Disabilities (Section 121).........................................26-52

Q 26.27 Are there exemptions from infringement actions for  
copies reproduced or distributed for the blind or persons  
with disabilities? ..............................................................................26-52

Chapter 27 Copyright Ownership, Transfer, and Duration
Michael T. Reynolds

Ownership ............................................................................................................27-2

Q 27.1 Who owns a copyright? ....................................................................27-2



liv

 Intellectual ProPerty law answer Book 2019

Q 27.1.1 Is someone who directs the work of others  
an “author”? ............................................................................27-2

Q 27.2 What is the nature of joint ownership? ..........................................27-3
Q 27.2.1 How is joint authorship established? ..................................27-4
Q 27.2.2 Can joint authors transfer their interests?..........................27-5

Q 27.3 Who owns a work for hire? ..............................................................27-5
Q 27.4 Who owns a collective work? ..........................................................27-6

Transfer ..................................................................................................................27-6

Q 27.5 How are copyrights transferred? .....................................................27-6
Q 27.6 What formalities are necessary to transfer a copyright? .............27-7
Q 27.7 How are transfers or licenses terminated? ....................................27-8

Q 27.7.1 Does the statutory termination right supersede any 
agreement to the contrary? ..................................................27-9

Q 27.7.2 What notice is required for exercising the  
termination right? ..................................................................27-9

Q 27.7.3 Who may exercise the right to terminate a transfer? ......27-10
Q 27.7.4 What is the result of an exercise of the  

termination right? ................................................................27-11
Q 27.8 Is the ownership of the copyright different from the  

ownership of the material object? ................................................27-11

Duration ..............................................................................................................27-12

Q 27.9 What is the duration of a copyright for works created  
on or after January 1, 1978? ...........................................................27-12

Q 27.10 What is the duration of a copyright for works that were 
copyrighted before January 1, 1978? ............................................27-12

Q 27.11 What is the duration of a copyright for works created—but  
not published or copyrighted—before January 1, 1978? ...........27-12

Q 27.12 Is duration affected by a transfer of the copyright? ...................27-13

Public Domain; Orphan Works ........................................................................27-13

Q 27.13 What is the public domain? ...........................................................27-13
Q 27.14 What is Creative Commons licensing? ..........................................27-14
Q 27.15 What is an “orphan work”? ............................................................27-14
Q 27.16 What problems do orphan works create? ....................................27-15



 Table of Contents  

lv

Chapter 28 Copyright Notice and Registration
Michael T. Reynolds

Notice ....................................................................................................................28-2

Q 28.1 Are notices of copyright required? .................................................28-2
Q 28.2 What benefits does notice provide? ...............................................28-2
Q 28.3 What form should the notice take? .................................................28-2
Q 28.4 Is a single notice of copyright effective for a collective work? ......28-3
Q 28.5 What is the effect of an omitted notice of copyright? ..................28-3
Q 28.6 What is the effect of a notice with the wrong name or date? ......28-4

Registration ...........................................................................................................28-5

Q 28.7 What benefits does registration provide? ......................................28-5
Q 28.8 How are copyrights registered? .......................................................28-5
Q 28.9 What type of copy must be deposited with the Library of 

Congress? ...........................................................................................28-5
Q 28.10 Where are forms available to register a copyright? ......................28-6
Q 28.11 Are lawyers needed to register copyrights? ..................................28-7

Chapter 29 Copyright Infringement Actions
Michael T. Reynolds

Defendants ............................................................................................................29-2

Q 29.1 Who is liable for infringement of a copyright? ..............................29-2
Q 29.2 What is secondary liability for copyright infringement? .............29-3

Q 29.2.1 Who is liable for contributory infringement? .....................29-3
Q 29.2.2 Who is liable for actively inducing infringement? ..............29-4
Q 29.2.3 Who is liable for vicarious infringement? ...........................29-5

Q 29.3 Must certain defendants be joined in an infringement action? ......29-5

Plaintiffs .................................................................................................................29-6

Q 29.4 Who can bring an infringement action? .........................................29-6
Q 29.4.1 Can a licensee sue for infringement? ...................................29-6
Q 29.4.2 May assignors and assignees sue for infringement?..........29-6

Q 29.5 Does a plaintiff need to register a copyright before  
bringing suit for its infringement? ...................................................29-7

Q 29.6 Who may intervene in an infringement action? ............................29-7



lvi

 Intellectual ProPerty law answer Book 2019

Q 29.7 Are there special rules for infringement suits by television 
broadcast stations? ...........................................................................29-8

Q 29.8 What parties must be joined as plaintiffs in an  
infringement action? .........................................................................29-9

Injunctions .............................................................................................................29-9

Q 29.9 Can a copyright owner obtain an injunction for an  
infringement? .....................................................................................29-9

Q 29.9.1 What are the requirements for a preliminary  
injunction? ...............................................................................29-9

Q 29.9.2 What are the requirements for a permanent  
injunction? .............................................................................29-10

Impoundment .....................................................................................................29-11

Q 29.10 Can infringing articles be impounded or destroyed? .................29-11

Damages .............................................................................................................29-13

Q 29.11 What damages are available in a successful  
infringement action? .......................................................................29-13

Q 29.11.1 How are actual damages and profits calculated? .............29-13
Q 29.11.2 What are statutory damages? .............................................29-16
Q 29.11.3 Must an infringed work be registered with the Copyright  

Office in order to qualify for statutory damages? ............29-17
Q 29.11.4 How are statutory damages calculated? ...........................29-17
Q 29.11.5 Is a copyright owner entitled to statutory damages  

for each copy made? ............................................................29-19

Costs and Attorneys’ Fees .................................................................................29-21

Q 29.12 Are costs and attorneys’ fees available for successful  
infringement actions? .....................................................................29-21

Q 29.12.1 Who counts as a “prevailing party”? .................................29-21
Q 29.12.2 What factors does the court consider in deciding  

whether to award attorneys’ fees to a  
prevailing party? ...................................................................29-22

Q 29.12.3 How is the amount of attorneys’ fees calculated? ...........29-23
Q 29.13 Can defendants limit their exposure to attorneys’ fees  

and costs? .........................................................................................29-25

Criminal Violations ............................................................................................29-25

Q 29.14 Is copyright infringement a criminal offense? .............................29-25



 Table of Contents  

lvii

Q 29.15 Are there criminal copyright violations apart from  
infringement? ...................................................................................29-27

Q 29.16 What are the penalties for copyright crimes? .............................29-28

Chapter 30 The Digital Millennium Copyright Act
Michael T. Reynolds

Scope of the Statute .............................................................................................30-2

Q 30.1 What is the DMCA? ............................................................................30-2
Q 30.2 What is the purpose of the OCILLA? ...............................................30-3
Q 30.3 What limitations on service provider liability are  

created by OCILLA? ...........................................................................30-3
Q 30.3.1 Is the DMCA a limitation on liability or a safe harbor? .......... 30-4

Q 30.4 How is a “service provider” defined under the DMCA? ................30-5

Limitations on Liability .........................................................................................30-5

Q 30.5 What threshold conditions must a service provider meet  
in order to receive the protections of the DMCA? ........................30-5

Q 30.6 What activities are referred to as “transitory digital  
network communications”? .............................................................30-6

Q 30.7 What activities constitute “system caching”? ...............................30-7
Q 30.8 What activities result in information residing on the  

network “at the direction of users”? ...............................................30-8
Q 30.8.1 When does a service provider lose its protection  

because of knowledge of the infringement? .....................30-10
Q 30.8.2 When does a service provider lose its protection  

because of financial benefit from the infringement? .........30-10
Q 30.8.3 What is a DMCA “takedown notice”? .................................30-11
Q 30.8.4 What is a “counter-notification”? .......................................30-12
Q 30.8.5 What mechanisms are in place to prevent abusive  

use of takedown notices and counter-notifications? ........ 30-13
Q 30.9 What constitutes an information location tool? ..........................30-14

Identifying Alleged Infringers ...........................................................................30-15

Q 30.10 Can a copyright owner request that a service provider  
identify an alleged infringer? .........................................................30-15

Injunctions ...........................................................................................................30-16

Q 30.11 What type of injunctive relief is available? ..................................30-16



lviii

 Intellectual ProPerty law answer Book 2019

Chapter 31 Digital Audio Recording Devices and Media
Michael T. Reynolds

Purpose of the AHRA ...........................................................................................31-2

Q 31.1 What is a “digital audio recording device”? ...................................31-2
Q 31.2 Are copy controls required? ............................................................31-2
Q 31.3 What if an end user tries to circumvent the copy controls? .......31-3

Royalties ................................................................................................................31-3

Q 31.4 What are the obligations to make royalty payments? ..................31-3
Q 31.4.1 How is the royalty calculated? .............................................31-4
Q 31.4.2 Does the royalty obligation continue through each  

step in the distribution chain? .............................................31-5
Q 31.4.3 Where are royalty payments deposited? ............................31-5

Q 31.5 Who is entitled to royalty payments? .............................................31-5

Remedies ...............................................................................................................31-6

Q 31.6 What remedies are available for circumvention of a  
copyright protection system? ..........................................................31-6

Chapter 32 Practical Aspects of Copyright Litigation
Michael T. Reynolds

Bringing an Action ...............................................................................................32-2

Q 32.1 What factors should be considered before bringing a  
copyright claim? ................................................................................32-2

Q 32.2 What ownership issues arise in connection with actions? ..........32-3
Q 32.3 Can an action be brought before a copyright is registered?........32-4

Damages ...............................................................................................................32-5

Q 32.4 What are the considerations in choosing between  
statutory and actual damages? .......................................................32-5

Experts ...................................................................................................................32-5

Q 32.5 What role can experts play in copyright cases?............................32-5
Q 32.5.1 Are technical experts useful? ...............................................32-6



 Table of Contents  

lix

Discovery ..............................................................................................................32-6

Q 32.6 What type of discovery is useful in copyright cases? ..................32-6
Q 32.6.1 Is discovery of “things” useful? ............................................32-7

Q 32.7 How can a litigant use the Internet as a discovery tool? .............32-8

Summary Judgment ............................................................................................32-8

Q 32.8 Can copyright cases be resolved on summary judgment? ..........32-8

Injunctions ...........................................................................................................32-10

Q 32.9 What practical issues arise in connection with seeking  
preliminary injunctive relief? .........................................................32-10

Index ........................................................................................................................I-1






