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§ 4:1 In General
Method, or process, claims are generally easier to write than

mechanical claims. The reason for this is that method claims by their
very nature do not require as much structural “connecting up” nor as
many detailed statements of the mechanical cooperation of parts as do
mechanical claims. Also, selecting the elements (steps) is easier, and
there is less problem in giving the elements names, broad or narrow.

As to form, the body of a method claim is rarely much more
difficult to write than a cookbook recipe:

Preheat an oven to 350°F; sift 1½ cups of sugar; sift 1 cup
of cake flour; sift together the sugar and the flour; add ½
teaspoon of salt to the sifted sugar and flour; beat . . .
eggs . . . ; add the beaten eggs; . . . ; bake in the preheated
oven for 45 minutes.

As easy as pie (or angel cake)!
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The words “method” and “process” are interchangeable in the
patent law, although “process” is perhaps more frequently used in
chemical cases, while “method” is more usual in mechanical and
electrical cases. To provide uniformity, this statutory class is now
called “process” in 35 U.S.C. § 100(b) and is defined therein to mean
“process, art or method.”

Most of the general rules previously given apply also to method
claims. They may be broad or narrow; may be chemical, mechanical,
or electrical; and may have most of the other variations (for example,
genus/species) found in mechanical claims. The terms in the claim
must find support in the specification; reference numerals may be
used; appropriate antecedents are necessary; logical order is also
necessary; steps must be “tied” together; “whereby” clauses may be
used. However, even if a drawing of the invention is part of the
disclosure, the steps of the method need not be shown in the drawing,
in contrast to elements of a product claim. It is not necessary to
provide a flow diagram of the claimed steps in the drawings, although
such a diagram might be helpful in some cases for making a process
more easily understandable.

A very important rule to remember is that the “elements” of a
method claim, instead of being structural parts, are, and must be, acts
or manipulative steps that are performed upon an article, workpiece,
or chemical substance. It is the transformation or reduction of the
article, workpiece, or chemical substance to a different state or thing
that is the essence of a method claim—and the key to its patentability.
This is especially true when the claimed method includes no particular
machine or apparatus.1

There is no per se objection to claiming a single-step method,2

except where a broad functional step is claimed, as noted in
section 3:25. However, most claimed methods do involve combina-
tions of steps, as is the case with machines and circuits. Of course, the
claim must particularly point out and distinctly claim what the
applicant regards as his invention (section 1:1), which is the basic
requirement of 35 U.S.C. § 112 (see section 3:29.10).

In re Kuehl3 announced a liberal philosophy toward granting
method or process claims of various kinds, even where the point of
novelty appears to the examiner to reside in other statutory classes
(new compound in that case), so long as the process is unobvious to

1. Gottschalk v. Benson, 409 U.S. 63 (1972) (discussed in section 1:4.2).
2. Ex parte Kelly, 173 U.S.P.Q. (BNA) 743 (B.P.A.I. 1971); Ex parte Britton,

154 U.S.P.Q. (BNA) 321 (B.P.A.I. 1967); Ex parte Macy, 132 U.S.P.Q.
(BNA) 545 (B.P.A.I. 1960).

3. In re Kuehl, 475 F.2d 658, 177 U.S.P.Q. (BNA) 250 (C.C.P.A. 1973).
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one of ordinary skill in the art. This was further defined in In re
Durden.4

A claim may be valid even if it combines two statutory classes of
invention, for example, method claims relying on their performance
using particular apparatus.5

A process claim may be patentable if an otherwise conventional
process uses either a novel material or an old material whose use in the
claimed process would have been unobvious.6 In either case, the test is
whether the process is found to be unobvious. Durden held that use of
a novel or unobvious starting material or producing a novel or
unobvious end product was not enough. The process had to be
unobvious to one of skill in the art. Thus a claim:

A process for making a soap comprising mixing water with
compound X.

would be a patentable claim if compound X is as above.7 But a process
claim for making a novel material using a conventional process and
conventional materials is not patentable.8 Finally, making a known
material but in an unobvious manner is a patentable process.9 Some
aspect of the making, not of the result, must be novel.

There is a peculiar exception to process protection. Public Law 104-208
enacted in 1996 denies patent owners the right to enforce patents
claiming medical or surgical procedures that do not involve patented
pharmaceuticals or patented devices. One can claim the process in the
usual way methods are claimed. But the claim is now without value,
since it cannot be enforced in a court. The claimed process should
include reference to a patented drug or to a patented device in one of
the claim elements if the claim is to have hope for enforcement. But
then the accused infringer must also have used the patented drug or
device in performing the process accused of infringing.

Summary

Method claims involve one or more acts or steps performed on an
article, workpiece, or chemical substance to achieve some result

4. In re Durden, 763 F.2d 1406, 226 U.S.P.Q. (BNA) 359 (Fed. Cir. 1985).
5. Collaboration Props., Inc. v. Tandberg ASA, 81 U.S.P.Q.2d (BNA) 1530

(N.D. Cal. 2006).
6. In re Ochiai, 71 F.3d 1565, 37 U.S.P.Q.2d (BNA) 1127 (Fed. Cir. 1995).
7. Ex parte MacAdams, Wu & Joyner, 206 U.S.P.Q. (BNA) 445, 447 (B.P.A.I.

1978); In re Mancy, 499 F.2d 1289, 182 U.S.P.Q. (BNA) 303, 306 (C.C.P.A.
1974).

8. Id.
9. In re Hirao, 190 U.S.P.Q. (BNA) 15 (C.C.P.A. 1976).
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in the useful or technical arts. The elements of a method claim
must be steps or acts, expressed as verbal statements or phrases.

§ 4:2 Elements of Method Claims
Generally, the verbs in a method claim need not be phrased in any

particular voice or tense as long as there is no ambiguity and the
requirements of section 112 are met.10 Nevertheless, it must be
remembered that the elements of a method claim are method steps,
which should usually be verbal (gerundial) phrases, introduced by a
gerund or verbal noun (the “-ing” form of a verb), such as (the gerunds
are italicized):

(a) reciprocating the guide . . .

(b) punching a series of holes . . .

(c) impressing a signal . . .

(d) coating the sheet with an adhesive . . .

(e) heating the mixture to a temperature of . . .

(f) separating the alcohol from the aqueous solution . . .

(g) distilling the aqueous solution to separate the alcohol
therefrom . . .

(h) fractionally crystallizing the aqueous solution to separate
the alcohol therefrom . . .

(i) permitting the mixture to cool . . .

The three steps (“separating,” on the one hand, and “distilling” or
“crystallizing,” on the other) illustrate, respectively, generic and two
species method steps (see section 6:9).

One should be aware that as to the format of step (g), examiners
sometimes express a preference for language similar to the following:
“(g’) separating the alcohol from the aqueous solution by distilling the
solution. . . .” The argument favoring such wording is along these
lines: “Regarding the phrase ‘distilling . . . to separate,’ [as in step (g)]
one could distill the solution, yet never achieve alcohol separation.
Such separation being the ultimate goal of the step, it (separation)
should be more positively recited by being made the introductory
gerund of the clause [“separating . . . by distilling,” as in step (g’)]
which sets forth the step.”

It is believed that this is fallacious reasoning. First, steps (g) and (g’)
may be seen to cover exactly the same territory logically and
semantically. Second, an objection to the form of a step written as

10. Ex parte Lewin, 154 U.S.P.Q. (BNA) 487 (B.P.A.I. 1966).
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step (g) ignores the expressly stated substantive limitation therein
of “distilling . . . to separate.” This limitation requires that the
distillation effect the separation. Third, an administrative prefer-
ence for one or the other form of the step ignores the reasonable
latitude permitted by decisions such as Lewin,11 cited at the beginning
of this section. Fourth, seemingly ignored are the principles set forth in
the next paragraph.12

The choice of which word (gerund) to use for introducing a method
step is similar to the choice of which word to use for describing
elements in apparatus claims. Generally, one chooses the broadest
word the prior art will allow. Thus, in step (g), “distilling” is narrower
than step (f) “separating.” One may recite a generic or broad step, such
as “separating,” that is really a function or result of a more specific act
such as “distilling” or “crystallizing.” Moreover, it is permissible for a
method step to recite some condition or property without reciting in
the claim every step necessary to obtain or achieve that condition or
property.13 For example, “distilling” alone in step (g) should be
sufficient. There should usually be no need, in place of “distilling,”
to recite “placing the aqueous solution in a (certain) container . . .”;
“heating the solution to a (certain) temperature . . .”; “condensing the
alcohol vapors . . .”; etc. Of course, the terms used must find some
antecedent in the disclosure. Preferably, therefore, the word appearing
in the claim can be found in the specification, where it will have also
been defined or explained or how it relates to the subject of the
invention will have been described. Often, the word used is itself so
clear in its meaning, like “heating” or “separating,” that explanation of
the word is not needed and its simple or mere mention by use of the
precisely same word or a clearly equivalent word in the supporting
specification is a sufficient antecedent. However, where the step or
process procedure is not clear from the word used (for example,
distilling in a particular context, like wine or petroleum, needs more
explanation), the mere word “distilling” is not detailed enough, and
its component parts, heating and separating, may also have to be
recited.

11. Id.
12. If, however, the two formats, (g) and (g’) truly are the same, one would

usually be foolish to “fight” the examiner on the point. There are usually
more important issues present, and a firm stand by the applicant on one
particular format may not, in the words of Cicero, “render the audience
[here, the examiner] benevolent” as to more substantive issues.

13. In re Roberts, 470 F.2d 1399, 176 U.S.P.Q. (BNA) 313 (C.C.P.A. 1973); In re
Alul & McEwan, 175 U.S.P.Q. (BNA) 700 (C.C.P.A. 1972); In re Rainer, 134
U.S.P.Q. (BNA) 343 (C.C.P.A. 1962). Of course, either the specification must
disclose, or a person skilled in the art must know, how to achieve the
condition or property.
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4–5(Faber, Rel. #6, 5/18)



Pragmatically, the choice of what gerund to use is really of little
moment as to the form of the claim. Moreover, 35 U.S.C. § 112 states
(in the same paragraph sanctioning “means plus function” clauses)
that:

An element in a claim for a [method] combination may be
expressed as a . . . step for performing a specified function without
the recital of . . . acts in support thereof, and such claim shall be
construed to cover the corresponding . . . acts described in the
specification and equivalents thereof.

Thus, the statute expressly sanctions the use of broad functional
steps, such as “separating,” where the prior art permits, rather than
the specific act, “distilling.” The interpretation of this language is
similar to that described under “means claims” in section 3:29:
the claim “shall be construed to cover the corresponding . . . acts
described . . . and equivalents. . . .” Consequently, as with means
clauses, the scope of protection afforded is exactly as broad as “the
invention” disclosed in the specification, plus equivalents. Although
“step of” clauses may be used whenever the prior art permits, their
scope may be more restricted under applicable precedent than a clause
with more specific language on the method step. For example, in (f) or
(g) above, one could recite “the step of separating” or “performing a
step separating” or other equivalent language which could be governed
by section 112. Better now would be to use the actual recital of a
process step, “separating” or perhaps “distilling to separate” or “dis-
tilling for separating.” The latter two phrases would now likely be
governed by section 112, and might be restricted merely to the steps
disclosed in the specification and their equivalents (see section 3:29).

The distinction between acts and steps is probably more academic
than real, as very few, if any, cases focus on the difference in concept
between a functional step and the act done to perform the step. As
with “means claims,” such functional step clauses must be limited to
claims to combinations. In concept, a single-step method claim is all
right (see section 4:1) only when the step is an act.

The preamble of a method claim may be almost the same as that
of a mechanical claim. Generically, the following preamble format
is usually appropriate: “A method of (or process for) performing a
specified act (or operation) on a particular article (or workpiece or
chemical substance) which comprises: . . .” Except for the words
“a method” this format is identical to the format proposed in
section 3:2 for apparatus claim preambles. Note that the workpiece
is properly placed in the preamble, just as it is in the apparatus claims
(see section 3:3). In the broader claims, avoid describing the work-
piece or article any more narrowly than the prior art requires, which
would be an “unnecessary article limitation” in the words of the

§ 4:2 FABER ON MECHANICS OF PATENT CLAIM DRAFTING
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Patent and Trademark Office comments on grading Agent’s Exam
method claims. The preamble is not locked into a particular format,
and can be shorter than the above suggestion, as the invention
warrants.

Another similar preamble format ends with the transition words
“which comprises the steps of: . . . .” The choice between these and
equivalent forms is a matter of style. Equivalents of “comprises” are
used: “includes,” “has.” The words “the steps of” or equivalents might
not be used (see Example III in chapter 3).

Referring again to the take-up barrel of Example III (see
section 3:29.21, above) a method claim relating thereto might read:

4. A method of collecting an advancing strand in a barrel,
which comprises:

(a) guiding the advancing strand into the barrel;

(b) rotating the barrel so that the point of collection of the
strand varies circularly with respect to the bottom of
the barrel; and

(c) reciprocating a guide point above the barrel so that
the point of collection varies radially with respect to
the bottom of the barrel.

Note the similarity in form to the apparatus claim in section 3:29.
If the title of Claim 4 were changed to “Apparatus for . . .” and the
phrase “means for” were inserted before each step, one would have a
proper apparatus claim (at least as to form). This is typical of most
method claims: Add the words “means for” to transform a method
step into an apparatus element. Similarly, where an apparatus element
is expressed in “means for” fashion, deletion of that phrase usually
results in a proper (as to form) method step. Thus, method and
apparatus claims can be of comparable scope and equally broad or
narrow. Where the practitioner elects to include both apparatus and
method claims in a specification, it would not be unusual to have at
least some of the two types of claims analogous, that is, the method
steps in a method claim become “means for” clauses in the analogous
apparatus claim. As is elsewhere recommended, where an invention
permits, different classes of claims should be used to cover an inven-
tion. Where an apparatus accomplishes something in a series of
operations, the series can be claimed in a series of steps in a method
claim.

Further examples of method claims of many kinds are given in
Appendix A.

§ 4:2Method or Process Claims
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Summary

The elements of a method claim are acts or steps, customarily
phrased as gerunds (“heating”). They can be broad or narrow,
depending on the prior art, and functional step clauses (“sepa-
rating”) can be used, corresponding to means clauses where the
function performed, not the act used to do it, is the important
thing. Single-step method claims are permitted where the step is
an act, not a functional step.

§ 4:3 Order of Steps
The elements (steps) of a method claim must, of course, also be set

forth in some logical order. The order of listing the elements in
method claims is usually clearer than in mechanical claims. The
elements of a method claim are typically recited in the sequence in
which the steps are performed. If the claim does not expressly indicate
that steps are performed simultaneously or in a different order than
the sequence in which the elements appear, the reader of the claim will
assume the steps are performed in the sequence of their appearance.
The order of the steps is required “when the claim language, as a
matter of logic or grammar, requires that the steps be performed in the
order written, or the specification directly or implicitly requires” that
order.14 But unless the sequence of steps is expressed in the claim, the
sequence is not being claimed15 and another sequence may be either
prior art to the claim or an infringement of the claim.16 If the nature of
the method requires a sequence different than the order of the
elements, then the reader will not read the claim in the usual way.
(Of course, mechanical claims have their logical sequence of elements
too, as noted above at section 3:21.)

In the method of Claim 4, all three steps (“guiding,” “rotating,” and
“reciprocating”) occur simultaneously, each to accomplish its respec-
tive result and all to accomplish the intended result stated in the
preamble so that, as written, either clause (b) or (c) could immediately
follow step (a). It would be illogical to put step (a) last or in the middle.

14. MFormation Techs., Inc. v. Research in Motion Ltd., 764 F.3d 1392,
112 U.S.P.Q.2d (BNA) 1125 (Fed. Cir. 2014); Kaneka Corp. v. Xiamen
Kingdomway Grp. Co., 790 F.3d 1298, 115 U.S.P.Q.2d 1001 (Fed. Cir.
2015); Wi-LAN, Inc. v. Apple, Inc., 811 F.3d 455, 117 U.S.P.Q.2d (BNA)
1552 (Fed. Cir. 2016).

15. Bio-Tech. Gen. Corp. v. Duramed Pharm., Inc., 325 F.3d 1356, 66
U.S.P.Q.2d (BNA) 1360 (Fed. Cir. 2003) (sequence of taking a regimen of
pharmaceuticals could be changed and still be within a method claim
reciting a different sequence without requiring it).

16. Altiris, Inc. v. Symantec Corp., 318 F.3d 1363, 65 U.S.P.Q.2d (BNA) 1865
(Fed. Cir. 2003).
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Steps (b) and (c) each modify the activity described in step (a). If one
step modifies what is being done in or what has been accomplished by
another step, the step modified should precede the modifying step.
While a reader familiar with Claim 4 herein and the disclosure in the
specification supporting that claim would realize that steps (b) and
(c) should be performed simultaneously, better claim form would be to
tell the reader, by reciting at the beginning of element (c) “while
rotating the barrel, . . .” or “simultaneously” or beginning element
(b) with “simultaneously,” but finishing element (b) without the “;” so
as to connect it with element (c) rather than element (a).

Quite often, the steps, or some of them, must be performed in a
given sequence. In this event, expressions indicative of the order
should be used, such as: “first,” “second,” “then,” “subsequently,”
“after the embossing step,” “between steps (c) and (d),” etc.17

Where all of the steps must be performed in a specific order, then all
should be tied in chronologically, either by sequence words associated
with the description of each step,18 as previously discussed, or by a
preamble statement such as: “A method of _________________, com-
prising the following steps in the order named: . . .” or “. . . in the
sequence set forth: . . .” These are useful ways of stating a necessary
order of steps, particularly for claims with many steps.

Sometimes the description of a particular step inherently implies
the order, as when a claimed step refers to the result of performing
another claimed step.19 An example is: “(a) depositing a film of zinc on
a substrate; (b) depositing a film of platinum on the zinc film.” In this
case, the order need not be further expressly stated, because step (a)’s
precedence in time over step (b) is required by the phrase “on the zinc
film” in step (b). Step (b), therefore, cannot, within the wording of the
claim, be performed until the zinc film is deposited by step (a).

If grammar, logic, specification, or prosecution history require
sequential performance of the steps, then the claims will be so
construed and limited.20

Where the claim does not expressly state or necessarily imply the
sequence of all or some steps, it would cover the steps performed in
any order or simultaneously.21 In Altiris, Inc. v. Symantec Corp., the

17. Note that use of the outline form of claim, with each step labeled with a
number or letter, permits reference back to, for example, “step (c),” instead
of to “the mixing step.”

18. E-Pass Techs., Inc. v. 3Com Corp., 473 F.3d 1213, 81 U.S.P.Q.2d (BNA)
1385 (Fed. Cir. 2007).

19. Id.
20. Apple, Inc. v. Motorola, Inc., 757 F.3d 1286, 110 U.S.P.Q.2d (BNA) 1695

(Fed. Cir. 2014); Wi-LAN, Inc. v. Apple, Inc., 811 F.3d 455, 117 U.S.P.Q.2d
(BNA) 1552 (Fed. Cir. 2016).

21. Altiris, Inc., 318 F.3d 1363, 65 U.S.P.Q.2d (BNA) 1865.
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Federal Circuit looked at the preamble of the claim and at the
specification and found no requirement for a specific sequence, even
though the specification had a sequence in the preferred embodi-
ment description. (For example, the patentability of the claim or the
question of its infringement would not be determined by an unspeci-
fied sequence of the steps.) Then, as with the barrel take-up method,
the order of description is a matter of logical convenience. However,
where a required sequence of steps is not stated, it is conventional
among practitioners, and logical to claim readers, to assume that steps
are performed in the order of their appearance in the claim, unless the
claim language indicates otherwise (rotating the barrel and reciprocat-
ing the guide point, and then only as to that step).

Summary

Where the steps, or some of them, must be performed in
sequence, one after the other, the sequence should be described.
Otherwise, the steps should be set out in any logical order in
which they should be performed, but with no sequence pre-
cisely stated. As with all other limitations in any claim of any
kind, make sure every word and every phrase is necessary in
the broader claims. Consequently, do not expressly state the
sequence unless it is important to the claim.

§ 4:4 Obvious Method Using Novel Starting Material or
Producing Unobvious Product

It is possible to obtain a United States patent claim to a process,
even though the general process steps are obvious, when the process
uses a novel or unobvious starting material or is for producing an
unobvious product.

In re Ochiai22 holds that the U.S. Patent and Trademark Office
(PTO) had misinterpreted a prior Federal Circuit decision, In re
Durden,23 to establish a rule of per se obviousness, that an obvious
chemical process can never be patentable even when it uses a novel
starting material or produces an unobvious product. The Federal
Circuit in Ochiai rejected the Patent Office argument that a process
is obvious if prior art references disclose the same general process
using “similar” starting materials.

Ochiai sought to patent a process for converting an acid into a
cephem compound. Both the acid and cephem were subjects of other
Ochiai patents. The examiner rejected the application claims on the

22. In re Ochiai, 71 F.3d 1565, 37 U.S.P.Q.2d (BNA) 1127 (Fed. Cir. 1995).
23. In re Durden, 763 F.2d 1406, 226 U.S.P.Q. (BNA) 359 (Fed. Cir. 1985).

§ 4:4 FABER ON MECHANICS OF PATENT CLAIM DRAFTING

4–10



ground that they claimed conventional process and that the only
difference from the prior art was the selection of a slightly different
starting material to make a slightly different final product. The Board
of Patent Appeals and Interferences of the PTO affirmed the examiner
based on controlling prior decisions In re Larsen,24 In re Albertson,25

and In re Durden.26

The Patent Office took an expansive view of the 1985 Durden
decision. If a claimed process involved prior art steps and merely used
reactants which were “similar” to the prior art reactants, examiners
held such a process unpatentable based on Durden.

In re Pleuddemann27 was another case involving the so-called
Durden rule. The court held that the Durden case did not concern
patent claims covering a method of using a material, but only
concerned claims covering a method of making the material.

In 1995, Congress enacted 35 U.S.C. § 103(b), which allowed an
obvious biotechnical process of using or making an unobvious bio-
technical product to be patented so long as the claims to the obvious
process co-existed with valid claims to the unobvious product in the
same patent. This law is limited to biotechnology patents.

In Ochiai, the Federal Circuit reversed the examiner. It found that
the acid starting material was not known to the prior art and that a
person having no knowledge of the acid could hardly find it obvious to
make a product using this acid as a reactant. The court pointed out
that the test of obviousness is statutory and requires the comparison of
the claimed “subject matter as a whole” with the prior art. It pointed
out that this inquiry is highly fact specific, regardless of whether the
claimed invention is directed to a process of making, a process of
using, or some other process. The Federal Circuit found that the PTO
examiner had used Ochiai’s disclosure of the acid starting material in
his own application as if the acid was in the prior art and this was not
correct. The court also held that no prior decision had established a per
se rule of unpatentability and noted that its prior decision in Durden
had expressly cautioned “not to generalize or make rules for other
cases.”

The Patent Office argued that the courts’ prior decisions in Durden,
Pleuddemann, and other cases had been inconsistent. The Federal
Circuit rejected this argument and pointed out that all of the prior
decisions were based on fact-intensive comparisons of the claimed
processes with the prior art, as required by the patent statute.

24. In re Larsen, 292 F.2d 531, 130 U.S.P.Q. (BNA) 209 (C.C.P.A. 1961).
25. In re Albertson, 332 F.2d 379, 141 U.S.P.Q. (BNA) 730 (C.C.P.A. 1964).
26. Durden, 226 U.S.P.Q. (BNA) 359.
27. In re Pleuddemann, 910 F.2d 823, 15 U.S.P.Q.2d (BNA) 1738 (Fed. Cir.

1990).
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The Federal Circuit concluded by stating that when “any applicant
properly presents and argues suitable method claims, they should be
examined in light of all . . . relevant factors, free from any presumed
controlling effect of Durden or any other precedent.” In other words,
after considering what is being claimed, what exists in the prior art and
the level of skill of those practicing in the art, the obviousness or
nonobviousness of the method claimed should be determined.

Summary

Method claims to a known method starting with a novel or
unobvious starting material or producing an unobvious product
may be patentable if the subject matter of the claim as a whole
is unobvious.

§ 4:5 Claims to Both Method and Apparatus; Method Is
Function of Apparatus

Until 1968, there was a fundamental principle that, to be patent-
able, a method must be more than the “inherent function of the
apparatus” that was disclosed to effect the method. As stated in the
first Guidelines of Patentability memorandum:28

A rejection on this ground is proper where the disclosed machine
will inherently carry out the steps of the process set forth in the
process claims regardless of whether an apparatus claim is
allowed, unless it appears that the process claimed can be carried
out by some machine which is not the functional equivalent . . . or
by hand.29

The Patent and Trademark Office instead now relies on Tarczy-
Hornoch, cited in M.P.E.P. section 2173.05(v), which reads:

2173.05(v) Mere Function of Machine

Process or method claims are not subject to rejection by U.S.
Patent and Trademark Office examiners under 35 U.S.C. 112,
second paragraph, solely on the ground that they define the
inherent function of a disclosed machine or apparatus. In re
Tarczy-Hornoch, 397 F.2d 856, 158 USPQ 141 (CCPA 1968).
The court in Tarczy-Hornoch held that a process claim, otherwise
patentable, should not be rejected merely because the application
of which it is part discloses apparatus which will inherently carry
out the recited steps.

28. 792 Off. Gaz. Pat. Office 3 (June 17, 1963).
29. See Fed. Sign & Signal Corp. v. Bangor Punta, Inc., 357 F. Supp. 1222, 177

U.S.P.Q. (BNA) 737 (S.D.N.Y. 1973).
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The Federal Circuit has left no doubt that Tarczy-Hornoch is
controlling law.30

The inherent function was of the disclosed apparatus, whether or
not it was claimed at all and, if claimed, whether or not the apparatus
itself was unobvious and patentable. In Tarczy-Hornoch, the method
was unpatentable, although the disclosed device used therein was not.

In any event, the previous Claim 2 (section 3:29.19) would easily
satisfy even the old rule, because the strand could be manually guided,
the barrel could obviously be turned by hand, the guide could be
similarly reciprocated, any two steps could be manual, or all three
steps could be.

Summary

Method claims cannot be rejected as merely drawn to the
inherent function of a machine. Where possible, detach the
method from the machine so far as possible and try to define
novelty in the steps performed.

§ 4:6 Apparatus Limitations
Of necessity, there will be product or apparatus limitations in a

method claim. The method is usually performed upon, acts in con-
junction with or is performed by the product, apparatus or composi-
tion of matter.31 A method claim can be limited to performance on a
particular type of apparatus,32 with the claim reciting relevant ele-
ments of that apparatus, but the claim need not be so limited. In
Collaboration Properties, Inc. v. Tandberg ASA, the method of video-
conferencing was claimed as being performed using particular
conferencing hardware, software, and devices. This is analogous to
reciting the functions performed by the various elements of an
apparatus (as in the article shaker example claim) which frequently
appear in a product or apparatus claim. Thus, the apparatus elements
in a method claim are not recited without somewhere describing the
cooperation between the apparatus element and the method being
claimed. An apparatus element that is not recited in the claim as
participating with the method, and usually with an element in the
method, should not be recited.

30. Union Carbide Corp. v. Am. Can Co., 724 F.2d 1567, 220 U.S.P.Q. (BNA)
584, 591 (Fed. Cir. 1984); see In re King, 801 F.2d 1324 (Fed. Cir. 1986).

31. See TopPharm Inc. v. Ranbaxy Pharm. Inc., 336 F.3d 1322, 67 U.S.P.Q.2d
(BNA) 1511 (Fed. Cir. 2003).

32. Collaboration Props., Inc. v. Tandberg ASA, 81 U.S.P.Q.2d (BNA) 1530
(N.D. Cal. 2006); Microprocessor Enhancement Corp. v. Tex. Instruments,
Inc., 520 F.3d 1367, 86 U.S.P.Q.2d (BNA) 1225 (Fed. Cir. 2008).
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A claim that is in two statutory classes, a product and a method, is
indefinite and invalid.33 See section 3:24.

Although there is no per se objection to including structural
(mechanical, electrical, or both) apparatus limitations in the elements
(steps) of method claims,33.1 when the steps are properly phrased in
method language, the use of such limitations should be avoided
insofar as possible for at least two reasons.

First, apparatus limitations will often unduly limit the claim.34 If a
method step can be performed by hand and without a cooperating
apparatus, avoid reciting the apparatus, at least in the earlier of
the claims. If the practitioner nonetheless wants to claim the
non-cooperating apparatus element, save it for a following dependent
claim. Second, and more important, the “black letter” law is that the
patentability of a method claim cannot be predicated solely on the
structure of a mechanism used in practicing the method.35 Obviously,
a structure associated with a claimed method will be selected because
the structure is of some aid to performance of the method, and such
structure and its mode of cooperation may be claimed. But patent-
ability of the method claim will still turn on the method steps, perhaps
performed with the cooperating apparatus, and patentablity of a
method claim will not turn on the presence of an apparatus that is
not associated with a method element.36 Accordingly, there is usually
no point in including the structure except where the method necessar-
ily involves manipulation of apparatus. There is no objection to
including composition-of-matter or chemical limitations in method
claims, and in fact these are frequently relied on for patentability, as
noted in section 4:7.

See In re Kuehl,37 where the claim was to an old method of cracking
gasoline, so far as the steps were concerned, using a new catalyst.38

33. IPXL Holdings, L.L.C. v. Amazon.com, Inc., 430 F.3d 1377, 77 U.S.P.Q.2d
(BNA) 1140 (Fed. Cir. 2005).

33.1. HTC Corp. v. IPCom & Co., 667 F.3d 1270, 101 U.S.P.Q.2d (BNA) 1518
(Fed. Cir. 2012); MasterMine Software, Inc. v. Microsoft Corp, 874 F.3d
1307, 124 U.S.P.Q.2d (BNA) 1618 (Fed. Cir. 2017).

34. See Collaboration Props., 81 U.S.P.Q.2d (BNA) 1530.
35. See Ex parte Dammers, 155 U.S.P.Q. (BNA) 284 (B.P.A.I. 1961), which

nevertheless points out that structural apparatus limitations are not per se
objectionable, and, to the extent necessary to carry out the claimed
method, are permissible in a method claim.

36. In re Brouwer, 175 F.2d 564 (C.C.P.A. 1949). Where piercing a hole in a
resilient washer with a needle was patentable in part because the hole in
the washer closed after withdrawal of the needle, cleaned dirt from the
needle upon insertion and injected lubricant from the needle upon its
removal.

37. In re Kuehl, 475 F.2d 658, 177 U.S.P.Q. (BNA) 250 (C.C.P.A. 1973).
38. See In re Schneider, 481 F.2d 1350, 179 U.S.P.Q. (BNA) 46 (C.C.P.A.

1973).
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In dependent method claims (section 2:9), avoid adding only appa-
ratus limitations. Limitations added in dependent method claims are
preferably phrased as method steps, except where further defining
compositions of matter or chemicals (section 6:1). Thus, it would be
poor form to depend a claim from the take-up method in Claim 4 setting
forth: “A method . . . as recited in claim 4, further comprising a
turntable. . . .” One example of proper form along this line would be:
“A method . . . as recited in claim 4, wherein the step of rotating the barrel
includes mounting the barrel on a turntable and rotating the turntable.”

Note that this is primarily a matter of form, not substance.
Although the claim drafter is entitled to include the turntable in the
claim, there is no good reason to do so in a broad claim, because it is
not essential to the method. Thus, Claim 4 might have included:

rotating a turntable on which the barrel is mounted . . .

reciprocating a strand guide positioned above the barrel . . .

Note the form (inferential) for bringing in apparatus limitations,
where they are used, such as “rotating a turntable. . . .”

As in apparatus claims (section 3:14), antecedents are important.
Support for “the guide” must have been provided in a previous clause
of the claim (in the clause above). However, because the claim is to a
method that is a series of steps, the product or apparatus or composi-
tion, etc., with which a method step is practiced may be inferentially
claimed in that step. Therefore, that product, etc., may have been
introduced as the object (“a guide”) on which a previous step was
performed, usually in the middle of a clause, and that product, etc.,
should not have been made the subject of a clause.

See also section 6:7 on new use claims, for method claims where
the novelty resides in a new use for an old material.

Summary

Avoid apparatus limitations (machine or circuit) in method
claims if the apparatus element does not cooperate with the
method (or at least one of the method claim elements) or when
reciting an apparatus limitation recite that cooperation with the
method. When necessary, bring them into the claim inferen-
tially, that is, “rotating a turntable.” There is no problem with
chemical or materials limitations; they can be relied on for
patentability, and frequently are, in “new use” claims, such as
killing insects by exposing them to DDT.

§ 4:6Method or Process Claims
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§ 4:7 Chemical Processes
An example of a chemical process claim follows:

5. A process for treating a surface of a polyethylene article to
increase its receptivity to printing ink, which comprises:

exposing the surface of the article to a saturated solution of
sodium dichromate in concentrated sulfuric acid.

As previously noted in section 4:1, there is no objection to a single-
step method. Claim 5 illustrates the rare case of a claim that is not to a
combination.

With chemical processes, it is proper to include a dependent process
claim adding only details of the materials used. For example, if Claim 5
had recited “an acid,” a dependent claim could cover: “A process . . . as
recited in Claim 5, wherein the acid is sulfuric acid.”

It is standard in chemical process cases that the process may
distinguish by the compositions recited, as well as the actual
manipulative step, which is often trivial per se. In the example of
Claim 5, the manipulative step “exposing” an article to a reagent is of
course prehistoric; the sole novelty resides in the composition of the
reagent. Eminently logically, it is considered that exposing to reagent X
is not the same step as exposing to reagent Y.39

Where the process can be practiced, or used, with more than one
related material or chemical, Markush phraseology may be used
under the rules set out in section 6:2. Also, alternative expressions
(A or B—section 3:16) may sometimes be permitted in describing
different chemical substances that can be used in the process. In
Ex parte Pantzer and Feier,40 during prosecution, Claim 16 was
rejected under 35 U.S.C. § 112, without the citation of any references.
Claim 16 recited a method of dyeing fibers wherein the dye used to
prepare the dyeing solution was defined as the product of the reaction
of “one or both of [A’] and [B’] with [C] under [certain] alkaline
conditions.” Other claims used the phrase “one or more of.” Claim 1,
from which all of the claims ultimately depended, recited A and B,
certain amino phenols, of which A’ and B’ were species. Claim 1 was
not limited to only one of A or B, because it called for a method that
“comprises” dispersing A and B in an aqueous medium. The board
reversed the rejection, holding that the phrases “one or both” and “one

39. See also section 6:7 (on new use claims).
40. Ex parte Pantzer & Feier, 176 U.S.P.Q. (BNA) 141 (B.P.A.I. 1971, 1972).
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or more” were not so broad as to be indefinite and did not encompass
“an infinite number,”41 etc.

Chemical processes can be to methods of making chemical com-
pounds (new or old); methods of using chemicals, as in Claim 5 above
or such as killing insects or treating baldness; or any other process or
subject having industrial utility.

A typical method of use claim:

5A. The method of treating baldness, which comprises apply-
ing to the scalp an aqueous solution of sodium chloride42

having a concentration of 30–40 percent by weight43 of
sodium chloride.

A typical claim to a method of making a chemical compound:

5B. The method of manufacturing sodium hydroxide, which
comprises electrolyzing an aqueous solution of sodium
chloride at a current density sufficient to decompose the
sodium chloride into elemental chlorine and sodium, the
sodium reacting with the water present in the solution to
form sodium hydroxide and hydrogen gas.

Note this process is one of the oldest, and still most common, ways
to make sodium hydroxide, as well as chlorine and hydrogen gas. Since
the circuit parameters would not be critical, they can be stated broadly
(section 3:25).

The Federal Circuit has held in In re Ochiai44 that the patentee/
applicant may premise patentability of a chemical process claim on the
use of a novel and unobvious starting material or on the novel and
unobvious product obtained by the process.45 The process may be new
or novel and also unobvious due to the choice of either starting
material or final product. An obviousness determination for the claim
as a whole is required.46

In re Kuehl,47 a predecessor of In re Ochiai, held that patentability
of a process can reside in the use of a novel and unobvious material in

41. See, e.g., Ex parte Pontius, 169 U.S.P.Q. (BNA) 122 (B.P.A.I. 1970).
42. Salt water.
43. This avoids reading on ocean bathing.
44. In re Ochiai, 71 F.3d 1565, 37 U.S.P.Q.2d (BNA) 1127 (Fed. Cir. 1995).
45. In re Durden, 763 F.2d 1406, 226 U.S.P.Q. (BNA) 359 (Fed. Cir. 1985).
46. See section 4:1. Other examples of chemical process claims are given in

Appendix A, cases 13, 18, 20, 21, and 24.
47. In re Kuehl, 475 F.2d 658, 177 U.S.P.Q. (BNA) 250 (C.C.P.A. 1973).
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the process, though the single process step (section 4:1), contacting X
with catalyst Y, is notoriously old per se. In Kuehl, one of the claims in
question read:

A hydrocarbon conversion process which comprises contacting a
hydrocarbon charge under catalytic cracking conditions with the
composition of claim 6.

Claim 6, a composition of matter claim to a group of new zeolites,
had been allowed. The court held it would be unobvious to crack
gasoline with the new zeolite, even though cracking with other,
generally similar, zeolites was very well known in the prior art and
would have been obvious after one knew about applicant’s new zeolite.
However, the court held that to one of ordinary skill in the art,
selection of the particular zeolite for cracking hydrocarbons would
not have been obvious. The Federal Circuit in In re Durden affirmed
and distinguished In re Kuehl. In Durden, use of the novel starting
material would have been obvious, while in Kuehl, use of the novel
starting material would not have been obvious. Guidance in drafting a
particular claim is difficult to obtain from these precedents. Since the
claim drafter cannot know for certain that the process will be found
nonobvious, try to also protect the novel starting material and, if
applicable, the final product. The patentee is entitled to both types of
claim when one invents (a) a new compound and (b) an unobvious
process for using that compound.

Summary

Chemical process claims are the same as other method claims
as to claim-drafting techniques. Often the novelty is in the
chemicals used, not the act itself (treating, exposing). Use of a
novel and unobvious starting material and/or producing a novel
and unobvious end product is enough to make a process
unobvious.

§ 4:8 Electrical Methods48

As an example of electrical method, consider the following claim
which covers the use of the Wheatstone Bridge shown in Example V in
section 3:30, above, to measure an unknown resistance.

48. This section was prepared by Bryan W. Sheffield and John L. Landis.
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6. A method of measuring the electrical resistance of an
unknown resistor Rx, which comprises:

connecting the unknown resistor Rx between terminals
(A) and (D) of a four-terminal electrical network (A, B, C, D),
said network including a first known resistor R1 between
terminals (A) and (B), a second known resistor R2 between
terminals (B) and (C), and a third known resistor R3

between terminals (C) and (D), at least one of said known
resistors being a variable resistor;

impressing a potential across terminals (A) and (C) of said
network;

detecting the voltage developed across terminals (B) and
(D) of said network as a result of said impressed potential;
and

varying the resistance of at least one of said known
resistors until the voltage detected across terminals
(B) and (D) falls to zero, whereby49 the resistance of the
unknown resistor Rx is determined from the equation:

Claim 6A is another example of an electrical method claim and covers
use of the crystal radio illustrated in Example IV (see section 3:30,
above).

6A. A method of demodulating a radio frequency carrier wave
priorly modulated with an audio frequency signal, which
comprises:

applying said modulated carrier wave to a resonant L-C
circuit;

adjusting the resonant frequency of said L-C circuit until it
equals the frequency of said carrier wave;

rectifying the voltage developed across said resonant L-C
circuit to recover said audio frequency signal;

49. Note the proper “whereby” clause (section 3:26), since this function
indubitably follows from the previously recited steps. “Whereby” clauses
can be used as well in method claims as in apparatus claims.
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passing said rectified voltage through a transducer to
render said audio frequency signal audible; and

filtering out the radio frequency components present in
said rectified voltage to prevent same from entering said
transducer.

Summary

Electrical methods present no special problems so far as claim
drafting techniques are concerned. The only difference from
mechanical methods is that the steps, or some of them,
are electrical rather than mechanical. Typical steps or acts are
“amplifying,” “charging,” “connecting,” “impressing a potential,”
“detecting,” “rectifying,” “sensing,” etc. The acts (amplifying) need
not be doable by a human being; circuit components do nicely.
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