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I.AFFIDAVITS AND DECLARATIONS UNDER

37 C.F.R. §§ 1.131 AND 1.132

Affidavits and declarations under 37 C.F.R. §§ 1.131 and 1.132 are generally used to overcome rejections and objections. Under 37 C.F.R. § 1.131 (“Rule 131”), an affidavit or declaration may be used to “swear behind” a reference cited against a claim. Under 37 C.F.R. § 1.132 (“Rule 132”), an affidavit or declaration may be used to introduce evidence of patentability.

Affidavits are written statements made under oath before a notary public or a person authorized to administer oaths. Declarations, on the other hand, require (1) an acknowledgment by the declarant that willful false statements and the like are punishable by fine or imprisonment, or both, and may jeopardize the validity of the application or any patent issuing thereon; and (2) a statement by the declarant that all statements made of the declarant’s own knowledge are true and that all statements made on information and belief are believed to be true.

A.Rule 131 Affidavits and Declarations

A Rule 131 affidavit or declaration is used to antedate or “swear back” behind a reference by establishing that the subject matter of a claim was invented before the effective date of the reference.

Activities involved in establishing an invention must have taken place either (1) in the United States, if the invention date to be established is before December 8, 1993; or (2) in a NAFTA member country, if the invention date to be established is on or after December 8, 1993; or (3) in a WTO member country, if the invention date to be established is on or after January 1, 1996.
 When a Rule 131 affidavit or declaration is used to overcome a reference, the reference is not withdrawn, but the claim rejection based on that reference is withdrawn.

A Rule 131 affidavit or declaration is inappropriate in the following situations:

(1)
the cited reference is a 35 U.S.C. § 102(b)

reference,
 

(2)
the cited reference is a published U.S. application or a U.S. patent claiming the same patentable invention as the rejected claim;
 or

(3) 
the reference was cited in a double-patenting

rejection under 35 U.S.C. § 101.

A Rule 131 affidavit or declaration is appropriate in the following situations:

(1)
to antedate prior art under 35 U.S.C. § 102(a),

(2) 
to antedate a reference under 35 U.S.C. § 102(e).

1.Effective Date of Cited Reference

The date to be antedated is the date on which the cited reference is effective as prior art. The effective date of a U.S. patent or a published U.S. application is its filing date. If the benefit of a provisional application is claimed, then the filing date of the provisional application is the effective date, provided that the provisional application supports the disclosure of the patent or published application. If the benefit of an earlier-filed co-pending U.S. application is claimed, the effective date is the filing date of the co-pending U.S. application, even if the co-pending application was eventually abandoned, provided that the co-pending application supports the disclosure of the patent or published application. If the benefit of a foreign priority application is claimed, the effective date does not extend back to the filing date of the foreign application. The effective date of a printed publication is its publication date. If the prior art to be antedated is an activity, the effective date to be antedated is the date the activity was first known to have occurred.

2.Required Showing

An applicant must show that the applicant had possession of the whole invention as of the effective date of the cited prior art. At a minimum, it must be shown that the applicant had possession of enough of the invention that the rejected claim as a whole would read on it.

It is, however, sufficient for the affidavit or declaration to contain enough facts to show a completion of the invention commensurate with how the claimed invention is shown in the cited prior art. If the showing is not fully commensurate with the rejected claim, it still may be sufficient if the differences would have been obvious to a person of ordinary skill in the art prior to the effective date of the prior art.

If the claim rejection is based on a combination of references, the applicant must show an invention date before the effective date of any of the cited references. As such, it is not necessary to antedate the earliest effective date of the cited references.

3.Formal Requirements of a Rule 131 Affidavit or Declaration

A Rule 131 affidavit or declaration must be made by all the inventors of the claimed subject matter. If the claimed subject matter was invented by A and B, but the application names A, B, and C as inventors, then it is sufficient for the affidavit or declaration to be made by A and B. If an inventor refuses to cooperate, a legal representative of the uncooperative inventor, or the assignee, or another party in interest may produce the affidavit or declaration.

Another formal requirement is that a Rule 131 affidavit or declaration must allege facts to show prior invention, and should not merely state conclusions. Exhibits may be attached to support the allegations of fact, such as sketches, blueprints, photographs, copies of notebook entries, supporting statements of witnesses, and disclosure documents.

Furthermore, the Rule 131 affidavit or declaration must clearly explain what the alleged facts established and how those facts show that the invention was completed prior to the effective date of the cited reference.

The alleged facts must show one of the following:

(1)
an actual reduction to practice of the claimed invention prior to the effective date of the cited reference;

(2)
conception of the invention and due diligence from a date prior to the effective date of the cited reference to the date the invention actually was reduced to practice; or

(3) 
conception of the invention and due diligence from a date prior to the effective date of the cited reference to the date the invention was constructively reduced to practice through the filing of the patent application.

The affidavit or declaration need not disclose actual dates for the alleged acts of conception and reduction to practice. It is sufficient to allege that the acts occurred before a specified date (prior to the effective date of the cited reference). In order to establish diligence, the actual dates of acts relied upon must be provided. Proof that the claimed invention was actually reduced to practice requires a showing that the invention existed and worked for its intended purpose. One must include an allegation that the acts relied upon to establish a prior invention date were carried out (1) in the United States, if the invention date is before December 8, 1993, or (2) in a NAFTA member country, if the invention date is on or after December 8, 1993, or (3) in a WTO member country, if the invention date is on or after January 1, 1996.

B.Rule 132 Affidavits and Declarations

Rule 132 affidavits and declarations are used to traverse a rejection or an objection by presenting evidence that refutes the examiner’s position. Generally, all affidavits or declarations that are not provided for by specific rules are considered to fall under Rule 132.

1.Timeliness of Rule 132 Affidavit or

Declaration

A Rule 132 affidavit or declaration must be timely filed in order to be entered and considered by the examiner. Filing is timely if it occurs before a final rejection, but may be considered timely after a final rejection if a sufficient showing is made of why it is necessary and was not presented earlier. Once prosecution has been closed, filing is timely if an RCE is filed concurrently. After the filing of a notice of appeal, a Rule 132 affidavit or declaration may be entered if filed before an appeal brief is filed, and if it overcomes all the rejections under appeal and there is a sufficient showing of why it is necessary and was not presented earlier.

A timely filed Rule 132 affidavit or declaration must be considered by the examiner and must be acknowledged and commented upon in the next Office Action. If the evidence is deemed to be insufficient to overcome the rejection or objection, then the examiner must specifically explain why the evidence is insufficient.

2.Secondary Considerations of

Nonobviousness

A Rule 132 affidavit or declaration may be used to present so-called “secondary evidence of nonobviousness” of an invention. Examples of such evidence include: (1) superiority in a property (e.g., increase in the computation speed of a processor); (2) reduction in the number of computations required to encrypt a signal over what was required in the prior art); (3) unexpected results (e.g., unexpected reduction in the rate of transmission errors); (4) commercial success (e.g., market share of the invention is significantly greater than that of competitors, after accounting for factors such as advertising and aesthetics); (5) long-felt but unsolved needs and failure of others (e.g., prior art sought to minimize or mask the unwanted effects of a stray radiation, whereas the claimed invention removes the stray radiation); (6) skepticism of experts (e.g., disbelief in the ability of artificial intelligence to predict human behavior); and (7) inoperability of the prior art (e.g., a skilled artisan could not produce the results described in the cited reference).

Secondary considerations must be considered by the examiner because they may be relevant to a finding of obviousness or nonobviousness.

3.Probative Value of Evidence

To be of probative value, the evidence must be relevant to the issue of obviousness, i.e., there must be a factually and legally sufficient connection between the claimed invention and the evidence of nonobviousness. Evidence of secondary considerations must be supported by statements of fact in the affidavit or declaration, and such statements cannot merely be attorney arguments without evidence of a factual basis supporting the arguments. Unsupported arguments are considered to be merely opinions and are given little or no weight.

Opinion evidence may have probative value if the opinion does not reach a legal conclusion but instead sheds light on factors such as: the level of knowledge of a person of ordinary skill in the art; whether the disclosure complies with the requirements of 35 U.S.C. § 112; the meaning of a term of art; and the inability of the prior art to address a problem solved by the claimed invention.

The opinion of a disinterested party will be more persuasive than the opinion of an interested party. Therefore, avoid opinions from an inventor, a friend, or co-worker of an inventor, a person employed by the assignee, a person with a financial interest in the invention, etc.

Evidence of patentability provided in or with a Rule 132 affidavit or declaration is evaluated against evidence pointing to the unpatentability of a claim. If the examiner’s prima facie case of unpatentability is very strong, evidence of secondary considerations may not be sufficient to overcome the rejection.

4.Common Deficiencies of Rule 132

Affidavits or Declarations

When providing evidence of unexpected results, it must be shown that the unexpected results are commensurate with what is claimed. For example, if the claim is for a detector that detects microwaves, the showing of unexpected results should compare the improved performance of the claimed detector over conventional detectors for frequencies spanning the microwave range and not just over a narrow band of frequencies.

When providing evidence of commercial success, must show that the commercial success is the result of the claimed features and not the result of an enhanced advertising campaign or aesthetic features that have nothing to do with the utility and operation of the claimed invention.

5.Avoid Misleading Statements and

Omissions of Fact

Material misrepresentations in an affidavit or declaration may result in the unenforceability of a patent issuing from an application in which the affidavit or declaration was submitted. A misstatement may be deemed “inherently material” even if the content of the misstatement would not have rendered the invention unpatentable. The materiality of a misstatement is based on a “reasonable examiner” standard. If the examiner relied upon the misstatement, then the threshold for materiality is met. An exaggeration of the conditions under which an invention was tested can be a material misstatement.

In general, a finding of inequitable conduct requires materiality and an intent to deceive. A false affidavit, standing alone, may be sufficient to render a patent unenforceable. For example, the failure to disclose the affiant’s connection with the inventor has been found to be material and intentional, resulting in a holding of inequitable conduct and the unenforceability of the patent.

Therefore, fully disclose facts that the examiner may consider important when evaluating the relevance of the evidence. When opinion evidence is provided, disclose the relationship, if any, of the declarant/affiant to any of the inventor(s), the assignee(s), and/or the licensee(s), and disclose any financial interest the declarant/affiant may have in the claimed invention.

II.PRE-APPEAL BRIEF CONFERENCE (“PABC”)

The USPTO established the Pre-Appeal Brief Conference (“PABC’) Pilot Program in July of 2005, offers an applicant a way to request a panel of examiners to review the legal and factual bases of claim rejections before filing of an appeal brief. Under current appeals practice, an applicant whose claims have been twice rejected may appeal to the Board of Patent Appeals and Interferences (“BPAI”) by filing a notice of appeal accompanied by the appropriate fee within six months of the mailing date of the Office Action and filing an appeal brief accompanied by the appropriate fee within two months the date of receipt of the notice of appeal by the USPTO. Extensions of time of up to five months are available for filing the appeal brief. This appeals process may span a number of years before the BPAI issues a decision

Goals of the PABC pilot program are to enable an applicant to avoid the time and expense of preparing and filing an actual appeal brief, if the issues relate to a clearly improper rejection based upon a factual error or an omission of an essential element required to establish a prima facie case to support a rejection, and to narrow the focus of appealed cases to those with true issues in controversy.

PABCs are appropriate for obtaining review of rejections that are believed to be clearly improper and without basis. PABC may result in the allowance of a case or a reopening of prosecution, thus eliminating the need to file an appeal brief. In order for a rejection to be addressed by a PABC panel, the request for PABC must show that there is a clear legal or factual deficiency in the rejection. If there is a disagreement with the examiner based on an interpretation of a claim or on the teachings of the prior art, review of a rejection would be inappropriate. The traditional appeals process should be used when claim interpretation or prior-art interpretation is involved.

In a situation where some rejections are appropriate for a PABC but other rejections are not, the request for a PABC should specify the particular rejections for which review is desired. An applicant is allowed to narrow the focus of a PABC to those claims for which the rejections are believed to be clearly erroneous.

During a PABC, a panel of examiners, including the examiner of record, considers the merits of each ground of rejection identified in the request and will issue a written decision as to the status of the application. A request for a PABC will be dismissed, or a review process of a PABC will be terminated, if the applicant files any of the following after filing the request: an appeal brief, RCE, after-final amendment, affidavit or other evidence, an express abandonment or a request for a declaration of an interference. If the review process is terminated or the request is dismissed, the applicant will be notified and the period for filing an appeal brief (if applicable) is the remaining period for filing a brief or one month from the date the notice is mailed, whichever is later.

PABCs are limited to appealable matters and not to petitionable matters. PABCs are not available for reexamination proceedings.

A.Proper Issues for Review

The following are examples of errors that are appropriate for a PABC:

(1)
the effective date of a reference is not an

anticipatory date;

(2)
a claim element is not included in prior art cited against the claim, and is not included in the examiner’s rejection;

(3)
contrary to a rejection under 35 U.S.C. § 112, ¶1, support for the rejected claim is clearly found in the disclosure;

(4)
no motivation is provided by the examiner for

a rejection under 35 U.S.C. § 103;

(5)
no evidentiary basis is given for a rejection

under 35 U.S.C. § 103; and

(6)
the inventive entity is clearly not one for

which a cited reference may be applied.

The following are examples of issues that are inappropriate for a PABC:

(1)
the examiner’s interpretation of a claim term;

(2)
the examiner’s interpretation of a reference;

(3)
a dictionary definition that is contrary to a

definition used in a rejection;

(4)
characteristics of a person of ordinary skill in

the art;

(5)
secondary considerations in obviousness

rejections; and

(6)
evidence of “teaching away” in a cited

reference.

In general, if the dispute involves an issue of proper interpretation, then a traditional appeal should be pursued. A PABC should not be considered a “mini-appeal”

B.Requirements for requesting a pre-appeal

brief conference

The following are required for requesting a PABC:

(1)
a notice of appeal;

(2)
the fee required for a notice of appeal;

(3)
the form PTO/SB/33 entitled “PRE-APPEAL BRIEF REQUEST FOR REVIEW” or its equivalent; and

(4)
arguments in support of the request.

A notice of appeal and its associated fee must be filed concurrently with the request. Arguments in support of the request are limited to a total of five (5) pages and must concisely identify the claims to be reviewed and the errors in the rejections of those claims. No after-final or proposed amendments are permitted, and failure to comply with the submission requirements may result in the request being dismissed.

In order to meet the five-page limit, the applicant may refer to arguments that already are of record, such as those made in response to previous rejections. Instead of repeating an argument already of record, the applicant can refer to a prior submission by paper number and the relevant page(s). General or non-specific references to earlier arguments, such as “see the arguments of record” or “see paper number X,” are not helpful.

Also, in order to meet the five-page limit, arguments as to why the examiner’s position on the issues is clearly erroneous should be clear and concise. Clearly specify what the applicant believes is an error in the examiner's rejection of a claim and/or the examiner's omission of one or more essential elements needed to support a prima facie case for rejecting the claim.

Diagrams, illustrations, and charts may be used to identify the point(s) of error, for example, by including a reproduction of the portion of the Office Action with a circle around the deficient obviousness rejection and with bold letters stating “NO MOTIVATION PROVIDED;” include a reproduction of a portion of the specification with a circle around the particular text that provides support for a claim element, to contradict a rejection under 35 U.S.C. 112, ¶ 1; and use a time line to show that an applied reference does not qualify as prior art.

C.USPTO Consideration of the Request

For a properly filed request, a panel of examiners experienced in the technology of the application is designated by a Technology Center Art Unit supervisor to review the case. The panel generally will include at least a supervisor and the examiner of record. The applicant is not permitted to attend the conference and no interviews will be granted before issuance of the panel’s decision. The panel will review the rejections identified in the request and, if necessary, also will review the application and the evidence in support of the rejections. Generally, the panel’s decision will be mailed within 45 days of when the request is received.

D.Decision of the Panel

 The panel’s decision will state the status of the contested claims and indicate one of the following:

(1)
the application remains under appeal because there is at least one actual issue for appeal;

(2)
prosecution on the merits is reopened and a communication will follow in due course, in which case the decision may include proposed claim changes that, if adopted, would result in an indication of allowability for the contested claim(s);

(3)
the application is allowed on the existing claims and prosecution remains closed; or

(4)
the request fails to comply with the submission requirements and therefore is dismissed.

The decision will not include an analysis of the rejections or the arguments, nor will it include additional grounds for rejection. The decision by a PABC panel is not a decision by the BPAI and therefore, no patent-term adjustment is available.

E.Relevant Time Periods

Requests for a PABC must be filed within the time period for filing of a notice of appeal and before the filing of an appeal brief. Extensions of time are not available. An applicant who takes part in the PABC pilot program still retains the right to appeal under 37 C.F.R. § 41. The time period for filing an appeal brief will be reset to one month from the mailing of a decision by the PABC panel or the balance of the two-month time period running from the receipt of the notice of appeal by the USPTO, whichever is greater. The time period for filing of an appeal brief is extendible based upon the mailing date of the decision or the date of receipt of the notice of appeal. If the decision indicates that all claims are allowed or that prosecution is reopened, then the time period for filing an appeal brief or other appropriate response ends on the mailing date of the decision.

III.DUTIES OF CANDOR, GOOD FAITH, AND

DISCLOSURE

Individuals who are associated with the filing or prosecution of a patent application have the duties of candor, good faith, and disclosure to the USPTO. These individuals include each named inventor, each attorney or agent involved in preparing or prosecuting the application, and every other person who is substantively involved in the preparation or prosecution of the application and who is associated with the inventor or the assignee. Individuals other than an attorney, an agent, or an inventor may comply with the duty of disclosure by disclosing information to the attorney(s), the agent(s), or the inventor(s).
A.Duties of Candor and Good Faith

The duties of candor and good faith extend to all dealings with the USPTO, and not just to dealings with the examiner. For example, if upon reviewing an issued patent an attorney discovers that the USPTO erroneously granted a patent term adjustment greater than what the attorney believes the patent is entitled to, the attorney has the duty to notify the USPTO of this discrepancy.

B.Duty of Disclosure

The duty of disclosure imposes the requirement to disclose to the USPTO all information known to be material to the patentability of at least one pending claim. Information is material to patentability if it is not cumulative to information already of record or being made of record in the application, and if it establishes a prima facie case of unpatentability of a claim, considered by itself or in combination with other information, or it refutes or is inconsistent with a position taken by the applicant in opposing an argument of unpatentability or in asserting an argument of patentability.

Types of material information include, but are not limited to, patents, publications, information on enablement, information on possible prior public uses, sales, offers to sell, information regarding derived knowledge, information regarding a prior invention by another, and information regarding inventorship conflicts. There is no duty to disclose information that is not believed to be material. The duty to disclose material information exists until the application becomes abandoned or a patent is granted.
1.Sources of Material Information

Individuals with a duty of disclosure must disclose material information to the USPTO of which they are aware, regardless of how they became aware of the information. Examples of sources of material information include, but are not limited to, co-workers, trade shows and magazines, scientific conferences and journals, communications with competitors, potential infringers, third parties, related foreign applications, prior or copending U.S. patent applications, related litigation, and preliminary examination searches.

a.Continuing Applications

If the application is identified as a continuation, a divisional, or continuation-in-part of an earlier application, the examiner will consider the references of record in the earlier application and must indicate whether those references have been reviewed.

Although it is not necessary to file an IDS directed only to the references from the earlier application, it may be desirable to do so to ensure that the examiner reviews those references and makes them of record in the continuing application, and to have those references printed on the cover page of the patent issuing from the application.

b.Foreign Patent Applications

Material information cited in related foreign patent applications must be brought to the attention of the USPTO. There is a strong inference that references cited in rejecting claims in a counterpart foreign application are material to the corresponding U.S. application.

c.Copending U.S. Patent Application(s)

An applicant cannot assume that an examiner of an application necessarily is aware of another copending application that may be material to patentability. Copending applications may have been filed on the same day and thus may not be “prior” art to each other, but if the claims of the copending applications could be the basis for a double-patenting rejection, then each application could be considered material to the patentability of the other application. References of record in each copending application must be cross-cited in the other application if the applications are material to each other.

d.Related Litigation

If the application is or was involved in a litigation, the examiner must be informed of the existence of the litigation and any other material information that came to light during the litigation, including, but not limited to, evidence of possible prior public use or sales, questions of inventorship, and prior art, as well as any allegation of fraud, inequitable conduct, and/or a violation of the duty of disclosure made during litigation that would contradict assertions made to the examiner.

e.Claims Copied From a Patent

When claims are copied from a patent to provoke an interference, at the time the copied claims are presented for examination the examiner must be informed of the patent and the claim numbers of the claims copied from the patent.

2.Compliance with the Duty of Disclosure

Use of a summary sheet and questionnaire is a convenient way to inform those with the duty of disclosure about their obligations to explain key aspects of how to meet the duty of disclosure. A questionnaire may be given to the inventors and other individuals involved in the preparation and prosecution of the application to ask about the prior art, including published articles and patent documents, knowledge obtained from trade shows and scientific conferences; the origin of the invention and how it is different from the prior art; possible public uses and sales; possible public disclosures; inventorship and possible disputes about inventorship; and the best mode of practicing the invention.

3.Materiality of Prior Art and Duty Not to

Mislead

Only information believed to be material needs to be cited to the examiner. Likewise, information cumulative of information already before the examiner need not be cited. To avoid the possibility that a reference could be characterized to be more relevant to the claims than the information already before the examiner, it is advisable to err on the side of caution and cite the reference.
 Similarly, avoid oversimplifying the teachings of a reference when discussing the reference in the specification or in an IDS.

When providing a concise explanation of relevance of a reference that is not in English, be careful to consider the entire reference and not only selected portions. An accurate description of the reference is necessary to avoid later charges that the reference was mischaracterized, thus causing the Examiner to be misled as to the relevancy of its teachings. Similarly, when providing a partial translation of a non-English reference, make sure that the untranslated portions do not include information that may be interpreted to be more relevant than the translated portion.

Beware of inadvertently inaccurate statements that may be intro​duced into the specification, which can result in a charge of misrepresentation. Markedly, use of the “past” tense to describe a proposed experiment that was not performed was found to have misled the examiner to believe that actual results were obtained from the proposed experiment and not merely anticipated results.

Where there can be a difference of opinion as to the materiality of information, it is best to err on the side of caution and to submit the information to prevent later questions of why the information was not cited. If information was considered but a decision was made that the information is not material, then the prosecution records of the application should have a memorandum or note as to why the information was not cited.
4.Proposed Changes to IDS Requirements

On July 10, 2006, the USPTO published Proposed Rules that, if implemented, would place a large amount of responsibility on applicants to determine the degree of relevance of a reference. Under the Proposed Rules, four time periods are established and no fee is required in any of the time periods.

If the new IDS requirements are adopted as proposed, be very careful to avoid explanations of relevance that can be construed to mislead the examiner or that can inadvertently lead to estoppel. Also, it is advisable to document how cumulative subject matter is determined.

a.First Time Period (before issuance of a first

Office Action or within three months of the

filing date of the application)

If the IDS cites twenty or fewer documents and each document is in English and is 25 pages or less, then no additional disclosure or explanation is required. Computer program listings are excluded from the page count.

If multiple IDSs are submitted during the first time period, then the twenty-document threshold is determined by adding the total number of documents cited in the current and previous IDSs, but subtracting any document cited as the result of a request for information by the USPTO or as the result of a foreign search or examination report, provided that a copy of the foreign search or examination report is included with the IDS.

If the total number of documents is twenty or less, but one or more of the documents is not in English or is longer than 25 pages, then an explanation of relevance is required for each non-English document and each document longer than 25 pages. 
An explanation of relevance must, at a minimum, identify at least one portion causing the document to be cited and must include a specific teaching, showing, or feature correlated to specific claim language. If correlation to claim language is not possible, then the correlation may be made to a specific portion of the supporting specification. It is permissible to submit only the relevant portion(s) of a cited document, although due care must be made to ensure that omitted portions do not include subject matter that could be considered more relevant than the portion(s) submitted for the examiner’s consideration.

In the case of a non-English document, in addition to an explanation of relevance, if the applicant has or can readily obtain an English translation, then the translation must be submitted with the IDS. The mere presence of an English abstract is not sufficient.

If the cumulative number of cited documents is more than twenty, then an explanation of relevance of each cited document is required. Even if an IDS totaling less than twenty documents was cited months ago during the first time period, if a subsequently filed IDS would increase the total number of cited documents to over twenty, then an explanation of relevance is required for the previously cited and the currently cited documents.

b.Second Time Period (after issuance of a

first Office Action and before issuance of a

Notice of Allowance)

An IDS filed during the second time period must include either an explanation of relevance for each cited document or a certification that each item of information contained in the IDS was first cited in any communication from a foreign patent office in a counterpart foreign application no later than three months from the filing of the IDS or that no item of information contained in the IDS was known by an individual having a duty of disclosure to the USPTO more than three months before the filing of the IDS.

The explanation of relevance must include a description that is non-cumulative of any other previously cited document, or a copy of a recently issued foreign search or examination report.

If the scope of the claims is amended, updates to previously filed IDSs are required. Even if statements and explanations made in the earlier IDSs still are relevant to the amended claims and therefore no update is necessary, a statement to this effect nevertheless is required to be filed.

The filing of an RCE after a final Office Action does not return the application to the first time period. An IDS filed with the filing of an RCE or shortly thereafter must comply with the time period in which the RCE was filed, i.e., the second time period if filed after a final rejection.

c.Third Time Period (after a notice of

allowance is mailed and before payment of

the issue fee)

An IDS filed during the third time period must include, in addition to the non-cumulative explanation required for the second time period, a patentability justification providing reasons supporting the patentability of the independent claims or claim amendments and reasons supporting the patentability of the amended claims.

The filing of an RCE after allowance of an application does not return the application to the first time period. An IDS filed with the filing of an RCE or shortly thereafter must comply with the time period in which the RCE was filed, i.e., the third time period if filed after allowance of the application.

d.Fourth Time Period (after payment of the

issue fee)

An IDS filed during the fourth time period must satisfy the requirements for the third time period and must be accompanied by a petition to withdraw the patent from issue.

e.Continuing Applications

References cited in the parent of a continuing application, e.g., a continuation or a divisional, are not considered part of the cumulative total of the continuing application, even though they are required to be considered by the examiner.

If the applicant wants the references of record in the parent to be printed on the cover page of a patent that issues from the continuing application, then those references must be re-cited in an IDS in the continuing application and will count toward the cumulative total.

IV.PROSECUTION HISTORY ESTOPPEL

CONSIDERATIONS
A.Overview

Prosecution history estoppel is a judicially created doctrine that prevents a patentee from taking inconsistent positions regarding claim language. It requires that the claims of a patent be interpreted in light of the proceedings before the PTO during the prosecution of the application.
 This means that when enforcing a patent against an alleged infringer, the patentee may not take a position regarding the interpretation of a claim that is inconsistent with actions taken before the USPTO to obtain the allowance of the claim. Amendments and comments regarding a claim limitation made during prosecution may act to limit the scope of that limitation.

Prosecution history estoppel limits the reach of the doctrine of equivalents if the claim amendment was made for a substantial reason related to patentability.
 In the absence of a reason for the claim amendment, there is a rebuttable presumption that the amendment was made for a substantial reason related to patentability. The Supreme Court in Festo held that an amendment made to satisfy any requirement of the Patent Act may give rise to an estoppel on infringement by equivalents.
 

The Supreme Court also explained in Festo that there is a presumption that the patentee surrendered equivalent subject matter. This presumption may be rebutted by showing that (1) the equivalent subject matter was not foreseeable and thus not claimable at the time the application was filed, (2) the claim amendment is only tangentially related to the equivalent subject matter in dispute, or (3) the equivalent subject matter could not reasonably have been described at the time the amendment was made.

The Federal Circuit interpreted Festo to hold that prosecution history estoppel applies only when a narrowing claim amendment is made for a reason substantially related to patentability.
 Therefore, there is a rebuttable presumption that the patentee surrendered the subject matter between the original claim and the amended claim through the narrowing amendment.

Arguments made during prosecution may give rise to estoppel. That is, claim amendments are a prerequisite for prosecution history estoppel to attach. If the arguments indicate a surrender of subject matter, then that subject matter may not be recaptured under the doctrine of equivalents during litigation.

An amendment made to a claim limitation in one claim gives rise to estoppel in an identical limitation in another claim. The scope of equivalents for the same limitation in different claims must be interpreted consistently. An argument made regarding a claim limitation will apply to the same limitation in another claim.

Rewriting a dependent claim in independent form also gives rise to prosecution history estoppel if the independent claim is canceled.
 Likewise, a rewritten claim is considered a narrowing amendment of the independent claim.

Whether estoppel arises based on the prosecution history of a related application is determined on a case-by-case basis according to the facts. When statements made in one application are relevant to an understanding of a related application, then the patentee is bound by the statements.
 “When the applicant is seeking different claims in a divisional application, estoppel generally does not arise from the prosecution of the parent.”
 The applicant is not barred from raising new arguments or correcting past errors.

A broadening amendment or an amendment that clarifies but does not narrow a claim limitation does not give rise to a surrender of equivalents.
 However, a narrowing amendment made voluntarily, without explanation, does not shield the amendment from a presumption that it was made for a substantial reason related to patentability.

B.Practice Tips

(1)
Understand the prior art in order to avoid

drafting overly broad original claims.

(2)
Avoid recharacterizing the claimed invention in response to an Office Action. In other words, use the original claim language as much as possible when explaining the claim and avoid using phrases such as “this invention” or “the present invention.” If necessary, use phrases such as “the invention of Claim 1” or “the aspect of the present invention set forth in Claim 1.”

(3)
Make arguments that are consistent with those

in related applications.

(4)
Provide explanations for amendments that are not substantially related to patentability.

(5)
Describe known equivalents in the specification and include claims with means-plus-function language in order to obtain the equivalents disclosed in the specification.

(6)
Avoid negative statements such as “the prior art requires the use of A, whereas the invention of Claim 1 does not use A.” In this case, the use of A likely has been disclaimed, thus allowing a competitor to practice Claim 1 using A.

V.ACCELERATED EXAMINATION

In a Notice entitled “Changes to Practice for Petitions in Patent Applications To Make Special and for Accelerated Examination,” which became effective on August 25, 2006, the USPTO announced a new accelerated examination program whose aim is to enable an applicant to petition to make an application special and to obtain a final decision on patentability within twelve months of the filing date of the application. The program was first announced in June of 2006
 and gives applicants a way to circumvent the backlog in the USPTO’s examination process, which in many cases is measured in years. The Notice also announced revisions to the procedures for other petitions to make an application special, except those involving an applicant’s age or the Patent Prosecution Highway pilot program, such that the other petitions conform with the procedures under the accelerated examination program.

Normally, applications are taken up for examination in the order in which they are filed, i.e., according to their filing date. For some applications, the wait for a first Office Action can take more than three years. Although the patent-term adjustment provisions will allow applicants to recoup time attributed to delays of the USPTO, as described elsewhere in this paper, there are many situations in which the long delay in examination can be detrimental to the owner of an invention, such as in licensing negotiations or in negotiations for venture-capital financing.

Applications that are eligible to participate in the accelerated examination program are utility and design applications that are not for reissue of a patent and are not applications entering the national-stage from international (PCT) applications. Plant applications, reexamination proceedings, RCEs are not eligible (except an RCE filed in an application already having special status under the accelerated examination program).

A failure to meet the twelve-month goal for a final disposition of the claims is not petitionable nor is it appealable. 

A.Requirements for Accelerated Examination

In order to qualify for acceleration examination, an application must satisfy a number of requirements:

(1)
the application must be filed electronically;

(2)
a petition to make special must be filed with the application, along with an appropriate fee or a statement that the claimed subject matter is directed to environmental quality, energy, or countering terrorism;

(3)
an accelerated-examination support document

must be filed with the petition;

(4)
the application must be complete at the time

of filing;

(5)
the claims must total twenty or fewer, with three or fewer independent claims and no claim in multiply-dependent form;

(6)
the claims must be directed to a single

invention;

(7)
the applicant must be willing to have an interview to discuss the prior art and any potential rejections or objections, and the petition must have a statement to this effect;

(8)
the applicant must provide a statement that a pre-examination search was conducted;

(9)
an accelerated-examination support document

must be filed with the application.

1.Application, Petition, and Fee or Statement

Filed via EFS

To be eligible for accelerated examination, an application must be filed via the electronic filing system (“EFS”) of the USPTO. A petition to make special under the accelerated examination program also must be filed via EFS, along with the fee set forth under 37 C.F.R. 1.17(h) or a statement that the claimed subject matter is directed environmental quality, energy, or countering terrorism. The USPTO suggests using the form PTO/SB/28 for the petition.

If EFS is not available during the normal business hours, then the application may be filed by mail with a statement that EFS was not available during normal business hours.

2.Complete Application Filed

The application must be complete and ready for examination at the time of filing. Therefore, all the necessary fees must be paid and an executed oath or declaration must be filed with the application.

The number of claims to be examined is limited to twenty, with no more than three independent claims and with no claim in multiply dependent form. A petition under the accelerated examination program must include a statement that the applicant agrees not to separately argue the patentability of a dependent claim during any appeal taken in the application.

3.Applicant Must Agree to Interviews

The claims must be directed to a single invention. If the examiner determines that the claims present more than one invention, then the applicant must make an election without traverse via a telephonic interview. A petition under the accelerated examination program must include a statement to this effect.

Additionally, in order to be able to resolve issues quickly, the applicant must agree to have an interview to discuss the prior art and any potential rejections and objections. A petition under the accelerated examination program must include a statement to this effect.

4.Pre-Examination Search

At the time an application and a petition under the accelerated examination program are filed, the applicant must provide a statement that a pre-examination search was conducted. The statement must include information relevant to the search, such as: an identification of the field that was search, including the U.S. class(es) and subclass(es) of the search; the database(s) and file(s) searched; and the date(s) of the search. A sample Pre-Examination Search Document provided by the USPTO may be found at www.uspto.gov/

web/patents/accelerated/ae_presearch_sample.doc.

The pre-examination search must involve a search of U.S. patents and published U.S. patent applications, foreign patent documents, and non-patent literature, unless the applicant can justify with reasonable certainty that a source of information was eliminated because no references would be found from that source that would be more pertinent that in the sources that were searched.

The pre-examination search must be directed to the claimed invention, giving the claims the broadest reasonable interpretation, and must encompass all the features of the claims. Also, the search must encompass features disclosed in the application that the claims may be amended to include. If a claim is amended to include a feature not encompassed by the search, or if a new claim is added with such a feature, such changes will not be entered.

A search report from a foreign patent office is not sufficient to satisfy the pre-examination search requirement unless the applicant can show that the search report satisfies the specific requirements of the pre-examination search.

Any statement made in support of a petition under the accelerated examination program must be based on good faith belief that the pre-examination search was conducted in compliance with the rules governing such searches.

5.Accelerated-Examination Support

Document

At the time a petition under the accelerated examination program is filed, the applicant must also file a document supporting accelerated examination. A sample Accelerated Examination Support Document provided by the USPTO may be found at www.uspto.gov/web/patents/

accelerated/ae_support_document.doc.

The support document must include a statement regarding the utility of the invention as defined in each independent claim, and also must show where each claim limitation is supported in the specification under 35 U.S.C. § 112, first paragraph, written-description requirement. Additionally, the support document must identify each claim element that invokes consideration under 35 U.S.C. 112, sixth paragraph, and point out the structure, materials, or acts described in the specification that correspond to these means-plus-function or step-plus-function elements. If the application claims benefit of one or more earlier applications, then the support document must also point out where in the earlier application(s) there is support under 35 U.S.C. § 112 for the claimed elements.

The support document must include an IDS citing each reference deemed most closely related to the subject matter of each of the claims. Also for each cited reference, the support document must identify all the claim limitations disclosed by the reference and specify where the limitation is disclosed. The support document must further include a detailed statement of how each of the claims is patentable over the references cited in the IDS.

If any of the references cited in the IDS may be disqualified as prior art under 35 U.S.C. § 103(c), then the support document must identify such references.

B.Decision on Petition to Make Special

If all the requirements for an accelerated examination are not met, the applicant is notified of the defects and the application will be prosecuted as a regular new application. In cases where the petition or the accelerated-examination support document is defective, the applicant will be given a single opportunity to perfect the petition or the support document within an unextendible period of one month. In such cases, the final decision on the patentability of the claims may occur more than twelve months from the filing date of the application.

However, if the application as filed is not ready for examination, e.g., the necessary fees were not paid or an executed declaration was not filed with the application, the applicant is not provided with an opportunity to remedy the deficiency.

C.Office Actions and Responses

Once an application is granted special status, it is docketed for expeditious action. If the examiner determines that the claims are not directed to a single invention, then a telephonic restriction is made, and the application must make an election without traverse. If the applicant refuses to make an election or cannot be reached to make an election, then the examiner deems the invention of the first claim as constructively elected. The applicant may file a divisional application for the non-elected claims, but the divisional application will not be accorded special status automatically, but must meet all the requirements for accelerated examination anew.

The examiner may have a telephonic interview with the applicant to discuss prior art and/or issues involving possible rejections or objections, as well as possible amendments or submissions to resolve these issues. The examiner will not issue a first Office Action until either an interview was conducted but did not result in the application being placed in condition for allowance or there is a determination that an interview is unlikely to result in the application being placed in condition for allowance.

If the examiner issues a non-final Office Action, the applicant is given an unextendible period of one month or thirty days to file a response, whichever is longer. A failure to respond to the Office Action will result in its abandonment.

A response to an Office Action is limited to the rejections, objections, and requirements made therein. The response cannot add claims beyond the limit of twenty total claims, of which no more than three are in independent form. Additionally, any amendment attempting to add a claim directed to a non-elected invention will be treated as non-responsive and will not be entered.

Features that are not encompassed in the accelerated-examination support document may not be added to the claims by amendment unless at the time the response is filed the applicant provides an updated support document that encompasses the new features. Failure to provide an updated support document will cause the amendment to be treated as non-responsive and not to be entered.

Responses must be filed electronically via EFS.

The application is deemed to have received a final disposition upon the mailing of a notice of allowance or a final Office Action.

If a notice of allowance was mailed, then the issue fee must be paid within three months of the date of mailing of the notice of allowance to avoid abandonment of the application, as typical for applications that did not undergo accelerated examination. However, if a patent is to issue expeditiously, the issue fee and any other required fees, e.g., the publication fee, must be paid within one month of the mailing date of the notice of the allowance, and the applicant is not allowed to file any post-allowance papers that are not required by the USPTO, e.g., an amendment under 37 C.F.R. § 1.312 that was not required by the USPTO. 
D.After-Final Procedures

The mailing of a final Office Action is deemed a final disposition for the purposes of the twelve-month goal of the accelerated examination program. Before a final Office Action is mailed, the examiner will conduct a conference, similar to a pre-appeal brief conference, to review the rejections in the Final Office Action.

If the applicant wants expeditious appellate review of the application, the applicant (1) must promptly file a notice of appeal, an appeal brief, and the appeal fees; and (2) must not request a pre-appeal brief conference. During the appeal process, however, the application is treated as in normal appeal procedures, i.e., there are no provisions for expedited consideration of an application under appeal. Once the BPAI issues a decision on the appeal, the application will resume its special status under the accelerated examination program.

Any amendment, affidavit, or other evidence filed after a final Office Action has issued or after an appeal has been filed must be filed electronically and must conform with the requirements for responses to non-final Office Actions under the accelerated examination program.

If the applicant wants to continue examination through the filing of an RCE, the RCE must be filed electronically and the submission must meet the requirements for a response to a non-final Office Action under the accelerated examination program. The RCE re-starts the twelve-month period for reaching a final disposition of the application, and the application retains its special status under the accelerated examination program.

E.Withdrawal from Accelerated Examination

Program

No provision has been established to formally withdraw an application from the accelerated examination program. If the applicant does not want to comply with the requirements of this program, the application may be abandoned in favor of a continuing application, e.g., a continuation, a divisional, or a CIP application. The continuing application does not inherit the special status of its parent.

However, the filing of an RCE does not remove the special status of an application in the accelerated examination program, but merely resets the twelve-month clock for reaching a final disposition of the claims.

F.Things to Consider Before Seeking Special

Status

It is important to keep in mind that there are potential risks involved for an application granted special status under the accelerated examination program. The required support document likely would be mined by an opposing party looking for ways to invalidate the patent or reduce the scope of the claims.

Statements made in the support document, which is filed prior to an examination on the merits, may be used as estoppel in a later dispute regarding the scope of the claims. As discussed above, the support document must identify all the claim limitations disclosed by an IDS reference and specify where the limitations are disclosed in the reference, and also must include a detailed statement of how each of the claims is patentable over the references cited in the IDS. These statements may be used to narrow the scope of the claims.

Also, the applicant runs the risk of being accused of misleading the examiner, based on a statement made in the support document. For example, by inadvertently identifying a less relevant portion of a reference over another portion that could be interpreted to be more relevant, the applicant may be accused of violating the duty of candor. In contrast, pre-examination characterization of prior art for the sake of the examiner would not be required in an application examined under normal procedures.

G.First Patent Granted Under Accelerated

Examination

Since its inception, the first patent granted under the accelerated examination program issued on March 13, 2007, from an application filed on September 29, 2006, for a pendency of less than seven months. The claims of the application were directed to a printed ink gauge, which is an art category that has an average pendency of over 25 months for typical applications.
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