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IN THE UNITED STATES  PATENT  AND TRADEMARK  OFFICE

Applicant(s): Smith, John Q. 

Title: TAGGING DIGITAL MEDIA 

Serial No.: 11/000,001 Filing Date: 10/11/2006 

Examiner: Osman, Ramy M Group Art Unit: 2457 

Docket No.: SAMPLE Customer No. 50000 

San Francisco, California 
December 3, 2010 

MAILING BY EXPRESS MAIL 

Express Mail Label No.  

This correspondence is being deposited with the United States Postal 
Service, using the "Express Mail Post Office to Addressee" service, 
addressed to Mail Stop Non-Fee Amendment, Commissioner for Patents, 
P.O. Box 1450, Alexandria, VA 22313-1450 and mailed on the below 
Date of Mailing with the above "Express Mail" label number. 

________________________________    _______________ 
Joe Q. Patent        Date of Mailing 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450

RESPONSE TO OFFICE ACTION UNDER 37 C.F.R. § 1.116 

Dear Sir: 

This Response is submitted in reply to the Final Office Action dated 

(“Office Action”).

Amendments to the Claims are reflected in the listing of claims which begins on page __. 

Remarks begin on page ____.

09/09/2015

08/10/2017

May 10, 2017
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Amendments 

In the Claims 

1. (Currently Amended) A method comprising: 

storing an item of digital media in a database; 

receiving from a device of a first user device a selection of an item of digital media, wherein 

the item of digital media is stored in a database; 

receiving from the device of the first user device information identifying an identification of a 

person associated with the selected item of digital media; [[and]] 

responsive to receiving the information identifying the person, sending a notification to a 

device of a second user device that the person has been identified in connection with 

the item of digital media; and 

enabling the identified person to reject the identification, wherein the identified user is 

different from the first user. 

2. (Original) The method of claim 1, wherein the notification comprises an email. 

3. (Original) The method of claim 1, wherein the digital media is accessible in a social 

networking system, and the identified person is a user of the social networking system. 

4. (Original) The method of claim 1, wherein the item of digital media comprises a digital 

image. 
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5. (Original) The method of claim 1, wherein the item of digital media comprises at least one 

of digital video, digital audio, and digital text. 

6. (Original) The method of claim 1, wherein the second user is the person who has been 

identified in connection with the item of digital media, whereby the person identified in 

connection with the item of digital media is notified of the identification. 

13. (Original) The method of claim 1, wherein receiving information identifying the person 

comprises: 

receiving one or more text characters; 

displaying a list of names including the received text characters; and 

receiving a selection of a name from the list. 

17. (Currently Amended) A computer program product comprising a non-transitory computer-

readable storage medium containing computer program code for: 

storing an item of digital media in a database; 

receiving from a device of a first user device a selection of an item of digital media, wherein 

the item of digital media is stored in a database; 

receiving from the device of the first user device information identifying an identification of a 

person associated with the selected item of digital media; [[and]] 

responsive to receiving the information identifying the person, sending a notification to a 

device of a second user device that the person has been identified in connection with 

the item of digital media; and 
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enabling the identified person to reject the identification, wherein the identified user is 

different from the first user. 

18. (Original) The computer program product of claim 17, wherein the notification comprises 

an email. 

58. (Canceled)



-5 Serial No. 11/000,001 

Remarks 

OVERALL POINTS: 

MAKE SURE PROPER AMENDMENT FORMAT IS FOLLOWED 

MAKE SURE REMARKS DO NOT CREATE TOO MUCH ESTOPPEL—THE LESS, THE 

BETTER

PROBLEM SET UP ENCOURAGED AMENDMENT OVER TRAVERSAL SINCE 

EXAMINER AGREED AMENDMENT WOULD OVERCOME CURRENT ART. 

1. Interview Summary 

JUST NEED TO HAVE TAKEN A STAB AT IT, AS THIS WAS NOT DISCUSSED.  

IDEAS FOR WHAT TO INCLUDE/NOT.  MAJOR POINTS ARE INCORPORATING 58 

INTO 1 AND ADDRESSING ACTOR/ACTION ISSUE (BUT CAN BE HERE OR IN 

BODY OF RESPONSE). DISCUSS/TIE IN TO TODAY’S PRESENTATION ON TOPIC. 

Statement of Substance of Interview 

Applicants thank the examiner for the courtesy of an interview in person on November 3, 

2010 with Applicant’s representative Joe Q. Public.  During this interview, claim 1 was 

discussed and agreement was reached that the amendments herein would overcome the 

present rejections for the reasons discussed below. 

2. Claims 17-18 are rejected under 35 U.S.C. 101, as not falling within a statutory 

category.
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OA SUGGESTED LANGUAGE, USE IT. 101 REJECTIONS ARE COMMON, VARIOUS 

WAYS TO ADDRESS – TRY TO FIND OUT WHAT EXAMINER WANTS. 

Regarding the rejections under § 101, the examiner suggested amendments to product claims 

17-18 to recite a "non-transitory" computer readable medium. 

3. Claims 1-6, 13, 17-18 rejected under 35 U.S.C. 103(a) as being unpatentable over

Etkin (US Pat Pub 2006/0048059) & Scheiderman (“Direct Annocation,” 8/2008. 

SINCE CLAIM 1 WAS AMENDED TO INCORPORATE 58, THIS SECTION DOES NOT 

REQUIRE A SEPARATE ARGUMENT FROM BELOW.  IF INCLUDED, CAN BE 

BRIEF.  BUT I’D JUST COMBINE ALL AS IN EXAMPLE BELOW.

4. Claim 58 is rejected under 35 U.S.C. 103(a) as being unpatentable over Etkin,

Shneiderman, in further view of Lunt (US Pat Pub 2005/0235062). 

NEED TO EXPLAIN HOW LUNT IS DIFFERENT FROM CLAIM (WHICH IS GIVEN 

PER EXAMINER’S ADMISSION THAT INCORPORATING CLAIM 58 WOULD 

OVERCOME CURRENT RECTION). 

Response to Rejections under 103(a) 

The claims were rejected as obvious by U.S. Publication No.2006/0048059 to Etkin in view 

of “Direct Annotation” by Shneiderman, and/or in further view of U.S. Publication No. 

2005/0235062 to Lunt. 

The claimed invention recites techniques for associating people with digital media, such 

as a digital photograph. In claim 1, for example, a first user selects an item of digital media 

and identifies a person associated with that item of digital media. This causes a notification 
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sent to a second user, where the notification indicates that the person has been identified in 

connection with the item of digital media. 

To address these rejections, applicants suggested incorporating into the independent 

claims features relevant to dependent claim 58. In particular, claim 58 further recites 

“sending to the identified person a request to accept or reject the identification.” This way, 

even though a user can upload a photo and tag other people in the user's own photo album, the 

other people who are tagged have veto power to accept or reject their association with the 

media item. 

Lunt, at ¶¶ 155-157, was cited for the features of claim 58 (now incorporated into claim 1); 

however, Lunt is describing something different. In Lunt, a user B uploads a photo to the 

profile of user A and adds a caption. User A can subsequently accept the photo, after which it 

is added to the user’s profile. What Lunt discloses is being able to prevent someone else from 

adding photos to your profile, which is different from the claimed feature of being able to 

prevent others from tagging you in their own photos. 

In addition, the claims have been amended to specify “a device of” the first, second, and third 

users, rather than first, second, and third “user devices,” which a single user might operate. 

Moreover, the claims have been amended to distinguish Lunt and the other references by 

expressly stating that “the identified user [in the media item] is different from the first user.” 

5. Dependent claims:

RELY ON AMENDMENTS TO CLAIM 1 TO REMOVE 103 REJECTIONS 

6. Other considerations/discussion points.
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AFTER FINAL PRACTICE: AMENDMENT NOT MATTER OF RIGHT (NOR 

INTERVIEW)/MAY NOT BE ENTERED, ETC. 

7. Conclude.

STANDARD FORMAT.

Conclusion

Based on the foregoing, the application is in condition for allowance of all claims, and a 

Notice of Allowance is respectfully requested. If the examiner believes for any reason direct 

contact would help advance the prosecution of this case to allowance, the examiner is 

encouraged to telephone the undersigned at the number given below. 

December 3, 2010 

Respectfully submitted, 

/Joe Q. Patent/  
Joe Q. Patent, Reg. No. 30,000 
Attorney for Applicant 
My Firm, LLP 
123 Legal Avenue 
Patent, CA 94041 
(650) 800-0008 

08/10/2017




























































