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This release to Patent Litigation includes updates of five chap-
ters, providing you with the information and strategies you need to 
litigate patent cases successfully. Contributors for this release are 
E. Danielle T. Williams (chapter 2), Richard Birnholz and Benjamin 
Manzin-Monnin (chapter 3), Don W. Martens, John B. Sganga, Jr., 
and Nicholas M. Zovko (chapter 11), Munir R. Meghjee and David A. 
Prange (chapter 12), and Charles S. Barquist and Matthew Kreeger 
(chapter 15). These experts discuss the following topics and more:

Attorneys’ fees—excessive award: In In re Rembrandt 
Technologies, LP Patent Litigation, the evidence before the Delaware 
federal district court included plaintiff’s compensation of fact witnesses, 
spoliation of evidence, and assertion of fraudulently obtained patents, 
enough to establish that the case was “exceptional.” The Federal Circuit, 
however, vacated the $51 million award of attorneys’ fees, finding that 
it was “excessive and unreasonable because the district court failed to 
establish a causal connection between the claimed misconduct and the 
fees awarded.” See § 2:1.1, at note 29.1.

Venue—where corporation resides: According to the Federal 
Circuit in In re BigCommerce, Inc., in states with more than one federal 
judicial district, venue based on a company’s residence is proper in the 
district where the alleged infringer has its principal place of business, 
meaning its headquarters or the place where its “officers direct, control, 
and coordinate the corporation’s activities.” See § 2:7.2, at note 216.2.

Venue—pendent venue doctrine: Courts have rejected attempts to 
“ferryboat in” patent claims by joining less important federal claims 
or state law claims that are properly venued. In Wet Sounds, Inc. v. 
PowerBass USA, Inc., a federal district court in Texas observed: “The 
trademark-infringement claims are to ‘ferryboat in’ venue for the un-
derlying patent claim” and, therefore, “[b]ecause the primary claim is 
for patent infringement and the patent venue statute contains the more 



specific provisions, pendent venue is not justified in this case.” See 
§ 3:4.1[B], at note 88.1.

Motion to dismiss for failure to state a claim: The Federal Circuit 
has increased the ability of patent holders to defend against Rule 
12(b)(6) motions alleging patent ineligibility under section 101. For ex-
ample, the Federal Circuit held in Aatrix Software, Inc. v. Green Shades 
Software, Inc. that patentees who adequately allege in a complaint that 
their claims contain inventive concepts could survive a section 101 eligi-
bility analysis under Rule 12(b)(6). See § 3:5.1, at note 142.1.

Sequestering witnesses: Judges may have a standing order regard-
ing excluding witnesses from the trial proceedings. But expert witnesses 
are routinely exempted from such an exclusion rule, as they need to 
listen to the evidence presented to the jury and refer to it during their 
testimony. See § 11:7.2.

Post-trial motions—stay of execution: Stays of execution are gov-
erned by Rule 62. Amended for 2019, Rule 62(a) generally provides that 
“execution on a judgment and proceedings to enforce it are stayed for 
30 days after its entry, unless the court orders otherwise.” However, in 
patent infringement cases, a judgment ordering an accounting for patent 
infringement is not subject to the thirty-day automatic stay generally al-
lowed by Rule 62(a). Further, entry of an injunction is not automatically 
stayed. See § 12:11.6, at note 218.

Inter partes review—estoppel: A petitioner or the real party in in-
terest or privy of the petitioner in an IPR cannot request or maintain a 
proceeding before the PTO relating to any claim reviewed in the IPR 
on any ground that the petitioner raised or reasonably could have raised 
during the IPR. Regarding real parties in interest, the PTAB has declined 
to explicitly provide the criteria for determining which parties would be 
considered real parties in interest in a post-grant case. But it has gener-
ally looked to factors that include the relationship between the petitioner 
and the party in question, the party’s control over the proceedings, and 
whether the party has agreed to be bound by the decision in the proceed-
ing. See § 15:3.5, at note 93.

Claim construction in PTAB proceedings: For inter partes review 
petitions filed on or after November 13, 2018, the PTAB will employ 
the same standard that would be used in a civil action in federal district 
court to construe claims in any challenged patent, commonly known 
as the Phillips standard. The Phillips standard replaces the “broadest 
reasonable interpretation” standard previously used in IPR proceedings. 
See § 15:3.2[B], at note 52. Similarly, after the same date, the Phillips 
standard will apply to post-grant review, see § 15:4.2[A], at note 132, 
and to covered business method reviews, see § 15:4.6, at note 207.

The Table of Authorities and the Index have also been updated.
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